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UNITED STATES PATENT OFFICE. 


we 4 


EDISON 
Interference 
Va. ~ No. 25,677. 
MacDONALD. 
Issue. 


Count 1. In a phonic apparatus, the combination of 
a phonographic recording surface, means for rotating 
said surface, a carrier movable across said surface, ». 
phonographic stylus and friction wheel carried by the 
carrier, a friction member connected to said stylus and 
pressing against the friction wheel, and means repre- 
sentative of sound vibrations for varying the friction 
between said friction member and friction wheel. 

Count 2. In a phonic apparatus, the combination of 
a traveling carriage, a friction wheel and phonographic 
stylus carried thereby, a friction member pressing on 
said wheel and connected to said stylus, means for 
driving said friction wheel and means representative of 
sound vibrations for varying the amount of friction be- 
tween the friction member and friction wheel. 

Count 3. In a phonic apparatus, the combination of 
a rotating mandrel, a carriage movable longitudinally 
thereof, a phonographiec stylus and friction wheel car- 
ried by the carriage, a friction member pressing on said 
friction wheel and connected to sail stylus, and com- 
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mon driving means for moving the carriage and rotat- 
ing the friction wheel. 

Count 4. In a phonic apparatus, the combination of 
a rotating mandrel, a carriage movable longitudinally 
thereof, a phonographic stylus and friction wheel car- 
ried by the carriage, a friction member pressing on said 
friction wheel and connected to said stylus, common 
driving means for moving the carriage and rotating the 
friction wheel, and means representative of sound vi- 
brations for varying the friction between the friction 
member and friction wheel. 
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Preliminary Statement. 3 


UNITED STATES PATENT OFFICE. 


THomas A. EpIson 
- Interference 
; | No. 25,677. 

THomas H. Macponacp. | 


Preliminary Statement of Thomas A. 
Edison. 


STaTE OF NEw JERSEY, se 
County of Essex, _ 


Tuomas A. Epison, of Llewellyn Park, Orange, in 
the County of Essex and State of New Jersey, being 
duly sworn, doth depose and say that he is a party of 
the interference declared by the Commissioner of Pat- 
ents February 6th, 1906, between his application for 
letters patent filed September 15th, 1905, serial No. 
278,549 for recording telephones, and an application 
filed by Thomas H. Macdonald for phonie apparatus 
referred to therein; that he conceived the invention 
contained in claims 3, 4, 5 and 6 of his said applica- 
tion Serial No, 278,549 during the month of April, 
1902; that during the month of April, 1902, he made a 
number of experiments for the purpose of demonstrat- 
ing, and did demonstrate, the operativeness and 
atility of the said invention; that during the month 
of April, 1902, he made sketches of the invention, and 
at that time first explained the invention to others; 
that in the month of May, 1902, full sized working 
drawings of the invention were made ; that on May 
3lst, 1902, the construction of a full sized apparatus 
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-. Preliminary Statement. 


embodying the said invention was commenced, and 
said full sized apparatus was completed in the month 
of June, 1902; that he made no other apparatus em- 
bodying the invention, nor was any model of the same 
constructed. 

THomas A. EpIson. 


Subscribed and sworn to be- 
fore me this 23d day otf 
February, 1906. 


Frank L. Dyer, 


[ SEAL. ] Notary Public. 
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Notice. 5 


UNITED STATES PATENT OFFICE. 


Tuomas A. Epison | 
VS | Interference 
7 No. 25,677. 
Tomas H. Macpona.p. | 
=, 


Messrs. Mauro, Cameron, Lewis & Massie, 
620 F Street, Washington, D. C. 


GENTLEMEN :—You are hereby notified that on 
Tuesday, July 24, 1906, at my office, Edison 
Laboratory, West Orange, New Jersey, at 10:30 in 
the forenoon, I shall proceed to take the testimony 
of Thomas A. Edison, Frederick P. Ott, John F. Ott, 
and John F. Randolph, all of West Orange, New Jersey, 
and possibly others, as witnesses in behalf of Thomas 
A. Edison. The examination will continue from day 
to day until completed. You are invited to attend 
and cross-examine. 

Very respectfully, 
Frank L. Dyer, 
Attorney for Edison. 


Dated Orange, N. J., July 13, 1906. 


Timely service of the above notice accepted this 
16th day of July, 1906. 
Mavro, Cameron, Lewis & Massie, 
Attorneys for Macdonald. 
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UNITED STATES PATENT OFFICE. . 
S ) | 
Tuomas A. EpIson 4 
elk Interference 
. ; No. 25,677. 
7 ; \, THomas H. MacpoNnaLp. | 


Testimony on behalf of Thomas A. Edison taken at 
the Edison Laboratory, West Orange, N. J., commenc- 
a ing Tuesday July 24, 1906, at 10:50 A. M., before HEr- 
- E BERT W. Kyicut, Esq., a Master in Chancery of New 
. - Jersey and Special Examiner by consent, pursuant to 

the annexed notice. 


Present— 
Frank L. Dyer, Esq., for Thomas A. Edison. 
C. A. L. Masstg, Esq., for Thomas H. Mac- 
donald. 


q) 


Ludwig F. Ott. 


Lupwic F. Orr, a witness produced on behalf of : 
Thomas A. Edison, being first duly sworn and asked 
questions by Mr. Dyer, deposes as follows : 

Q. 1. Give your name, age, residence and occupa- 
tion. 
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4 A. My name is Ludwig F. Ott; I am 24 years of : ' 
4 ace, residing at 175 High Street, Orange, N. J. My 
occupation is making experiments. 
Q. 2. Are you employed by Mr. Edison ? 
A. Yes, sir. 
Q. 3. When did you leave school ? 
A. I left school in 1902, [ graduated in that year. 
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L. F. Ott. ¢ 





Q. 4. Prior to leaving school did you ever do any 
experimental work in the Edison laboratory ? 

A. I did experimental work at the Edison laboratory 
during summer vacations prior to leaving school. 

Q. 5. Before leaving school did you ever do any ex- 
perimental work at the Edison laboratory in connec- 
tion with schemes for recording telephone messages 
with phonographs ? 

A. Yes, sir. 

Q. 3. Do you recall when that was ? 

A. I could not recall exactly but it was prior to 
1902. 

Q. 7. What did the experiments you have referred 
to consist of ? 

A. The experiments consisted of a phonograph in 
one room which had attached to it a telephone trans- 
mitter and another phonograph in another room hav- 
ing attached to it a telephone receiver ; simply con- 
nected the telephone receiver and the transmitter to a 
regular phonograph speaker on one end and a recorder 
on the other, and then we had a battery and coil inter- 
posed between the two instruments, also a magnetic 
arrangement for releasing the governor on both ma- 
chines simultaneously when the telephone was started. 
We had a separate battery and line for operating the 
magnetic starting device of both machines. 

Q. 8. What was the idea of this experiment ? 

A. The main idea was to use it in telegraphing, sub- 


stituting the telephonefor a telegraph in railroad 


stations so that there would be no mistake in the mes- 
sages received and a record of them could be kept. 

Q. 9. I call your attention to anumber of pieces of 
apparatus in this room and ask you if you find here 
the machines with which you experimented prior to 
the year 1902? 

A. There are two machines here which I experi- 
mented with, one is the telephone transmitter and the 
other is the later style of recorder. 

Q. 10. Please point out the transmitting instrument ? 
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A. The transmitting instrument is the one to the 
right. 


The machine referred to by the witness is 
offered in evidence and marked, “ Edison’s Ex- 
hibit, First Transmitter.” | 


(. 11. Please consider this machine a little more in 
detail than you have done and describe its construction 
and operation. 

A. The machine consists of an ordinary Standard 
phonograph equipped with the usual reproducer and 
over this reproducer is mounted a common form of 
carbon telephone transmitter. The phonograph is 
operated by a spring motor, and a magnet is used in a 
separate circuit for starting and stopping the motor. 
In operating this particular machine I placed a phono- 
graph record on the mandrel so that when the phono- 
graph was started the phonograph reproducer would 
speak into the telephone and the record thereby be 
transmitted over the line. I used all sorts of records 
in these experiments, both musical and talking. 

Q. 12. Please point out the receiving instrument ? 

A. The receiving instrument is the one to tbe left. 


The machine last referred to by the witness 
is offered in evidence and marked ‘: Edison’s 
Exhibit, First Receiver.” 


Q. 13. Please also describe this machine ? 

A. The receiving instrument is 2 similar phonograph 
to that used with the transmitter except that it was 
provided with an ordinary recorder adapted to make a 
record on a blank cylinder ; the magnetic device is also 
employed for starting and stopping the motor. At 
first I used an ordinary telephone receiver which was 
mounted over the recorder so that when the message 
was receivecl over the line it would be delivered to the 






__ Research Library 


ee ee 


ER OE OR AD FR ad eR mee eR WW) 


ee Ot encase A RO REE oe) SR Ome Ree te Tht 


Raymond R. Wile 


——_*. 


q) 


€) 








L. F. Ott. 9 


diaphragm of the recorder and thereby make a record, 
but I found that such a record was very faint and at 
Mr. Edison’s suggestion therefore the form of re- 
ceiver at present on the machine was _ con- 
structed. With this receiver the diaphragm, which 
was vibrated by the receiving magnet, was connected 
directly with the recording stylus of the phonograph 
so that there was less opportunity for mechanical loss 
and consequently the records made were considerably 
louder. The diaphragm used with this receiver is a 
steel or iron diaphragm like the ordinary diaphragm of 
a telephone receiver. 

Q. 14. Do I understand that these experiments were 
made by you prior to or after the year 1902 ? 

A. I think they were made prior to the year 1902. 

Q. 15. That was before you left school ? 

A. Before I left school. Yes, they were, before I 
left school. 

Q. 16. And with the machines exactly as they are 
now constructed, prior to that time ? 

A. The same construction and the same machine. 

Q. 17. How successful were the experiments which 
you made with these machines ? 

A. With the first form of recorder we were able to 
distinguish the words by means of an ear tube ; with 
the second form of recorder, which is the one now on 
the machine, we were able to distinguish the words by 
means of a horn, showing that théy were very much 
louder. 

Q. 18. Ina statement which I propose to subse- 
quently introduce, taken from the books of the Edison 
Laboratory, it appears that in connection with experi- 
ment number 1148 entitled “ Railway telephone ex- 
periments for block signals,” yon were employed on 
that experiment in the months of July and August of 
1901. Did you doany other experimenting on the 
use of telephones for railway block signals other than 
in connection with the two machines which have been 
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introduced in evidence and to which you have pre- 
viuusly referred ? 


Question objected to as incompetent and with- 
out having sufficient foundation. 


A. Idid not experiment on other machines further 
than setting up a line to connect the reproducing in- 
strument with a chalk telephone ; but this was later 
than the experiments which I made with the two ma- 
chines whizh have been introduced as exhibits. 


Counsel for Macdonald objects to the entire 
deposition of this witness as irrelevant and im- 
material and gives notice of a motion to suppress 
the same. 

He further objects to the two exhibits, as ir- 
relevant, immaterial and not sufficiently proved. 

No cross-examination. 

(By consent the signature was waived). 


John F. Ott. 


Joun F. Ort, a witness produced on behalf of 
Thomas A. Edison being first duly sworn and asked 
questions by Mr. Dyer deposes as follows : 

Q. 1. State your name, age, residence and occupa- 
tion ? 

A. My name is John F. Ott, I am fifty six years old, 
I reside at 75 High Street, Orange, N. J., and my occu- 
pation is that of Superintendent of the Edison Labor- 
atory. 

-Q. 2. How long have you been connected with Mr. 
Edison ? 

A. Since 1869. 

@. 3. What are your duties in the Edison Labora- 
tory ? 
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A. Getting out such sketches or designs as Mr. Edison 
gives us; seeing that proper -drawings are made of 
them and that they are given to the workmen to work 
out. 

Q. 4. Your work is to supervise the manufacture of 
experimental apparatus ? 

A. That is it. 

Q. 5. I eall your attention to a machine that has 
been offered in evidence and marked *“‘ Edison Exhibit, 
First Transmitter ” and ask youif you had anything 
to do with its construction ? 

A. Yes, I had. 

@.6. Was this machine constructed under your 
direction ? 

A. Yes, sir. 

Q. 7. Do you know the purpose of this machine ? 

A. The purpose of this machine is to transmit a 
message from a phonograph record to a telephone 
transmitter in connection with the system of railroad 
signaling that Mr. Edison was working on. 

. 8. I call your attention to another machine which 
has been offered in evidence and marked as an exhibit 
in this case (“‘ Edison’s Exhibit, First Receiver’’) and 
ask you if you had anything to do with the construction 
of this machine ? 

A. Yes, sir. 

Q. 9. Was this machine constructed under your 
direction ? 

A. Yes, sir. 

Q. 10. What was its purpose ? 

A. The purpose of this machine is to record ona 
blank cylinder, messages transmitted over the line from 
the other machine ‘ Edison’s Exhibit, First Trans- 
mitter.” 

Q. 11. Did you witness the experiments with these 
two machines concerning which you have just testified ? 

A. Part of them. 

Q. 12. Please tell what vou remember about the 
experiments ? 
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12 J. F. Ott. 


A. The wire ran from one room into another, one 
instrument was set up in one room and the other in 
the other room and we _ transmitted messages 
across, from the transmitter to the receiver. 

Q. 13. Do you know what the purpose was of trans- 
mitting a telephone message and recording it on the 
phonograph blank so as to form a permanent record ? 

A. The purpose was that in block signaling or 
freight orders the message could be given over the 
telephone and #2 record made of it which could be kept 
as a permanent record. 

Q. 14. I call your attention to a piece of apparatus 
and ask you to tell what it is, and if you had anything 


3 to do with its construction ? 

% A. This is a receiver with two chalks and one dia- 
3 phragm, so as to increase the volume of sound. I 
| made this machine. 

a Q. 15. By “ receiver’ do you mean telephone re- 


ceiver ? 
A. Yes, telephone receiver. 


! The instrument last referred to by the witness 
4 is offered in evidence and marked “ Edison’s 
| Exhibit, First Chalk Receiver.” 

: Objected to as irrelevant and immaterial and 
4 not sufficiently proved. 


Q. 16. Can you produce a sketch from which “ Edi- 
son’s Exhibit, First Chalk Receiver ” was made ? 

A. Yes, sir ; | produce Mr. Edison’s original sketch. 

Q. 17. On what portion of this sketch is the double 
chalk receiver illustrated ? 

A. On the top of the sheet. 

Q. 18. I notice on this sketch the words “ John— 
make these” ; in whose handwriting are those words ? 

A. Mr. Edison’s. 

Q. 19. To whom is the note addressed ? 

A. To me. 

Q. 20. On this sketch I have made certain repre- 
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her, one sentative letters in ink and [ will ask you to kindly 
other in refer to the same and tell me what they relate to? 
messages A. The letter a is the diaphragm, the letters bd are 
the two chalk cylinders, the letters cc are the connec- 
of trons- tions of the chalk cylinders, and the letters dd are the 
t on the metallic springs connected to the diaphragm and which 
record ? rest on the chalk. 
aling or Q. 21. Is this general scheme of making a telephone 
over the receiver by causing au electrode to press upon a rotat- 
be kept ing chalk cylinder in such a way that the electrical 
~ impulses will vary the friction between the electrode 
pparatus and the chalk cylinder, a new suggestion in recent 
wnything years ? 
one dia- Objected to as leading. 
und, I 
~ A. No; that is the ordinary chalk receiver or moto- 
one re- graph that Mr. Edison invented in the seventies. 
Q. 22. I observe on this same sketch the drawing of 
another device in which a single chalk cylinder was 
7: used. What was this apparatus ? 
witress A. It is similar to the one above only it has a single 
idison’s chalk cylinder. 
Q. 23. I notice on this sketch the impression by a 
rial and rubber stamp of the name “J. F. Ott”; did you make 
that impression on the sketch ? 
A. I stamped that on. 
u* Sdi- Q. 24. Is it your custom to stamp your names on 
12° sketches handed to you by Mr. Edison ? 
sketch. A. Yes, sir. 
double Q. 25. Does your handwriting appear anywhere upon 
, this sketch ? 
A. Yes, sir; the date. 
Joh i— Q. 26. What is that date? 
words ? A. May, 1902. 
Q. 27. What is your custom in reference to dating 
of sketches ? 
A. So that we know when the sketches are handed 
| Tepre- in to us and have a record of them. 
% 
t 
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Q. 28. Are you able to say that this sketch was in 
: your possession in May, 1902? 

: A. Yes, sir. 

* : | Q. 29. Are you able to say whether, except for the 
stamped impression and date on this sketch, the draw- 
ing and handwriting thereon were made by Mr. Edison ? 

A. Yes, sir; they were made by Mr. Edison. 


: The sketch referred to by witness is offered 
| in evidence and marked ‘“ Edison’s Exhibit, 
Sketch of Chalk Receivers.” 

Exhibit objected to as irrelevant and im- 
material. 


- Z Q. 30. Did you ever make a cbalk receiver or moto- 
‘ graph with one chalk cylinder similar to the drawing 
in the centre of the sheet, “ Edison’s Exhibit, Sketch 
of Chalk Receivers ? ” 

A. I did. 

Q. 31. Please produce the same ? 

A. This is the machine. 

Q. 32. How does this machine differ from “ Edison’s 
Exhibit, First Chalk Receiver ’’? 

A. [t is made with a smaller chalk and smaller 
diaphragm, and only a single chalk is used. We after- 
wards found that the smaller diaphragms were more 
sensitive to faint articulations than the larger 
diaphragms; that is to say, it would bring them out y 
sharper. 





The chalk receiver last referred to by the wit- 
ness is offered in evidence and marked “ Edi- ; i 
son’s Exhibit, Second Chalk Receiver.” { 

Exhibit objected to as irrelevant and im- 
material. 





Way 
Q. 33. Did you have anything to do with the con- 
struction of the two chalk receivers which have been 
introduced as exhibits herein «us ‘‘ Edison’s Exhibit, 
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J. F. Ott. 15 


First Chalk Receiver” and “ Edison’s Exhibit, Second 
Chalk Receiver” ? 

A. Yes, sir; they were built under my direction. 

Q. 34. Can you state when those two chalk receivers 
were constructed under your directions ? 

A. It was about the time of the date of ‘ Edison’s 
Exhibit, Sketch of Chalk Receiver,” namely, May, 
1902. 

Q. 35. Were the two machines, ‘ Edison’s Exhibit, 
First Transmitter” and “ Kdison’s Exhibit, First Re- 
ceiver, constructed before or after the two chalk re- 
celvers ? 

A. That I cannot remember; it was about the same 
time ; they were very close tovether. 

Q. 36. I have marked on the central figure of ‘‘ Ed- 
ison’s Exhibit, Sketch of Chalk Receiver” some refer- 
ence letters in red ink and I will ask yon to please 
state what those letters refer to ? 

A. The letter a is the diaphragm ; letter is the chalk 
cylinder ; letter ¢ is the electrode pressing upon the 
chalk cylinder; the letter @ is a rubber cushion for 
regulating the friction betweeu the electrodes and the 
chalk cylinder, and the letter e is an adjusting screw 
for varying the pressure of the elastic cushion d. 

Q. 37. On the general subject of recording telephone 
messages with phonographs did you ever construct for 
Mr. Edison, or have constructed under your direction 
for him, any other machine for that purpose than 
“ Edison’s Exhibit, First Transmitter ” ? 

A. Yes, sir; I constructed a large machine for that 
purpose. ' 

Q. 38. Please produce that machine. 

A. Here is the original machine. 

Q. 39. Please describe this machine briefly and ex- 
plain its general operations ? 

A. Itis a phonograph driven by an electric motor 
of the type called the Concert phonograph and having 
a recorder that is operated with the chalk, the chalk 
being rotated by an arm extending out on another 
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16 J.F. Ott. 


drum mounted upon the same shaft as the cylinder, 
having thereon a little friction roller that rotates the 
chalk through a little worm and worm gear. 

@. 40. When was this machine built ? 

A. About May, 1902, as near as I now remember. 

Q. 41. Do you remember who worked on this ma- 
chine, that is, who did the actual practical work ? 

A. If Iam not mistaken I think it was Hofbauer. 

Q. 414. Are you able to state how much time was 
expended on this machine, how long it took to finish it 
after it was started ? 

A. That can be found on the time sheets, but I do 
not rewember. 


The machine last referred to by the witness 
is offered in evidence and marked ‘“ Edison’s 
Exhibit, Recording Telephone.” 

Exhibit objected to as irrelevant and imma- 
terial, and as not sufficiently proven. 


Q. 42. Can you produce any sketches illustrating the 
particular arrangement of driving mechanism disclosed 
in “ Edison’s Exhibit, Recording Telephone ”, wherein 
a friction wheel is rotated by an auxiliary drum and 
communicates movement through worm gearing to the 
chalk cylinder ? 

A. Yes; these are sketches made by Mr. Edison and 
they are correct (producing sketches). 


Q. 43. On the smaller of these sketches I observe 


certain writing and dates, together with the impression 
of a rubber stamp ; is this your handwriting? 

A. It is, and I applied the stamp of my name. 

Q. 44. What does the date, May 29, ’02, on this 
sketch indicate ? 

A. It indieates the date when I signed the sketch. 

Q. 45. Kindly explain the elements of the device 
shown in the smaller sketch by reference to the letters 
in red ink which I have placed thereon. 

A. The letter « represents the ordinary mandrel on 
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which the blank is placed, the letter 4 is the auxiliary 
cylinder carried on the mandrel shaft, ¢ is the friction 
roller bearing on the auxiliary cylinder 4 and driven 
therefrom; the friction roller ¢ drives the worm d 
which engages the worm gear e; the worm gear e 
drives the shaft fon which is mounted the chalk cyl- 
inder g ; engaging with the chalk cylinder is an electrode 
A which is connected with the diaphragm i of the re- 
cording apparatus. The sketch illustrates the idea of 
driving the chalk eylinder of an ordinary motograph 
through the same power that rotates the mandrel. The 
motograph operates the recording stylus soas to make 
a permanent record on the blank. 


, The words “This sketch illustrates” at the 
close of the answer and the remainder of the 
answer are objected to as volunteered and in- 
competent. 


(). 46. Do you recall whether you signed this sketch 
on the same date that you received it or not ? 

A. That I cannot say. 

Q. 47. The sketch then may have been in the office 
for some time previous to May 29, 1902? 

A. Yes, sir. 


The sketch to which the witness last testified 
is offered in evidence and marked “ Edison’s 
Exhibit, Recording Telephone Sketch No. 1.” 

Exhibit objected to as irrelevant and imma- 
terial and as not sufficiently proved. 


Q. 48. Having reference to the larger of the two 
sketches which you have produced, is the writing 
thereon and the date in your handwriting or not ? 

A. That is in my handwriting. 
~ Q. 49. What does the date indicate ? 

A. May 29th, 1902; I always signed the sketches, 
either the day [ received them or the day following. 
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Q. 50. As I understand then, this sketch was in 
your possession at least as early as May 29th, 1902? 

A. Yes, sir. 

Q. 51. I will ask you to explain the parts of this 
sketch by reference to the letters in red ink which I 
have placed thereon ? 

A. This is the same machine that is illustrated in 
the sketch I have just produced. The mandrel @ car- 
ries the phonograph blank on which a permanent reec- 
ord is to be made, # is the auxiliary cylinder with 
which engages the friction roller ¢ ; this friction roller 
drives the shaft d, on the end of which is mounted a 
worm ¢; the latter enguges with a worm gear fon the 
shaft g and rotates the chalk cylinder A ; 7 is the dia- 
phragm to which is connected the electrode j bearing 
against the chalk roller A ; the arm & offers a support 
for the shaft g ; / is the usual phonograph arm which 
carries the recording and reproducing mechanism and 
which is fed longitudinally of the blank or record; as 
the recording mechanism feels longitudinally, the 
friction roller ¢ will be fed longitudinally of the auxil- 
lary cylinder 4; m is the recording stylus which en- 
gages the blank so as to form a permanent record. 


The larger sketch just referred to by witness 
is offered in evidence and marked ‘ Edison’s 
Exhibit Recording Telephone Sketch No. 2.” 

Exhibit objected to as irrelevant, immaterial 
and not sufficiently proved. 


(). 52. Can you produce any sketch of Mr. Edison’s 
illustrating more in detail than the two sketches last 
referred to do, the connections between the motograph 
or chalk receiver and the phonograph recording mech- 
anism ? 

A. Yes, here is one of Mr. Edison’s sketches. 

Q. 53. Is the date, May, 1902, on this sketch in your 
handwriting ? 

A. Yes, sir. 
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Q. 54. Does that date indicate when the sketch was 
received or dated by you? 

A. Yes, it was dated by me in May, 1902. 

Q. 55. I will ask you to kindly explain this sketch 
by reference to the letters that I have placed thereon 
in red ink ? 

A. Letter «@ indicates the body of the recorder car- 
rying the diaphragm 4 and to which is pivoted the 
ordinary floating weight c,; a small stylus lever @ is 
mounted on the floating weight in the usual way 
and is connected by a link e to diaphragm 3}; 
at the forward end of the stylus lever d 
is the usual recording stylus f made _ of 
sapphire ; mounted above the diaphragm 4 is a second 
diaphragm g, there being a space of about one-eighth 
of an inch between the two diaphragms. The fraction 
1/8" on the sketch ‘is in Mr. Edison’s handwriting 
as a guide to me in spacing those diaphragms. Con- 
nected with the diaphragm g is an electrode spring h 
carrying a metallic button 7 near its upper end which 
bears on the chalk roller j ; the chalk roller j, button i, 
electrode spring A and diaphragm g constitute an 
ordinary motograph or chalk receiver, the arrangement 
being such that vibrations communicated to the dia- 
phragm g will be transmitted to the diaphragm 6 and 
thereby recorded on the blank. 


Sketch last referred to by witness offered in 
evidence and marked “ Edison’s Exhibit, Re- 
cording Telephone Sketch No. 3.” 

Exhibit objected to as irrelevant, immaterial 
and not sufficiently proved. 


Q. 56. Have you any book or other record from 
which you can ascertain definitely when the work was 
started on “ Edison’s Exhibit, Recording Telephone.” 

A. Yes, I find from my order book that the number 
of this job was 1283, and that work was started on 
the machine on May 29, 1902. 
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The order book referred to by the witness is 
offered to counsel for Macdonald for purposes 
of cross-examination. 

Last answer objected to as incompetent. 


Q. 57. In starting work on a machine of this sort 
what is the practice in the Laboratory regarding the 
number of the job; or, in the present case who gave 
this particular machine the job number 1283 ? 

A. [ did; we give every job a number so that the 
workmen working upon it will only have to carry 
a number on their time sheets, and oftentimes do not 
know what they are working upon, because it has only 
a number. 

Q. 58. Please read on the record the entry in your 
order book relating to this particular order. 

A. The entry is as follows: ‘“ 1283. Recording 
telephone. May 29, 1902.” This appears on page 12 


- of my order book. 


Q. 59. Can you produce any notes from Mr. Edison 
relating to phonograph experiments in connection 
with the recording telephone ? 

A. Yes, sir; I produced two of Mr. Edison’s notes 
on that subject. 

Q. 60. Having reference to the shorter of these 
notes, in whose handwriting is it, exclusive of the 
date ? | 

A. Mr. Edison's. 

Q. 61. How long have you been familiar with Mr. 
Edison’s handwriting ? 

A. Since 186). 

Q. 62. Have your ever seen him write ? 

A. Yes, sir. 

Q. 63. In whose handwriting is the date on this 
note ? 

A. My handwriting. 

Q. 64. And what does this date, May, 1902, indicate ? 

A. The month when I received the note. 
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Q. 65. What does Mr. Edison mean in this note by 
the expression ‘‘ Motograph pens ” ? 

A. The motograph. pen is a little pen or metallic 
piece that bears on the chalk that is shown at “7” in 
“ Edison’s Exhibit, Recording Telephone Sketch No. 
a 


The note in Mr. Edison’s handwriting last 
referred to by the witness is offered in evidence 
and marked ‘“‘ Edison Exhibit Note No. 1.” 

Exhibit objected to as irrelevant and imma- 
terial and not sufficiently proved. 


Q. 66. In reference to the second of these notes, in 
whose handwriting is it ? 

A. It is in Mr. Edison’s handwriting, except the 
date, which is my handwriting. 

Q. 67. Does the date, May 1902, on this note in- 
dicate when you received it ? 

A. Yes, sir. 

Q. 68. Can you state generally what this note refers 
to? 

A. This refers to making different kinds of chalk 
cylinders or cylinders of different substances, for the 
motograph. 


The note last referred to by the witness is 
offered in evidence and marked “ Edison’s 
Exhibit, Note No. 2.” 

Exhibit objected to as irrelevant and im* 
material and as not sufficiently proved. 


CROSS-EXAMINATION BY Mr. Massie : 


x-Q. 69. Is it not a fact that you cannot fix the date 
ot these various exhibits except from the dates of the 
notes and memoranda that have been shown you, and 
your books ? 

A. As I have so many experiments on hand the year 
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Q. 65. What does Mr. Edison mean in this note by 
the expression “ Motograph pens” ? 

A. The motograph. pen is «a little pen or metallic 
piece that bears on the chalk that is shown at “7” in 
“ Edison’s Exhibit, Recording Telephone Sketch No. 
3.” 


The note in Mr. Edison’s handwriting last 
referred to by the witness is offered in evidence 
and marked “ Edison Exhibit Note No. 1.” 

Exhibit objected to as irrelevant and imma- 
terial and not sufficiently proved. 


Q. 66. In reference to the second of these notes, in 
whose handwriting is it ? 
_ A. It is in Mr. Edison’s handwriting, except the 
date, which is my handwriting. 

Q. 67. Does the date, May 1902, on this note in- 
dicate when you received it ? 

A. Yes, sir. 

Q. 68. Can you state generally what this note refers 
to? 

A. This refers to making different kinds of chalk 
cylinders or cylinders of different substances, for the 
motograph. 


The note last referred to by the witness is 
offered in evidence and marked ‘“ Edison’s 
Exhibit, Note No. 2.” 

Exhibit objected to as irrelevant and im* 
material and as not sufficiently proved. 


CROSS-EXAMINATION BY Mr. MassIg: 


x-Q. 69. Is it not a fact that you cannot fix the date 
ot these various exhibits except from the dates of the 
notes and memoranda that have been shown you, and 
your books ? 

A. As I have so many experiments on hand the year 
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round, it is utterly impossible to carry any one par- 
ticular date in my mind for that length of time, so that 
I have to rely on sketches and note books. 

x-Q. 70. Have you had anything to do with any ex- 
periments in the Edison Laboratory regarding any 
other recording telephone besides the one referred to 
in these sketches and in your testimony ? 

A. Not under that name, although the Edison Ex- 
bibit “ First Transmitter” and “ First Receiver,” is a 
recording telephone. 

x-Q. 71. Besides these particular exhibits introduced 
in this case, have you had anything to do with any 
other recording telephone in the Edison laboratory ? 

A. Not that I recollect. 

x-Q. 72. I do not understand whether “ Edison’s Ex- 
hibit First Chalk Receiver” has one diaphragm or 
two? 

A. It has one. 

x-Q. 73. What is the purpose of the crank handle on 
this same exhibit ? 

A. For driving the two chalks; rotating the two 
chalks. 

x-Q. 74. Does this exhibit show any device for the 
rotation of the chalk other than by hand ? 

A. No, sir; it does not. 

_x-Q. 75. When you were first asked about “ Edison’s 
Exhibit First Transmitter” and “ Edison’s Exhibit 
First Receiver,’ did you have some uncertainty as to 
which was the transmitter and which device was the 
receiver ? 

A. I bave not very good eyesight and of course could 
not see without inspecting them thoroughly ; I could 
not tell for the moment which was which. 

x-Q. 76. Did you see Mr. Edison make the sketches 
“ Edison’s Exhibit Recording Telephone Sketch No. 
1,” “Edison’s Exhibit Recording Telephone Sketch 
No. 2,” and “ Edison’s Exhibit Recording Telephone 
Sketch No. 3?” 


A. These sketches were vot always made in my 
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presence, but were brought into my room by him, his 
room being the next adjoining room. 

x-Q. 77. When did you see these sketches last before 
to-day ? 

A. I could not state when I did see them last. 


Counsel for Macdonald renews the objections 
to the various exhibits and objects to this entire 
deposition as irrelevant and immaterial. 

(The signature is waived). 


John F. Randolph. 


It is hereby stipulated and agreed between 
counsel that if John F. Randolph were regularly 
called and sworn as a witness on behalf of 
Thomas A. Edison he would testify as follows: 

That he has been employed by Mr. Edison for 
more than 25 years past, during which time he 
had charge of the account books of the Edi- 
son Laboratory; that he bas made extracts 
from the account books showing charges against 
experiment number 1283 and the same is 
herewith presented. That the items charged 
against this experiment commenced in May, 
1902, and ended in December, 1902; that the 
total cost of the work amounted to $462.17. 
That a charge for the first actual mechanical 
work was entered for week ending June 4, 1902, 
amounting to $57.67; for the week ending June 
11, 1902, $54.25; for the week ending June IS, 
1902, $54.38; for the week ending June 25, 
1902, $71.18 ; for the week ending July 2, 1902, 
$26 ; for the week ending July 9, 1902, $11.67 ; 
and for the week ending July 30, 1902, $4.05. 
That after July 30, 1902, no charges were en- 
tered on the book against this work until Octo- 
ber, 1902, when the books showed that W. A. 
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Warren spent a week in experiments on this 
work at a charge of $12 and that for the week 
ending December 13, 1902, Ludwig Ott spent ten 
hours on the work at a cost of $1.50. 

(The statement referred to in the above stipu- 
lated testimony is offered in evidence and 
marked “ Edison’s Exhibit, Book Extracts.”) 

That he has made extracts from the account 
books, showing charges against experiment No. 
1148, referred to in the deposition of Ludwig 
S 4 F. Ott, and the same is herewith presented. 

| “ That the items charged against this experiment 
commenced in July, 1901, and ended in Sep- 
tember, 1901, and that the total cost of the 
work amounted to $187.09; that the abbrevia- 
q tion “Std Phonos less reproducers”’ in said 
= a statement under date of August 29th, 1901, ies 
4 indicates two Standard phonographs, and that 
the abbreviation “ deld 8/3” indicates the de- 
livery of said phonographs by the Edison 
F, Phonograph Works to the Edison Laboratory 
4 on August 3, 1901. 
(The statement last referred to is offered in © 
evidence and marked “ Edison’s Exhibit Ex- 
tracts—Experiment No. 1148.”) 
Counsel for Mazdonald waives the production 
of the books themselves and admits the state- 
- ments in lieu thereof but objects to the same as 
: irrelevant and immaterial and as incompetent to 
prove anything in this interference. 


So ag — 8 ee =e ee on en eS ee ee: 
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Frank L. Dyer. 
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Frank L. Dyer, having been first duly sworn as a 
witness on behalf of Thomas A. Edison, deposes and 
says as follows: 

I am attorney for Mr. Edison in this interference 
and have acted as his ‘attorney in patent matters con- 
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tinuously since 1897. I find that upon referring to 
my personal diary, which I have kept continuously 
since 189%, that on May 9, 1902, I visited the Edison 
Laboratory and there witnessed an experiment by Mr. 
Edison in connection with recording telephones. The 
experiment was conducted in what is called the Gal- 


-vanometer Room of the Laboratory, which is one of 


the outbuildings consisting of along main room and 
two ante-rooms. Mr. Edison was seated at a table in 
one of the ante-rooms and had before him the machine 
introduced herein as ‘“‘ Edison’s Exhibit, Second Chalk 
Receiver,’ which I recognized as an ordinary moto- 
graph. This receiver was connected with a 
transmitting instrument in the main room. 
A pair of ordinary phonograph listening tubes 
were connected with the receiver and upon turning the 
crank the message from the transmitting apparatus 
was received. 

I do not recall so vividly the character of the trans- 
milting instrument, but lam reasonably certain that 
the instrument used was the machine produced herein 
as “ Edison’s Exhibit, First Transmitter.” 


The deposition of the witness is objected to 
as irrelevant and immaterial, and counsel for 
Macdonald particularly objects to the term 
“ ordinary motograph ” as misleading and with- 
out any understanding in the art. 

No cross-examination. 

(Signature waived.) 

In view of imperative engagements of counsel 
for both parties, aud of Mr. Edison, it is stipu- 
lated and agreed that Edison’s time for closing 
his prima facie proofs be extended to Septem- 
ber 15, 1906, other times to be extended ac- 
cordingly. 


Adjourned subject to notice. 
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UNITED STATES PATENT OFFICE. 


Tuomas A. Epison | : ‘ 
aes | Interference 
. No. 25,677. 
Tuomas H. MacDona.p. | 


Epison LABoraTory, OranceE, N. J., 
Tuesday, September 25, 1906. 


Met pursuant to agreement. 


Present— 
Frank L. Dyer, Esq., for Thomas A. Edison. 
C. A. L. Masstg, Esq., for Thomas H. Mac- 
donuld. 


Thomas A. Edisoi. 


Tomas A. Epison being produced on his own behalf 
and first duly sworn, and asked questions by Mr. Dyer, 
deposes as follows: 
(J. 1. State your name, age, residence and occupa- 
tion ? . : ’ 
A. My name is Thomas A. Edison; I am fifty-nine 
years of age und reside at Llewellyn Park, Orange, 
N. J.; by occupation [ am an inventor. 
Q. 2. I call your attention to a piece of experimental . 
apparatus and ask you if you ever saw it before ? 
A. Yes. | 
Q. 3. What is it ? ‘ 
A. This instrument is a phonograph equipped with 
a reproducer und counected to the producer is a tele- 
phone, whereby sounds from the phonograph are trans- 
mitted to the telephoue over the wire. 








Raymond R. Wile 
_, Research Library 


i | 


a. 









T. A. Edison. 97 


Q. 4. What was the purpose of this apparatus ? 
A. It is one of the parts of a system of recording 
telephonic speech and sounds. 


The apparatus referred to by the witness is 
“ Edison’s Exhibit, First Transmitter.” 


Q. 5. I call your attention to another piece of ex- 
perimental apparatus and ask you if you can identify 
the same ? 

A. Yes, it is another part of the same scheme. 

Q. 6. What was this apparatus used for ? 

A. For transmitting the recorded speech over a tele- 
phone. This apparatus is the recording part, for 
recording the telephonic signals on the phonograph. 


The apparatus last referred to by the witness 
is “ Edison’s Exhibit, First Receiver.” 


Q. 7. What commercial use, if any, did you expect 
to make of this apparatus ? : 

A. The endeavor to produce a recording telephone 
arose from the desire on the part of some of the rail- 
road telegraph superintendents to have a system 
whereby they could change over from the telegraph to 
the telephone, but they did not want to change unless 
they had some means of recording all of the conversa- 
tion on the wire and it was from talking with these 
superintendents at one of their conventions that I 
undertook to try to solve the problem. 

Q. 8. How long have you had in mind the combina- 
tion of a telephone with a phonograph so as to make a 
permanent record of a telephonic message ? 

A. A great many years, ever since the invention of 
the phonograph. 

Q. 9. Who experimented as you now remember with 
the two pieces of apparatus “ Edison’s Exhibit, First 
Receiver” and “ Edison’s Exhibit, First Transmit- 
ter”? 

A. Myself and Mr. Ott, I believe. 
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Q. 10. I call your attention to another piece of ap- 
paratus and ask you if you know what it is ? 

A. It is what is known as the electro-motograph, ap- 
plied to a telephone, whereby the telephone is actuated 
by impulses of electricity acting upon a porous cylinder 
in & Manner now, as vet, unknown. 

Q. 11. When did you invent the electro-motograph ? 

A. 1873. 

Q. 12. What was the object of this apparatus ? 

A. The only practical application ever made of this 
discovery was its connection with the receiving tele- 
phone for the purpose of amplifying sound. It was 
called the loud speaking telephone, but never came into 
practical use on account of the fact that it was too 
uncertain, its mode of action being not understood. 

Q. 13. Is this apparatus also known as the chalk 
receiver ? 

A. Yes, it has been ealled that. 

Q. 14. Was the moto-graph or chalk receiver pat- 
ented by you ? 

A. Yes, sir, some time prior to 1880. 

Q. 15..What were the difficulties encountered in 
connection with the chalk receiver or moto-graph to 
which you have referred ? 


A. Uncertainty. Up to the present time I have been — 


unable to produce a dozen cylinders which would give 
the same results, probably due to the fact that the 
cause of the movement produced by the electric wave 
is unknown. | 


The apparatus last referred to by the witness 
is “ Edison’s Exhibit, First Chalk Receiver.” 


Q. 16. I call your attention to another piece of ap- 
paratus and ask if you can identify it ? 

A. It is a chalk receiver for a telephone, one I used 
in 1902 for testing a great many different kinds of chalk 
and other finely divided material, compressed in cyl- 
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‘e of ap- inders, to see if I could not get something having some | 
, degree of constancy. | 
raph, ap- Q. 17. Do you recall when this apparatus was made ? | 
actuated A. Some time in 1902; it might have been a little | 
scylnder earlier, but I think around about that time. 
-ograph ? (The apparatus last referred to by the witness 
is “‘ Edison’s Exhibit, Second Chalk Receiver.’’) | 
is 7 | 
ie of this Q. 18. I show you a note (“ Edison's Exhibit, Note 
ing “tele- No. 1”), and ask you if you can identify the same? 
It was A. This note was written by me. | 
ame into Q. 19. What does it relate to ? | 
was too A. It relates to this experiment of the recording 
tood telephone. 


he chalk 


Q. 20. What was the purpose of the experiments 
referred to in the note ? 
A. These were the pressure foots or electrodes 





Ee 


ver pat- through which the current passed into the chalk 
cylinder. | 
Q. 21. Why did you suggest the use of several dif- | 
tere> in ferent kinds of electrodes ? | 
graph to A. I wanted to see whether the nature of the metal 
: or substance in contact with the chalk had any influ- 
tave been ence upon the result. { 
mld give Q. 22. I show you another sketch (‘‘ Edison Exhibit 
that the Note No. 2"), and ask you if you can identify the 
tric yave same ? ; 
A. Yes, this is my handwriting. ‘ 
Q. 23. What was the purpose of the experiments re- ‘ 
3 witness corded on this note ? d 
iver.” A. To study this phenomena with a view to finding 
ont the cause of the phenomena. 4 
8 of ap- Q. 24. Do you recall what was done with these two 4 
notes or to whom they were handed ? 
ne I used A. To John Ott, the experimental superintendent, i 
sof chalk and I believe most of them were made. : 
| in ecyl- Q. 25. I show you another sketch (‘* Edison's Ex- 
: 
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hibit, Sketch of Chalk Receivers”) and ask you if you 
can identify it ? 

A. Yes, this is one of the sketches, showing one or two 
varieties of hand revolving chalk telephones for use in 
these experiments. 

Q. 26. What relation, if any, was there between this 
sketch and the two model exhibits ‘‘ Edison’s Exhibit, 
First Chalk Receiver ” and ‘“* Edison’s Exhibit, Second 
Chalk Receiver ”? 

A. I think those were rough indications of what I 
wanted, as shown in the two model exhibits. 

Q. 27. I show you a sketch (“ Edison’s Exhibit, Re- 
cording Telephone Sketch No. 1”) and ask you if you 
can identify it ? 

A. Yes; this is a sketch by myself. 

Q. 28. What does it represent ? 

A. It is probably some sketch made in explaining to 
John Ott how to construct the final device which I 
was going to put on the recording telephone. 

Q. 29. I show yor another sketch (“ Edison’s Exhibit, 
Recording‘ Telephone Sketch No. 2”), and ask if you 
can identify it ? 

A. That was another sketch explanatory of how to 
construct the final instrument. 

Q. 30. With regard to this sketch No. 2, are you 
able to describe the apparatus which you expected to 
make by reference to the red letters appearing on the 
sketch ? 

A. Aisthe chalk cylinder; m the recording point; 
z the body holding the diaphragm; g is the shaft 
which gives rotation to the chalk; fis the worm gear; 
dthe worm arm, andca wheel which runs on the 
cylinder connected with the phonograph mandrel; the 
rotation of the cylinder 4 gives motion sufficient to 
turn the chalk cylinder very slowly and at the same 
time the wax cylinder upon the larger part of the 
drum in rotating; 7) is what we call the pen or the 
electrode leading the current into the chalk. 

Q. 31. I show you another sketch (‘“ Edison’s Ex- 
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hibit, Recording Telephone, Sketch No. 3”), and ask 
you if you can identify it? 

A. This is a part of the apparatus, 7 being the chalk, 
2 the pen or electrode which is connected to the two 
diaphragms g and); fis the recording mechanism. 

Q. 32. Did you make this last sketch ? 

A. Yes, sir. 

Q. 33. Did you ever build an apparatus in accord- 
ance with recording telephone sketches, Nos. 1, 2 
and 3? 

A. Yes. 

(). 34. What was done with these three sketches ? 

A. I gave them to John Ott. 

Q@. 35. What did he do? 

A. He constructed the machine. 

Q. 36. I call your attention to a piece of apparatus 
before you and ask you if you can identify it ? 

A. Yes, sir; that is the complete machine, the re- 
cording telephone. 


(Witness refers to ‘‘ Edison’s Exhibit Record- 
ing Telephone.”) 2 


Q. 37. That machine then was constructed after the 
three sketches ? 

A. Yes, sir. 

Q. 38. Do yon remember when this machine was 
bailt ? | 

A. 1902. 

Q. 39. What, if anything, was done with the machine 
after it was finished ? 

A. Just tested to see whether the mechanism was all 
right. 

Q. 40. What kind of a test did you make of it ? 

A. Just ran it back and forward. 

Q. 41. Did you tind that it operated satisfactorily ? 

A. Yes; it operated all right. 

Q. 42. What then was done with it? 

A. It was set aside. 
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Q. 43. For what purpose was it set aside? 

A. So that I could continue the experiments with 
the chalk to produce a commercial application of the 
motograph principle to the apparatus. 

Q. 44. Your application for a patent on this appa- 
ratus was not filed until September 15,1905; why did 
you wait so long before applying for a patent after 
completing the machine? 

A. Because I thought I had applied for a patent. L 
remember writing out the specifications, and I believe 
I sent them to New York, but somehow, by change 
of patent lawyers and such, I found it was never filed. 

Q. 45. What change, if any, did you make in your 
patent lawyers ? 

A. I made change from the firm of Dyer & Dyer to 
Mr. Frank L. Dyer, who came to the laboratory and 
opened an office in April, 1903. 

Q. 46. When I called your attention to the fact that 
an application had not been filed on this machine what 
was done? . 

A. I insisted that it was, and I believe a search was 
made over in New York to find out. 

_Q. 47. Was the application then filed ? 

A. It was then immediately filed, when no record 
could be found of the previous filing. 

Q. 48. With reference to the exhibit ‘‘ Recording 
Telephone,” after it was constructed and operated as 
you have said, why was not the invention pushed com- 
mercially ? 

A. Because one of the necessary parts of the tele- 
phone, to wit, the chalk, conld not be got to give even 
results sufficient to make it a commercial success on a 
railroad telephone line and it was necessary to go into 
a great deal of experimenting to produce a reliable 
chalk and such experiments have been continued for 
many years and are still being madenow. If the cause 
of this phenomena could be ascertained there would 
probably be no trouble in producing a reliable chalk 
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cylinder, but so far I have been unable to find out the 
cause or to produce an even result. 

Q. 49. That is to say, as I understand it, some of 
the chalk cylinders work satisfactorily and others do 
not ? 

A. Yes, although made exactly the same as far as we 
know. 

Q. 50. When was this machine operated ; as soon as 
it was built or later ? 

A. As soon as it was built. 


Cross-EXAMINATION BY Mr. MASsIE : 


x-Q. 51. How do you identify these two exhibits, 
** Edison’s Exhibit, First Transmitter ” and ‘‘ Edison's 
Exhibit, First Receiver ” ? 

A. By seeing them around the laboratory and know- 
ing of their construction. 

x-Q. 52. The same answer will apply to the other 
physical exhibits; you identify them in the same 
way ? 

A. L identify them by knowing of their construction 
and operation, and long experimentation. 

x-Q. 53. Mr. Frank L. Dyer, your present attorney 
was a member of the firm of Dyer & Dyer, your former 
attorneys ? 


A. Yes, sir. 


(Signature and certificate waived.) 





Frederick P. Ott. 


FREDERICK P. OTT, a witness produced on behalf of 
Thomas A. Edison, being first duly sworn and asked 
questions by Mr. Dyer, testified as follows: ~~ 
_ Q. 1. State your name, age, residence and occupation ? 

A. My name is Frederick P. Ott, I am forty-six 
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34 F. P. Ott. 
years old, and reside at 54 Valley Road, West Orange, 
N. J. My occupation is experimenting. ° . 
Q. 2. You are employed by Mr. Edison, are you not ? 
A. Yes, sir. 
S (). 3. How long have you been connected with Mr. 
Edison ? ; 
A. About twenty-three years, 
w. 4. What are your duties, generally speaking ? 
A. To assist him in any work he may take up or in 
| any of his experiments. | 
w : . Q. 5. Did you assist Mr. Edison in connection with 
experiments on recording telephones ? 
A. I did. 


Q. 6. I call your attention to a piece of apparatus 
(“ Edison’s Exhibit First Receiver”) and ask you if 
you ever saw it before ? : 
~ 4 A. Yes. 

/ Q. 7. What was the purpose of this apparatus ? 
A. For telegraph work to take the place of the tele- 
graph for messages ; signals. 
2 Q. 8. What was this particular piece of apparatus 
4 | for ? 


“ A. That was for doing the recording ; that one ; the 
| recording of telephone messages. 
Q. 9. On what are the records made ? 
3 A. On a wax record like an ordinary phonograph. 
Q. 10. I call your attention to a second piece of ap- 
= paratus (“ Edison’s Exhibit, First Transmitter ”) and R . 
; i ask you if you ever saw it before ? 
7 A. Yes. 
| Q. 11. What is that apparatus ? 
A. That is the transmitter that sends the message. . : 
Q. 12. What was the purpose of his transmitter ? 
S A. We put a phonograph record on the mandrel and 
the record operated the telephone transmitter so as to 
send a message over the line. 
Q. 13. Did you ever operate these two pieces of ap- 
paratus together ? 
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A. I never operated them together, but I operated 
the transmitter. 

Q. 14. How did you operate this transmitter alone ? 

A. In connection with the chalk receiver. 

Q. 15. Do you remember when these two pieces of 
apparatus were built ? 

A. I cannot recall the exact date, but it was a long 
time ago. 

Q. 16. Do you recall ever seeing Ludwig Ott ever 
experimenting with this apparatus ? 

A. Yes, he helped us out on it. 

Q. 17. Was Ludwig Ott any relation of yours? 

A. Yes, he is my nephew. 

Q. 18. I call your attention to another piece of ap- 
paratus (“Edison’s Exhibit, First Chalk Receiver’’) 
and ask you if you ever saw that before ? 

A. Yes. 

Q. 19. What is it? 

A. The same as the other one, only we put two 
rollers on it. We never operated that, because we 
were working at that time on the chalk rollers to get 
better results; they were stuck on the chalk ; they did 
not stand up as they should. 

Q. 20. When you speak of “the other one” which 
apparatus do you mean ? 

A. That one (referring to “ Edison’s Exhibit, Second 
Chalk Receiver ”). 

Q. 21. Did you operate the second chalk receiver ? 

A. Yes, sir. 

Q. 22. This is a piece of apparatus, as I understand 
it, that you operated in connection with ‘“ Edison's 
Exhibit, first Trausmitter ” ? 

A. Yes, sir. 

Q. 23. What is this apparatus known as ? 

A. The loud-speaking telephone. 

Q. 24. Were you familiar with the loud-speaking 
telephone before these experiments ? 

A. Yes, sir, 
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@. 25. Was it one of Mr. Edison’s well-known inven- 
tions ? ° ° 

A. Yes, sir. 

Q. 26. Do you recall whether it is sometimes re- 
ferred to as the motograph ? 

A. Yes, sir; it is sometimes referred to as the 
motograph and also as the chalk receiver. 

Q. 27. Do you remember when these two chalk re- 
celvers were made? [ have reference to “ Edison's 
Exhibit, First Chalk Receiver” and “ Edison’s Exhibit, 
Second Chalk Receiver.” 

A. Somewhere around 1902. 

Q. 28. Were they constructed before or after ‘“ Edi- ' 
son’s Exhibit, First Receiver” and “ Edison's Ex- 
hibit, First Transmitter ” ? 

» A. That was made first (pointing to ‘‘ Hdison’s Ex- 
S 2 | hibit, Second Chalk Receiver ’’). 

| (). 29. This chalk receiver was made before the ex- 
hibits “ First Transmitter” and “ First Receiver ” ? 

A. Yes, sir. 

Q. 30. What is the purpose of a chalk receiver or 
motograph ; to modify or amplify the sounds ? 








as A. To amplify the sounds. F 
Q. 31. To what extent would the sounds be am- 
plified ? 
A. Oh, a great deal louder than the ordinary tele- 
phone. | 
_ Q. 32. I show you a note (Edison’s Exhibit, Sketch , ‘ 
Ms of Chalk Receivers), and ask you if you ever saw it 
before ? 
A. Yes, sir, I did. 
Q. 33. Do you recognize the handwriting ? : 
A. Ido. 
(J. 34. Whose handwriting is it ? 
sy A. Mr. Edison’s. 
Q. 35. Do you know when this sketch was made ? 
A. It was made in 1902. 
Q. 36. Do you know the purpose of this sketch; 
why was this sketch made ? 
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inven- A. In connection with the telegraph message ; and 
also to instruct John Ott in reference to the construc- 
tion of it. 
eS re- 
y & Last answer objected to as incompetent. 
as. the 
Q. 37. I show you another note (‘ Edison’s Exhibit 
wk re- Note No. 1”) and ask you if you ever saw it before ? 
lison's A. Yes. 
ixhibit, Q.. 38. In whose handwriting is that ? 
~ A. Mr. Edison’s. 
Q. 39. Do you know what it relates to? 
“ Edi- A. It relates to the same thing; he used these dif- 
’s Ex- ferent metals for pens for the motograph. 
Q. 40. I show you another note ( Edison’s Exhibit 
i's Ex- Note No. 2”) and ask youif you ever saw that note 
~ before ? 
ihe ex- A. Yes, sir, I did. 
sa Q. 41. Whose handwriting is that? 
A. That is Mr. Edison’s. 
.vér Or Q. 42. What does this note relate to? 
* A. It relates to different compounds for chalk 
: rollers. 
ye am- Q. 43. Did you make experiments in the. chalk 
rollers ? 
y tele- A. Yes, sir. 
Q. 44. How many experiments did you make ? 
Ske*ch -A. Oh, we must have made four or five hundred of 
saw it them with different compounds. 
Q. 45. What was the purpose of these experiments ? 
A. To get a chalk which would be more suitable 
than the present one. 
Q. 46. Are you still working on experiments in 
= chalk ? 
A. Yes, sir, off and on. 
le ? Q. 47. Have you yet succeeded in finding a per- 
fectly uniform material ? 
ketch ; A. Not yet, no. 
Q. 48. Do I understand from you that in the case of 
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chalk for the chalk telephone, all chalks are ineffective 
or only some clialks ? 

A. Most of them are ineffective. 

Q. 49. What about the others. 

A. Some of them are fair, but they do not seem to 
be constant; they do not stand up. 

Q. 50. That is, with the same material you get dif- 
ferent results. 

A. You. 

Q. 51. I show youa sketch (“ Edison’s Exhibit, Re- 
cording Telephone Sketch No. 1”) and ask you if you 
ever suw that before ? 

A. Yes. 

Q. 52. Who made this sketch ? 

A. Mr. Edison. | 

Q. 58. Do you know when it was that you first saw 
it ? 

A. When I first saw it was down in John Ott’s room 
in 1902. . 

Q. 54. Do you know why John Ott had this sketch ? 

A. To build the machine from. 

Q. 55. Can you describe the machine which the 
sketch is designed to represent from the letters of 
reference on it? 

A. Yes. 

Q. 56. Will you do so? 

A. That is the machine over there (indicating), 

Q. 57. But can you refer to the letters and say what 
they represent ? 

A. a is the cylinder and 4 is the drum to rotate the 
chalk roller; ¢ is the roller. 

Q. 58. The chalk roller ? 

A. No, the rubber roller, rotated by the drum; and 
dis the worm shaft which is operated by the small 
friction wheel, and e is the small wheel that is turned 
by the worm; 7 is the shaft turned by the worm wheel, 
g is the chalk roller and / is the pen or electrode ; 7 is 
the diaphragm connected to the pen. 

Q. 59. I show you a sketch (“ Edison’s Exhibit, Re- 
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cording Telephone Sketch No. 2”) and ask you if you 
ever saw that before ? 

. Yes, sir. 

. 60. Do you know who made the sketch ? 

Mr. Edison. 

. 61. When did you tirst see this ? 

. In 1902, in John Ott’s room. 

. 62. What was the purpose of this sketch ? 

. The same as the other. 

Q. 63. Can you describe the machine that this sketch 
is designed to illustrate ? 

A. ais the drum or mandrel carrying the blank 
cylinder; 4 is the drum rotating with the mandrel 
driving the rubber wheel ¢ which drives the shaft d 
and then it drives the worm é and the worm wheel /, 
which rotates the shaft g carrying the chalk roller A; i 
is the diaphragm connected by the electrode 7 which 
bears on the chalk roller; # is the arm supporting the 
shaft gy, and mm is the recorder which makes the record 
in the wax. 

Q. 64. I show you a third sketch (‘‘ Edison’s Exhibit, 
Recording Telephone Sketch No.3”) and ask you if 
you ever saw that before ? 

A. Yes, sir. 

Q. 65. When did you see it and where ? 

A. In John Ott’s room in 1902. 

. 66. Who made this sketch ? 

A. Mr. Edison. 

Q. 67. Can you describe the device illustrated by 
this sketch ? 

A. ais the frame of the recorder, 4 is the lower dia- 
phragm, ¢ is the floating weight, 7 is the small lever 
connected to the lower diaphragm by the link e and 
carrying the recorder stylus 7 at the other end; g is 
the upper diaphragm which vibrates the lower dia- 
phragm by the air cushion between them. The upper 
diaphragm is connected with the electrode or pen A 
which carries the little button 7 bearing on the chalk 
roller j. 
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Q. 68. Do you remember whether a machine was 
built to exemplify the device illustrated by these three 
sketches to which you have just testified ? 

A. Yes. 

Q. 69. Will you please point out the machine, if you 
find it present ? 

A. There it is over there. (Witness refers to “ Edi- 
son’s Exhibit, Recording Telephone.”) 

Q. 70. Did you witness the construction of this ma- 
chine ? 

A. Yes, sir; I did. 

Q. 71. Where was this machine built? 

A. In the Laboratory on the second floor. 

Q. 72. What were you doing at the time? 

A. Working on the chalk rollers. 

(). 73. How often did ‘you have occasion to witness 
the construction of this machine ? 

A. Oh, I would go in there once a day to see its pro- 
gress. 

(). 74. How long was the machine under construc- 
tion ? 

A. Oh, we worked on it for a month, I guess. 

Q. 75. Is the machine vew throughout or simply an 
old oh ge cil remodeled ? 

. It is an old phonograph remodeled. 

6 76. Do you recall who worked on the machine? 

A. No, nothing more than it was being built under 
the supervision of Mr. John Ott. 

Q. 77. Do you recall whether this machine was 
built during the time or after the experiments were 
made in transmitting messages from the apparatus 
“ Edison’s Exhibit, First Transmitter” to the re- 
ceiver, ‘“‘ Edison's Exhibit, First Receiver” ? 

A. After the chalk receiver was built work was com- 
menced on the recording telephone. 

Q. 78. After Edison’s Exhibit Recording Telephone 
was constructed, what was done with it ? é 

A. Turned over to me and we took it down to the 
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Galvanometer Room and ran it and tested it, and as 
far as the machine went it was all right. 

Q. 79. How did you operate this machine, by hand 
or by the electric motor in it? 

A. By the electric motor in it. 

Q. 80. How long did you operate it ? 

A. We ran it for about fifteen or twenty minutes to 
see everything ran all right. 

(). 81. How did it work ? 

A. Everything worked all right. 

Q. 82. Did you operate it long enough to cause the 
carriage to travel one or more times across the man- 
drel ? 

A. Oh, yes, sir. 

Q. 83. Did you find during this operation that the 
chalk wheel was turned properly ? 

A. Yes, sir. 

Q. 84. The record books of the laboratory (Edison's 
Exhibit Book Extracts) show that you were employed 
in connection with experiment number 1283 entitled 
“ Recording Telephone” from June 4, 1902, until June 
30, 1902. Are you able to state whether the machine 
“ Edison’s Exhibit, Recording Telephone” was con- 
structed during that period ? 

A. It was. 

Q. 85. That is to say during the time you were 
working on the chalk-rollers this machine (Edison’s 
Exhibit, Recording Telephone) was built and finished ? 

A. Yes, sir. 

Q). 86. Was it operated during this time or after- 
wards ? 

A. It was operated during the time we were work- 
ing ov the chalk rollers ? 

- Q. 87. Since the construction of this machine have 
you been able to give your time continuously to ex- 
periments on the chalk rollers ? 

A. Not continuously, no. 

Q. 88. What have you been working on principally ? 
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A. The storage battery, lately. 

Q. 89. How many experiments have you and Mr. 
Edison made on storage batteries during the past four 
years ? 

A. It would be close to 5,000 or something in that 
neighborhood ; our record books would show it. 


CroOSS-EXAMINATION BY Mr. Massie: 


x-Q. 90. How do you know that the sketch of re- 
cording telephone ‘‘ No. 1” was made by Mr. Edison ? 

A. Because I know his sketches and am familiar with 
his handwriting ; I could tell his sketches out of a 
thousand. 

-x-Q. 91. I would ask the same question about Edi- 
son’s Exhibit, Recording Telephone, sketches No. 2 
and No. 3; how do you know they were made by Mr. 
Edison ? : 

A. I have handled so many of them and am so 
familiar with them that I know his sketches the mo- 
ment I see them and I could tell whether it was made 
by him or not. 

x-Q. 92. Do you notice any handwriting of Mr. 
Edison’s on either of these two sketches ? 

A. No, not on them. 

x-Q. 93. How do you know that these sketches were 
made in 1902 ? 

A. Because we were working on that at the time 
and I was in my brother's room working on the chalk 
rollers and getting information in there when these 
sketches were handed to him. 

x-Q. 94. How do you fix the date as being 1902 ? 

A. Because I was working on that (indicating “ Edi- 
son’s Exhibit, Second Chalk Keceiver”’) at the same 
time. 

x-Q. 95. How do you know it was in 1902 that you 
were working on “ Edison’s Exhibit, Second Chalk 
Receiver ?” 


A. Because we had them connected together, work- 
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ing them ; as fast as we could make the chalks we 
would put them in and test them. 

x-Q. 96. The questionis: ‘“‘ How do you know it was 
in 1902 that you were working on that thing?” 

A. By making the rollers, chalk rollers, for it; I 
was pressing the chalk put in the mold, molding the 
chalk. 

x-Q. 97. How do you know that it was in the year 
1902 that you were molding the chalk; as I under- 
stand your testimony you fix the date of the sketches 
because at that time you were working on the ap- 
paratus and you fix the date of the apparatus because 
at that time you were molding the chalk ; but how do 
you know that all of this was in 1902 ? 

A. By the time I worked on it. 

x-(). 98. When you operated or tested ‘ Edison’s 
Exhibit, Recording Telephone,” was there a sound rec- 
ord on the mandrel ? 

A. No. 

x-Q. 99. Have you ever worked upon or do you 
know anything of any other recording telephone that 
Mr. Edison has produced except this particular ex- 
hibit ? 

A. No, I cannot say that I do. 


RE-DIRECT EXAMINATION : 


Re-d. Q. 100. Did you ever see Mr. Edison make 
pencil sketches ? 

A. Yes, sir. 

Re-d. Q. 101. Do you entertain any doubt at all that 
the three sketches, Edison’s Exhibit. Recording Tele- 
phone Sketches 1, 2 and 3, respectively, were made by 
him ? 

A. They were made by him and I will vouch for it. 
We used to work twenty-one hours out of twenty-four 
making sketches and making things and I ought to be 
pretty familiar with them, I think. 


Signature and certificate waived. 
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Counsel for Edison in order to show the 
public knowledge of the construction and opera- 
tion of the motograph or chalk receiver offers 
in evidence a copy of Edison’s patent number 
221,957 dated November 25, 1879, and the same 
is marked ‘ Edison’s Exhibit, Chalk Receiver 
Patent.” 

Counsel for Macdonald objects to the exhibits 
as incompetent for the purposes stated, and as 
irrelevant and immaterial. 


William A. Warren. 


Witiram A. WaRREN, a witness produced on behalf 
of Thomas A. Edison, having been first duly sworn, in 
answer to questions propounded by Mr. Dyer, testified 
as follows : 

Q. 1. Please give your name, age, residence and oc- 
cupation. 

A. My age is twenty-six; I reside at 2 University 
Place, Orange, N. J.; and my occupation is that of a 
manufacturer of electrical measuring instruments. 

Q. 2. Are you familiar with mechanical and electri- 
cal subjects ? 

A. Yes. 

Q. 3. State briefly what your education was in these 
subjects ? 

A. I spent four years in Columbia University from 
the fall of 1898 to the spring of 1902 in the electrical 
engineering course aud during that time experimented, 
outside of the course, on various schemes of my own, 
both mechanical and electrical. In the spring of 1902, 
I was employed by Mr. Edison as an experimenter and 
on electric furnace work and later on on automobile 
work and then went to the Edison Portland Cement 


Company as electrical engineer and was there for two. 
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show the months, and until] about September Ist, when I re- 
nd opera- turned to the laboratory. 
ver offers Q. 4. What were your duties at the works of the 
t nexmber Edison Portland Cement Company ? 
the same A. Electrical engineer, devising new schemes for the 

Receiver application of electricity at the works. 


e exhibits 


Q. 5. You say you came back to the laboratory 
about the ist of September, 1902. How long did you 


»d, and as remain there ? 
. A. Until sometime the next spring. 
Q. 6. What did you then do? 
A. I went back to the Edison Portland Cement 
works as consulting engineer. 
Q. 7. When you came back to the laboratory about 
the first of September, 1902, did you have occasion to 
w make any experiments on recording telephones ? 
on behalf A. Yes, I worked at trying to produce a more sensi- 
sworn, in tive transmitter than was on the market at that time, 
, testified trying to make an improved transmitter. 
Q. 8. How long did you continue on that work ? 
e and oc- A. On that and other work that [ carried on at the 
a. same time, for about two months. 
Tniversity Q. 9. L call your attention to a piece of apparatus 
that of a (“ Edison’s Exhibit, Recording Telephone ”) and ask if 
ants, you ever saw this machine ? 


id electri- 


A. I did, yes; Mr. Edison had that machine built 
during either September or October, 1902, at least 


wo then is when I first saw it. 

8 in these Q. 10. Was that machine completed at that time ? 
A. Yes, sir. 

‘sity from Q. 11. In the same form as it is now ? 

electrical A. Yes, sir. 

rimented, Q. 12. Did you ever see the machine operated ? 

f my own, A. No. 

x of 1902, Q. 13. Did you ever examine this machine from the 

enter and standpoint of an electrical engineer ? 

atomobile A. Yes, sir. 


d Cement 


a ; 
re (or two. 





Q. 14. Is this machine iu your opinion an operative 


machine ? 
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A. Yes, sir. 

Q. 15. Are you familiar with the construction and 
operation of the chalk receiver ? 

A. Yes, sir. 

Q. 16. Have you ever operated the chalk receiver ? 

A. Yes. 

. 17. If the machine before us is of such mechani- 
cal construction that on the turning of the mandrel 
the chalk receiver will slowly rotate, do you entertain 
any doubt if vibrations corresponding to sound waves 
are received at the electrode of the chalk receiver, the 
vibration set up and communicated thus to the record- 


ing stylus would be recorded on the phonograph 
blank ? 3 


Question objected to as without sufficient 
foundation. 


_ A. No, there could be no doubt about it. 
CROSS-EXAMINATION BY Mr. Massie: 


x-Q. 18. Is it your understanding that the exhibit 
concerning which you have testified, “‘ Edison’s Exhibit, 
Recording Telephone,” is at present in such condition 
that if connected with telephone wires in circuit and 
having a blank cylinder on the mandrel, you could 
thereby record a record on that cylinder ? 

A. (Witness examines the machine carefully). Yes. 


Signature and certificate waived. 


Adjourned until a day to be agreed upon. 
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OranGE, N. J., October 1, 1906. 


Met pursuant to agreement. 
Present—Couusel as before. 
Frank L. Dyer. 


Frank L. Dyer, having already been duly sworn as 
a witness on behalf of Mr. Edison, testifies as follows: 

I have already testified as a witness in this case, but 
I wish at this time to corroborate a statement made by 
Mr. Edison in his deposition. Shortly before the Edi- 
son application was filed, and certainly not earlier 
than September 1, 1905, I observed in the Galvano- 
meter Room of the Edison Laboratory, the piece of 
apparatus which has been introduced herein as ‘“ Edi- 
son’s Exhibit, Recording Telephone.” In the Galvano- 
meter Room were a large number of experimental and 
commercial apparatus, representing part of Mr. Edi- 
son’s work as an inventor. The exhibit in question 
was then in the same condition as it is now, and so far 
as I could see, it appeared to be completely finished 
aud a perfect piece of apparatus. I called Mr. Edison’s 
attention to the exhibit and asked him what it was, 
and he informed me that it was a recording telephone 
for the purpose of recording telephone messages on a 
phonograph and that the invention was to be used in 
connection with railroad signaling. I usked him why 
he had not filed an application for a patent on the 
device and replied that he had. Linformed him that 
no application has been filed to my knowledge, nor 
had I ever heard of the apparatus before, but he in- 
sisted that he was right, and that the records in my 
office in New York would disclose the fact. I there- 
upon had a search made through the records of my 
New York firm, Messrs. Dyer & Dyer, 31 Nassau 
street, but rothing was found to substantiate Mr. 
Edison's belief. Mr. Edison explains his failure to file 
the application to the possible fact that iu changing 
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48 F, L. Dyer. 





his attorneys, the matter may have been overlooked. I 
came to the Laboratory to take charge of Mr. Edison's 
work on April 1, 1903. Forsome months prior to that 
time Mr. Edison had repeatedly urged me to take 
charge of his work personally, as he was dissatisfied 
with having the work done in New York, and I finally 
consented to do so. 


The deposition of the witness is objected to 
as irrelevant and immaterial. 

No cross-examination. 

Signature and certificate waived. 
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Examiner's Certificate. 49 


Se 


StaTE OF NEw JERSEY, ? sis: 

County of Essex, 5° 

I, Herspert W. KyiGut, a Master and Examiner in 
Chancery in and for the State of New Jersey, and 
Special Examiner by consent herein, do hereby certify 
that the foregoing depositions of Ludwig F. Ott, John 
F. Ott, Frank L. Dyer (2), Thomas A. Edison, Fred’k 
P. Ott and William A. Warren, were taken on behalf 
of Thomas A. Edison in pursuance of the notice hereto 
annexed betore me at the Edison Laboratory, West 
Orange, New Jersey, on the 24th day of July, 1906; on 
the 25th day of September, 1906, and on the Ist day of 
October, 1906; that each of said witnesses was by me 
duly sworn before the commencement of his testimony ; 
that the testimony of each of said witnesses was taken 
stenographically by me by consent of counsel for both 
parties and was then transcribed by me on the type- 
writer, and that the opposing party was represented by 
C. A. L. Massie, Esq.; that said testimony was taken 
at West Orange, New Jersey, and was commenced at 
10:30 A. M. on the 24th day of July, 1906; was con- 
tinued on the 25th day of September, 1906, and was 
concluded on the Ist day of October, 1906; that I am 
not connected by blood or marriage with either of said 
parties, nor interested directly or indirectly in the mat- 
ter in controversy. 

IN TESTIMONY WHEREOF I have hereunto set my hand 
at Newark, New Jersey, this eighth day of October, 
1906. 

Hersert W. KnIGurt, 
Master and Examiner in Chancery. 
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50 Exhibits. 
> ~ 
J Edison's Exhibit Book Extracts. ? ~ 
: RECORDING TELEPHONE. 
, 8. O. No. 1283 ‘ % 
su May 1902 ; 
Invoice Mercé and Co.—May 6, 
1902 
8 Ozs Bismuth hydrate pure........ .170z .51 
l Bottle ie a ES 06 
3 Ozs Bismuth Oxaints scumievaauenene 2502 «75 
7 : | eo ee .06 
= F 4 1b Bismuth Sub carbonste.. -1.701b 85 
3 1 FE ORE 6 esis eeeins anen connnenssusaesia 07 
+ lb Bismuth Oxyoliloride: -1.70lb  .85 
| 1 Bottle...... TNeaNEMRANTeGES . Gaeta OT 
a 1 lb Calcium carbonate precip 1 
ia carton inc.. ese Shiue? Seewacager 09 
| $ lb Calcium Oxalste:. i ee | oe 
‘7? . L Bb Gis seensnsesse eaiencemscoes 07 
ye 1 Oz Cerium carbonate...... ..... .. 45 
i BVA ex senisincsineeraxenvecesenaseszeens 04 
8 Ozs Cerium oxalate pure (1 car- 
: | ON (NG) crcsiosisi . 0402 .12 
a 3 Ibs Magacalan carbounte powd. 15 lb .45 
< “7 ° Spor Weiss: vicar 53 
- e 3 Ozs. Magnesium fluoride......... .200z 8.90 - 
R: Botleaiscs ,0sc. apesecresaniess aise 06 
1 lb. Zine Gacbonaie.p precip......... 18 
1 Bottle... aris RAH ROPER CHAN 12 
+ lb Zine Oxalate... 8 Haag STS a7 
1 Bottle... i ski 07 
4 lb Alaninnni n hydrate ute. -50 25 
—— 1 Bottle... 07 ‘ i 
i 1 lb Aluminum hydvats ‘ti 
a | Cone) sissasiaaawii wees -20 
; h: BOG is ccccscasissiczeiw aseenzvtaeas 10 
ae ¢ lb Animal charcoal et moist. 80 1b .15 =" 
l Botule fiir aoc .O7 
2 Ozs Sodium aranste yiwReecen saewee .800z §.60 
P 1 Bottle........-.... pieses 05 
= “a + lb Barium Cxalate’ seire; . .201b  .10 
1 Bottle... oem es -O7 
2 lb. Barium Sulphide pure owd. 45 Ib  .90 
D WOT Gy isicicccncans, Revs acer 10 
1 1b Mereury ¢ chloride sub, . L@lb  .63 
1 Bottle... pewensekin He sewatand .05 
i 
—_ 
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May 1902 
” + Ib. seer Chloride precip. 
WEL PIO i iiincs sox sessvn: eves -1.251b  .62 
1 Bottle... a eibesa's npavwaeiegapen 05 
| + lb Strontium. Co aaa 20 lb  .15 
ee 1 Bottle... .......-+ ara 07 
> } 1b Strontium phosphate. sees ae 1.00 Ib .25 
1 Bottle... aie = .06 
1 lb Strontium earhonate’n pracin:. .20 
LT Botlesesa sasiercc. # eaemnade .09 
a 3 Oz Cadmium carne wae 2000 8-15 
~ | 1 Bottle... iS See aes .06 
- 4 3 Oz Gadmtum EREEIRIA serccessorneus .200z °.60 
q RSE pccncianenaoveneunnnasiccnucion .06 
& —— 18.32 
4 From Petty Cash May 28, 1902 
May 28-02 1 Silver dollar to F. Ott as per 
request of Mr. Edison ............ 1.00 
: 4 1.00 
- “ From Stock Account | 
a May 24, Lib 2” Brass: Rod sscissiccecicswcsssees .26 
3 —  .-86 
a June 1902 
4 Invoices from Edison Phonograph 
ag Works 
- eS “9 02 +$%,5 Besemer rod................  -O1 
” 3 3 1b 75% C. R. eee at poe 
’ .04 
“18 ~~ Silver plate 52 small pieces Labor oO 
* 3 ae mee : | Mads “ 44 
eee 83 
Invoice Gaunt and Janvier 
June 9 No. 109 2 doz. Cakes Soap Size 1.. 3.92 
—— B98 
. LInooice National bneiiaitael Co. 
June 4 12 Mica Dia... Hives “BOO 
80%... +oeeee FREES geese Te ee 1.20 
“a —-___ 1.20 
Petty Cash Ue 
© June 25 6 Came! Hair Brushes at .05........  .30 
th Car Fare after brushes ................ .10 
ai 40 
— 40 
From Stock Account 
Juve 7 #102 ;#1, Sheet Aluminum........... .17 
‘* 19 zy" Flat Bastd file.........-... a | BI 
“ 91  41b § Rd Tool Steel... ...... 2.08 
-—— 46 
= — 46 
. 
al 
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&é | 52 Exhibits. 
. Invoice United States Express Co. 
’ June 10 Express on soap from Gaunt & 
4 . PORT Se Ciiaas cedaceum waanesasoansandue 25 
Pay Roll week ending June 4, 
se 1902 
Bs Ps Oe one: week iiicsiiiccics acssn 35.00 
John FP: Ott: 4 dayeesisessisscccsccsscccses 16.67 
Arthur Estler 20 hours at 30..... ..... 6.00 
——- 57.67 
Pay Roll week ending June 11- 
- | 1902 
" , F. P. Ott one week..................... 85.00 
; : eG Ke | re 4.17 
Eugene Fuchsburger 2 hours 22b$c. . 45 
Arthur Estler 45 ‘* 82khe.. 14.63 
54.25 
Pay Roll weet ending June 18- 
, 1902 
w a F. P. Ott one week ...........ssseve. +e 85.00 
4 J.J. Richter 4 hours at .80......... 1.20 
A.S. Barnes 1 ‘* “ .30......... .30 
P Arthur Estler 55  ‘* ** .824........ 17.88 
a Pay Roli week ending June 25- 
+ a 1902 
~ c Bis CRG C6 WOOK nc conecnczendaneseseens 35.00 
| J.J. Richter 61 hours at .30......... 18.30 
Arthur Estler 55 ‘* ** .824........ 17.88 71.18 
July 1902 
Invoice Edison Phonograph Works 
Se: Silver Plate 37 small pieces. Labor 
is SE TERN wcsrsscesnpercnveseus veins .25 
lw ee + Ib. .025 Sheet Brass .19........ uke .10 
“Ga —-_«.B5 
Pay Roll week ending July 2, 1902 
J.J. Richter 39 hours—.30. .......... 11.70 
Arthur Estler 44 ** -32$... -..0. 14.30 
26.00 
' Puy Roll week ending July 9-1902 
~ = . F. P. Ott 2: days 5.88) .......000.. score 11.67 
: Pay Roll weck ending July 23, 
13902 
Louis Ott 5 hours .15....... 2.22.0. --s000 -75 
Pay Roll week ending July 30- 
1902 
Louis F. Ott 27 hours .15 , Time 
- sheet dated June 25-1902............ 4.05 





2 e 
25 
< a 
237.48 
“ a 
-35 
e ca 
42.47 
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October 1902 
Pay Roll week ending Oct. 8, 1902 
W. A. Warren 1 week...... ........... 12.00 
— 132.00 
December 1902 
Louis F. Ott week ican Dec. 17, 
02-10 hrs. a een enema 15 1.50 
— 1.50 
General Expenses..........0.-secsencseees 146.73 





$462.17 








Edison’s Exhibit Extracts Experiment 
No. 1148. 


RAILWAY TELEPHONE EXPERIMENT FOR BLOCK 
SIGNALS. 


5S. O. No. 1148. 





July 1901 
J. F. Ott, July 29, 1901—1 Day............. $4.16 
Louis F. Ott 
July 27—5 hours Risin 29—5 hours— 
Total hrs. 15 . WMiwwsie oe «6h 
5.66 
August 1901 
Invoice Edison Mfg. Co. 
‘“ 28 8 Z. Cells Complete $16.00 Less 40%..... 9.60 
Invoice Edison Phonograph 
Works 


Aug. 18 12 ft No. 18 Cord .04}c. Yd........ 18 
« 29 28td. Phonos. less reproducers 


4.60) Deld ..... Leniadiumevetcie. ‘20cm 
2 Excelsior Slot Cabinets 4.10) 
8/3 .. siete) shane iiveneveciieads «© GOO | 
—_— 117.58 
Invoices Manhattan Electrical 
Supply Co. 


“« 16 2No. 18 Desk Telephones for 
Magnet 6.00... sccvss esse wise. 12.00 
$ Fuller Standard Teld hateys 
Comp. .75.. seexesisesperses | | AGOG 
5 Ft. No. 8 Cind Cord 12-40%. 36 
2-80 ohms Magneto Extension 
Bella 3 Be soscc sasccscoctenisivecses B00 
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; Aug. 20 
7 ba 93 
Ti 1 
ia on 
te ral 
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Aug. 29 
Aug. 17 
Aug. 1 
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2-2 ft Telephone Cord .11.. ......... .22 
3-50 ohm Induce. Coils .50............. 1.00 
2-150 ‘* us OO DD sanewiccews 50 
2lbs Elec Sand ‘ .16............ 
21000 Ohm No. 1 Signal Bell 3.00 6.00 





24.40 
Credits 
2 Fuller Batteries ... ..........$1.50 
2 Ibs Electric Sand .16........ 32 
1 Headband with 2 receivers 1.25 
L Heéend Band occa -seccvssaccs awe: «BO 
2 Extension Bells ..... ........ 2.50 
2 Telo Cords 2 ft .11.......... .22 
6.14 


Petty Cash Expenses 
Expenses Louis F. Ott to M. E. 
Expenses F. C. Devinald to N. Y. -50 
0. Ol Ry Fried to BF cavece 50 
‘© J. E. Burns to Orange... —.10 


From Stock Room 
62 lbs Tool Steel .... ... Sypiiee Ravatis Senaionoes 
Invoice U.S. Express Cy. 

Express from New York Batteries......... 
Pay Roll Week: Ending Aug. 7-1901 
John F. Ott Aug. 61 day ........... 4.17 
F. Hofbauer ‘‘ 7-12 hours 324.. 3.90 

Louis F'. Ott 
10 hours Aug. T7—10 hours 
Totai 26 bre 215 .jc.cciccc cascccscs =». B00 


Pay Roll Week ending Aug. 
14-1901 
John F. Ott Aug. 18—1 day......... 4.17 
F. Hofbauer 43 hours .324......... 13.98 
Louis F. Ott 10 “© = .185........... 180 





Pay Roll Week ending Aug. 
. 21-1901" 
John F. Ott 14 days at 4.163....... 6.25 
F. Hofbauer 5 hours .324.. .. ...... 1.62 
Louis F. Ott 35 ‘* .16............ 5.265 


Pay Roll Week ending Aug. 
28-1901 
Jobo F. Ott 1 day at 4.164......... . 417 
F. Hofbauer 55 hours .324.......... 17.88 
Louis F, Ott35 ‘ .15.. ...... 5.25 





18.26 


1.50 
1.08 


11.07 


19.65 


13.12 


27.30 
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tracts. 
[7oz .61 
~ .06 
oz .76 
.06 

TOlb = .85 
07 

0lb = =.85 
.O7 

— 

09 

io lb  .88 
OT 

45 

04 
4om .12 
LS lb 45 
Ooz .90 
06 

18 

12 

5 Ik BT 
OT 
W) 28 
OT 

» 20 

10 

Wlb .15 
- 07 
Qoz .60 
08 

Olb .10 
OT 

Hib 0 
10 

5 Ite .63 
05 
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September 1901 

From Stock Room 
“7 +244” 2-56 F. H. Brass M. Screws 05 
“9 «6-24. 4" 8-32 R. H. Mach. 05 
" 24 4" 2.56 R. H. Brass ‘‘ “ 05 
“ 10 189"832R.H. “ ° ci -04 
‘“« 22 4$ gross }" No. 2-56 R. H. Brass 

BE. BOT OWB cscs cexecmanvscwsnensaceaves 15 
“ 28 1lbNo.19 B. W.G. C.C. Bell 

WG iavcaiccede anaawawetcwenastewcene 31 
26 S Bintind Puasa... nrccerccesscecce 48 


. -—— 1.138 
Pay Roll Week ending Sept. 4, 1901 

F. Hofbauer 33 hours .324..... ...........-.. 10.78 
Pay Roll Week ending Sept. 11-1901 

F. Hofbauer 13 hours .82$........-.cse0000. 4.23 





General Expense ...0. cccsc.cccvossesssessscecee sescereesse 45.88 





$187.09 








[31558] 


- ~~ a i 2 ae 


hee, 


oe aa 


— ieee aie + 


re 
a 


= 


a ee ili 


i 


; 
Raymond R. Wile , 
Research Library 


; 


LN eee 
a _ = 2 





Se Oe eee 
tse ve ¢ Seo 
9973-34-32 3g5 oR 
a? fey re Pp 


a 


Raymond R. Wile 
h Library 


Researc 





Raymond R. Wile 
Research Library 


7 


\ 

4 
Raymond R..Wilg 
Research, Library- 

: 








ake. tele grep he pens 


of acry tok 


y 


sinadat 


1S Aame ww Top 


: 


“er 


| 


T= 


a 


tae 
Memeoutphice of Weketa 


— 


+ 
i 


Grothe pe of Vven) Py! 


a . 21 7-4 ; ne 
43 ia iit alee ray | 
Soe —~elfp Oy “7B eo, % | 





| 
Bncenecititt 9s Bee acs eee noe | 
hn Carne atye ar Chattes welt 


yroutded the Gore Tae oti Gal 1s 


Lo not Tarn of € ww i 


fey) ap 
e- f 
, 


ORE wh £=-tinn theo 


 Tagt Shgnee ate HD cer mater ct for yon 





‘ | a aa ! 
ron/or aa | 
i! —— | 
paren va | 

Quem | 


| 
Ys oda bade Okun Dra | 
Popor, l, pone ree e | 
Y Steatite Som pom ) 
eS Tele Kes Eee | 
Vv, bse pralinn pared Cunt om Aaaten | 
Vo Rawdon aE 


ili ‘ Raymond R. Wile 
Research Library 


a 


i 
| 
! 

f 

1 

\ 

| 
i 
! 

| 

, 

4 

\ 
rl 


©) 


= ple 


©) 


i 
i ee 


—_—-= 


ji ah ae 


a oe a ee te i) 


a 


a | [oe 


Raymond R. Wile 
Research Library 





€) 


Pl 


-. ( to 
ae a ay a a 4 


——— é a | "Wet dedcccachait _ a ee | )s —— ie: wl. eas 


4 ed | ¢ hes a 


on Sener 


ae ed a See ee eee a, 
a 


ene @ ren 


Poen Ot Bere OPW ey oy 


is, 
i 42 





2 Sheets—Sheet 1. 
T. A. EDISON. 
Telephone. 
No. 221,957. Patented Nov. 25, 1879. . 
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T. A. EDISON. 
Telephone. 


No. 221,957. 


Patented Nov. 25, 1879. 
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UNITED STATES PATENT OFFICE. 





THOMAS A. EDISON, OF MENLO PARK, NEW JERSEY. 


IMPROVEMENT IN TELEPHONES. 


Specification forming part of Letters Patent No. 221,057, dated November 25, 1879; application filed 
March 31, 1879. : : 


To all whom it may concern: 


on which the cylinder a’ is secured. If, now, 


Be it known that I, Tuomas A. Epison, of | the cylinder be rotated in the direction shown 
Menlo Park, in the State of New Jersey, have | by the arrow and no current passes, the nor- 
invented an Improvement in Telephones, (Case ; mal friction of the spring g upon the surface 


No.175,)of which the following isaspecification. 

The object of this invention is to transmit 
sounds electrically to a distance and reproduce 
the same with great power and withoat loss of 
volume. 

The peculiar action ppon which this inven- 
tion is based was patented by me January 19, 
1875, andnumbered 158,787. Av application of 
this action to telephony was also applied for 
by me July 20, 1877; No. 141, in which there 
ts 2 band of paper moving beneath a point con- 
nected to thediaphragm. ‘This feature, there- 
fore, is not broadly claimed herein. 

The present application consists more par- 
ticularly in devices which make the inven- 
tion perfectly practicable for use in commerce, 
and render the same reliable and effective. , 

In the drawings, Figuro 1 is a section of the 
apparatus. Tig. 2 isa view of the back of the 
box. Fig. 3 is a plan view, and Fig. 4 is a 
diagram representing the connections to the 
line, local circuit, and various parts of the ap- 
paratus. 

a’ is a cylinder of compressed chalk soaked 
in an electrolytic solution, such as a caustic 
alkali, that it may becomes conductor of elec- 
tricity. I will mention that any finely-divided 
non-conducting material or’porous body lay- 
ing capillary pores, and which has no chemi- 
cai action upon the absorbed solution, nay be 
used. This cylinder is secured to a shaft, v’, 
aad the whole is rotated by the operator by 
means of the toothed wheels ¢ d’, shaft e, and 
handle 7 Worm and pinion may be substi- 


tuted, and motor-power of a clock-work or 


analogous motor replace the hand of the oper- 
@tor. 

Resting upon the cylinder a’ 18 a flat spring, 
g, connected tothe diaphragm, This spring 
is pressed upou the chaik with a pressure of 
several pounds by means of the wire 4 and 
spring h, the screw m serving tw increase or 
decrease the amount of pressure. 

The line-wiro is connected to the spring g, 


of the cylinder a’ will be very zreat, and the 
spring will be carried forward in the direction 
of the rotation of the cylinder, thus palling 
inwardly the diaphragm d@. If, now, @ car- 
rent passes whose direction is such that hy- 
drogen will be produced upon the surface of 
the spring g in contact with the chalk, the 
friction will bo redaced to an oxtent propor- 
tionate to the strength of the current; hence 
the diaphragm will regain its natural position 
and coutinne there as long as the current 
passes. If, now, the current ceases, the nor- 
mal friction at once is re-established, and the 
traction increases, and the diaphragm is in- 
stantly pulled inwardly agaiu. If, now, acur- 
rent in the opposite direction is transmitted, 
the eifect is scarcely noticeable, as the evolu- 
tion of oxygen upon the surface of the spring 
g does not, except with a few saturations, de- 
crease the friction like hydrogen, but, on the 
contrary, generally tends to increase the nor- 
mal friction ; hence I allow a constant current 
to cire.late on the line, and ant thus enabled 
to utilize the opposite waves by causing them 
to weaken the constant current, which is ai- 
ways ina direction to evolve hydrogen on the 
surface of the spring 9. 

If no constant current were upon the line, 
tle waves in one direction only would produce 
@ limited effect; but by using a constant cur- 
rent circulating upon the line in addition to 
the waves of similar and opposite polerity, 
one polarity of wave is added to that of the 
current, and the other wave netitralizes, or 
nearly neutralizes, the constant current; hence 
the tendency of One wave is to produce a less- 


ening of friction of, say, five units, which, . 


added to that produced by the constant cur- 
rent—say five—together give ten units. If, 
now, an opposite currentis sent, it neutralizes 
the constant current, and we have the normal 
friction of the cylinder, whereas if no constant 
current were used one current would lessen the 
friction by five nnits, and the opposite earrent 


while the earth-wire is connected to the shaft | would perform no work. 
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* 221,957 


mn’ is a receptacle containing water, and rest- 


lug in the water is a roller, r, composed of- 


any flexible absorbent substance, such as 
sponge or felt. ; 

A lever, r’, to which the roller is attached, 
and by which the roller may be brought in 
contact with the cylinder a’, extends through 
the-box tothe owtside. Tho object of this de- 
vice is to suppiy the esliuder with water lost 
by evaporation, and make it a covductor to 
the clectric current. 

In practice, when all the apparatus is in- 
closed in a casf-iron case, the loss by evapo- 


- ration is very sinall; and if the roller be held 


against the cylinder and the cylinder be ro- 
tated three or four times the chalk will take 
up sufficient moisture so that it will perform 
its functions fora weck or more without again 
wetting it. 

The connections are as follows: T is 9 car- 
bon telephoue-transmitter, pluced in a local 
circuit with an induction-coil, I, and local bat- 
tery X. Ifthe position of the awitch-lever 2° 
is on the button n, then the current proceets 
from the local battery X via wire 1, primay 
coil of I, wire 2 to 3; thence to the switch-lo- 
ver n’, wire 4, through the carbon transmitter 
T ; thence by wire 5 to the post b; thence to the 
battery, 

The sonorous waves of the voice aro trans- 
Iated iuto electric waves of a positive and 
negative character in the secondary coil of 
the inductorinm I in the well-known manner. 

The connections of the main line are as fol. 
lows: The line from the distant station enters 
at the post d; thence via wire 9 to the call- 
bell electro-magnet p’; thence via wire 10 to 
the key-lever ; thence by wire 6 to the point 
p of the switch, and by wire 7 to the spring g 
of the receiver; thence through the moist 
chalk to wire 8, to and throngh the secondary 
coil; thence via wire 3 to the switch-lever, 
which, it will be remembered, isin n; thence 
by wire 4 through the transmitter to wire 5; 
thence to post b, and by wire 12 tothe post c, 
which ia connected to the earth, I will men- 
tion that either of the posts dc may be con- 
nected tothe ground or line. 

Jt will be noticed that the inain line passes 


‘through the transmitter, which is connected 
tothe local battery; hencea portionof the cur- 
rent leaks into the main line, and it is this | 


portion which thas leaks into the line. that 
serves as a constant current for short lines; 
but if the line be too long, or has too great a 
resistance, this small leakage-current is so 


“weakened as to be insufficient to produce a 


lessening of friction between the spring g and 
the chalk; hence [ insert one or more cells in 
the main line. ; 

While the switch isin this position—#. e., 
the lever in contact with n—tranamitting and 
receiving can goousimultaneonsly. By turn- 
ing the switch-lever to tho point p the tele- 
phonie apparatus isdisconnected, and the call- 
bell apparatus p’ becomesopcrative. Theline 














onters at the point d, passes through the cull- 
‘bell inagnet via wire.9, and by 10 to key #*; 
thence via 6 to p, and by awitch to wire 3,and 
by 2 thiough the primary coil and via i to Jo- 
cal battery, through that to post b, and ‘by *2 
to post ec and to.earth. By depressing the key 
kK the circuit is opened and closed, and the 
two local batteries—one at each end of the 
line—become operative to ring the bell. 

‘I will mention that the two receivers herein 
described and the two transmitters may all be 
connected in one line and operated without 
the aid of induction-coils, but the results *ro 
not equal to that from the use of the coil; 
also, that the receivers will act as transmit- 
ters by reason of the fact that when the spring 
g and chalk are at rest «the resistance of the 
whole is generally about twenty-five hundred 
|; ohins, oud this resistance is reduced instan- 
taneously to two hundred or.three hundred 
vhms by the slightest movement of either the 
chalk or the spring; hence the movoment of 
the diaphragm d* by the voice produces the 
same result, or nearly so, as the carbon trans- 
mitter. if advantage is to be taken of this 
fact, the surface of the spring g should be re- 
duced to increase the effect, and an induction- 
coil having a primary coil of high resistance 
used in connection with the apparatus, al- 
| though it is uot absolutely necessary, as the 
direct results are pearly as good. 

In preparing the chalk I prefer to useasalt 
of mercury mixed with canstic soda, The ac- 
tion tukes place no matter what the propor- 
tions are. The mercury salt I prefer to use is 
the acetate of mercury. 

I will mention that this moistare of the 
chalk may be regulated automatically by tak- 
ing advantage of the fact that the normal fric- 
tion of the chalk increases as it becomes drier. 

A spring resting on the chalk is connected 
ty the wetting-roller, and has such a pressure 
and counteracting spring that when the chalk 
has ita proper moisture the friction during ro- 
tation is insaflicient to produce the necessary 
traction to lift the roller; but when it becomes 
drier the traction becomes sufficient to lift the 
wetting-roller, and it supplies moisture until 
the traction is reduced below a certain point 
and it falls, 

I claim as my invention— 

1, The combination, with tho acoustic tele- 
graph and diaphragm, of a roller that receives 
a revolving motion and contains an electro- 
lytic material, and a spring or presser con- 
nected with the diaphragm and resting upon 


| the roller, substantially as set forth. 


2. The combination, in an acoustic. tele- 
graph, of a moving surface containing elec- 
trolytic material, a diaphragm, a presser or 
spring extending from the diaphragm and 
resting on such: surface, o screw through o 
fixed support acting upou the presser to vary 
or adjust the friction between the Oe sur- 
face aud the presser, enbstantiaily as set forth. 

3, The roller a’, revolved by power, and the 
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' presser g and diaphragm 4d’, in combiuvation 
‘With the receptacle n! for liquid and the trans- 
fer-roller r, substantially as set forth. | 
4. The arrangement of local circuit, mag- 
netic call, telephone-receiver, telephone-traus- 
mitter, switch, and line-connections, substan- 
tially as set forth, whereby the call and the 
receiving-instrament. are in the line -circnit, 


and the local battory is also put upou the line, 
substantially as specified. 
me by me this 24th day of March, A.D. 


THOMAS A. EDISON. 
Witnesses: 


STOOKTON L, GRIFFIN, 
Wu. CARMs *. 
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gu the (nited States Patent Office. 


EDISON 
| _ Interference 
ss ’ No. 25,677. 
MAacbDONALD. 


Preliminary Statement of Thomas H. 
Macdonald. 


STATE OF oe | 
County of Fairfield, 


THomas H. Macponacp, being duly sworn, says: I am 
the applicant whose application Serial No, 237,857, filed 
December 21, 1904, is involved in the above-entitled inter- 
ference. I conceived the invention specified in the several 
counts of said interference in the latter part of the year 
(December) 1900. I cannot fix the date with greater pre- 
cision. I discussed said invention with others at that time 
and also during the months of January and February, 1901. 
During these months I gave instructions for experimental 
work relating to this type of machine to several of my lab- 
oratory assistants and many experiments (relating mainly 
to the friction devices) were made during the first half of 
the year 1901. I do not know whether any sketches were 
made at that time, my recollection being that I communi- 
cated my instructions orally. The first complete machine 
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2 Preliminary Statement. 


embodying the invention was begun in July, 1901, and com- 
pleted and tested in August of that year. This was a re- 
duction to practice of the said invention. No model, as 
distinguished from full sized machines, was made. I began 
immediately (that is, in August, 1901) to construct a second 
machine embodying the invention, and in that connection 
made sketches illustrating certain modifications which I de- 
sired to have embodied therein. ‘This was followed by other 
machines, each embodying some improvements over the 
preceding constructions, but there being no material change 
in respect of that part of the invention which is involved 
in this interference. Work on machines for the market be- 
ganin the summer of 1904, and since that time a number of 
such machines have been manufactured and sold in the 
regular course of business. | 
THomas H. Macponabp. 


fore me this 12th day of 


Subscribed and sworn to be- 
February, 1906. 


Wu. R. MILLER, 
(SEAL.) Notary Public. 
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The Issues. 


Count 1. In a pbonic apparatus, the combination of a 
phouographic recording surface, means for rotating said 
surface, a carrier movable across said surface, a phono- 
graphic-stylus and friction wheel carried by the carrier, a 
friction member connected to said stylus and pressing 
against the friction wheel, and means representative of 
sound vibrations for varying the friction between said 
friction member and friction wheel. 


Count 2. In a phonic apparatus, the combination of a 
traveling carriage, a friction wheel and phonographic-stylus 
carried thereby, a friction member pressing on said wheel 
and connected to said stylus, means for driving said friction 
wheel and means representative of sound vibrations for 
varying the amount of friction between the friction member 
and friction wheel. 


Count 3. In a phonic apparatus, the combination of a 
rotating mandrel, a carriage movable longitudinally thereof, 
@ phonographic-stylus and friction wheel carried by the 
carriage, a friction member pressing on said friction wheel 
and connected to said stylus, and common driving means 
for moving the carriage and rotating the friction wheel. 


Count 4. In a phonic apparatus, the combination of a 
rotating mandrel, a carriage movable longitudinally thereof, 
a phonographic-stylus and friction wheel carried by the 
carriage, a friction member pressing .on said friction wheel 
and connected to said stylus, common driving means for 
moving the carriage and rotating the friction wheel, and 
means representative of sound vibrations for varying the 
friction between the friction member and friction wheel. 
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4 Thomas H. Macdonald. 


IN THE UNITED STATES PATENT OFFICE. 


Epison, 8S. N. 278,549, 
Filed September 15, 1905. 
vs. Interference 
No. 25,677. 


MacponaLp, S. N. 237,857, 
Filed December 21, 1904. 


BrimpGeEport, Conn., November 1, 1906. 


Testimony taken on behalf of Thomas H. Macdonald, be- 
ginning November 1, 1906, at 10 o’clock A. M., before 
William R. Miller, Esq., Notary Public. 


Met pursuant to notice and agreement. 


Present—F rank L. Dyer, EsaQ., on behalf of Edison ; 
C. A. L. Massre, Esq., on behalf of Macdonald. 


Tuomas H. Macponatb, veing duly sworn, deposes and says : 

1 Q. Please state your name, age, residence and occu- 
pation ? 

A. My name is Thomas H. Macdonald; age, 47; resi- 
dence, Bridgeport, Conn.; occupation, manager Factory 
American Graphophone Uo. 

2Q. Teall your attention to the invention specified in 
claims 15, 16, 17 and 18 of your application for patent S. N. 
237,857, and ask you to state when first, if ever, you con- 
structed a machine embodying the mechanism specified in 
those claims ? 

A. I cannot tell just when I made the first machine em- 
bodying this construction but the first one that I made 
which I now have in my possession was made in the early 
part of 1901. [also have in my possession a mechanism 
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Thomas H. Macdonald. 5 


embodying the particular feature of a movable carrier pro- 
vided with means for mechanically operating a friction roll 
which was made even earlier than this machine. This was 
made about 1900. 

3 Q. Will you please produce the machine made in 1901 
and the mechanism made earlier ? 


Witness produces the machine which bears on its 
base a name plate with the words and figures “ Type 
AO 276,728,” and the same is offered in evidence and 
marked “ Macdonald Exhibit 1, 1901 Machine.” 

Witness also produces the mechanism, and the 
same is offered in evidence and marked “ Macdonald 
Exhibit 2, 1900 Mechanism.” 


4 Q. Is or is not that machine the same in its mechanical 
parts as it was when made in 1901 ? 

A. It is the same. 

5 Q. Please state how you fix the date of the construc- 


. tion of that machine and state the circumstances which gave 


rise to its construction ? 

A. About the Ist of December, 1900, I was shown a ma- 
chine in the office of the Columbia Phonograph Co. in New 
York, by Mr. Daniel Higham, which embodied the essential 
principles of what we now kuow as the friction roll or 
amplifying reproducer. The company was considering 
the purchase of this device and I was instructed by 
‘our President, Mr. Easton, to assist Mr. Higham in 
every way in developing it to a point where it 
would be commercial with our product. The machine 
as there presented by Higham had a fixed reproducer, and 
the machine frame carrying the mandrel was fed along by a 
one hundred thread screw. This construction was not con- 
sidered practical, and one of the first thoughts was a 
mechanism whereby the carriage could be made to travel as 
we ordinarily use it and still operate the friction roll as 
Higham had arranged it. The thought occurred to 
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6 Thomas H. Macdonald. 


me at this time that I could drive the friction roll 
by means of a telescoping arm or rod which would 
be driven by a fixed pulley set above the ordinary 
mandrel pulley on our regular graphophone. The float- 
ing weight to be so arranged that it could be lifted by 
the stop and start ring at the same time the nut was disen- 
gaged. This idea I embodied in the machine which I have 
just offered in evidence. This machine was completed and 
operated early inthe spring of 1901. I fix the date of com- 
pletion of this machine also by the fact that on the first of 
May, 1901, there was begun a machinists’ strike which 
lasted about three months. All of my workmen in the lab- 
oratory went out on this strike, which, of course, included 
the two men who had worked on this machine. The machine, 
however, was completed and operating for some time before 
the beginning of this strike. 

6 Q. Who did the machine work in constructing that ma- 
chine ? e 

A. Two machinists in the laboratory—John F. Plummer 
and John A. Norton. 

7 Q. Are they living at the present time ? 

A. They are not ; they are both dead. 

Q. 8. Was it built from drawings or from oral instruc- 
tions ? 

A. It was built from oral instructions, which has been my 
practice in experimental work. As a rule I do not make 
drawings of important experimental work prior to the com- 
pletion of a model, but direct my experimentalists person- 
ally. The drawing is made just aS soon as I am satisfied 
that I have an operative model. 

Q. 9. Was there a drawing made of this machine ? 

A. I think there was, but have not been able to locate it 
thus far. 

Q. 10. Is Exhibit 1901 Machine a full-sized machine ora 
model ? 

A. It is a full-sized operative machine complete in every 
detail. 
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Thomas H. Macdonald. 7 


Q. 11. Will you please describe the construction and 
operation of your invention that you tind embodied in the 
machine, so far as your invention here is in issue ? 

A. My invention in this machine consists in a traveling 
carriage provided with a friction roll capable of being re- 
volved by means of a shaft revolved from the motor. The 
friction roll is in to a portion of the carriage directly below 
the diaphragm. To the roll is attached a shaft with a 
groove cut in one side its entire length. This shaft is car- 
ried out to the side of the machine and passes through the 
centre of a belt-pulley. This pulley is arranged to rotate on 
a fixed bearing fastened to the frame of the machine and re- 
mains of course in one position. When the machine is 
operated this belt-pulley rotates the shaft by means ofa 
pin fastened in the hub of the pulley, the end of which ex- 
tends in the spline or groove cut into the shaft. The spline 
permits the shaft to slide freely through the pulley while it 
isrotated. This is for the purpose.of compensating for the 


travel of the carriage across the record. This device I have— 


called a telescoping arm, from the similarity of the move- 
ment as it resembles the opening and closing of a telescope 
while in operation. 

Q. 12. Please describe the additional features of the 
amplifying device that are embodied in Macdonald Exhibit 
No. 1? 

A. The additional features in this apparatus cousist of 
the friction band which is applied to the friction roll; the 
stylus lever, one end of which rests upon the record surface, 
the other end being attached by means of a wire to one end 
of the friction band ; the weight lever, which is hinged to the 
carriage, and whose weight is carried upon the reproducing 
lever maintaining a pressure against the record thereby; a 
lift-lever, whose operation disengages the feed nut from the 
feed screw, and also lifts the weight lever so as to disengage 
the reproducer from the record, permitting the carriage to 
be moved freely by hand in either direction. The other 
features are a connection from the other end of the friction 
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band to the diaphragm; and an adjustable lever which is 
utilized to increase or decrease the pressure of the friction 
: band upon the friction roll, and by this means varying the 
~ E friction. 
Q. 13. To what extent was this machine Macdonald Ex- 
hibit No. 1, used ? 
3 A. It was exhibited during 1901 and 1902 to ' 
4 practically all the officials of the company, and was used by 
me as a model for studying the principle of sound repro- 
duction by frictional means. <A great many sound records 
were reproduced from this machine at various times during 
the years 1901, 1902 and 1905 and 1904, and the machine is 
a still operative. 
4 Q. 14. What were the results of the operation of the 
A mechanism of Exhibit 1901 Machine in respect of those 
3 parts thereof which are of your invention ? 
. A. The operation of these parts was eutirely satisfactory. 
Q. 15. Did Mr. Higham subsequently improve on the con- 
struction of the friction devices ? 
4 A. He did. 
~ - Q. 17. Please name some of the officials of the company yo 
a who saw this machine and witnessed its operation in the 
year 1901? 
A. Mr. E. D. Easton, the president; Mr. Philip Mauro, 
director; Mr. Victor H. Emerson, supt. of the Record 
Dept. ; and others. 
~ 4 Q. 18. Are there any employes of the company now in the 
factory who saw it in operation in 1901 or 1902 ? 
A. There are, Mr. E. H. Byrnes, foreman of the labora- 
tory, Mr. F. C. Hinckley, laboratory draughtsman, and 
others, saw this machine operated several times in 1901 and. 


2 aa ee 2 ss 
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SS 


q 1902. 
a d Q. 19. When did you next build a machine embodying 
a the features already described as present in Macdonald Ex- ‘ 
| hibit No. 1? . J 


A. In 1902 I constructed the second machine 
substantially the same as the exhibit, except that the 
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Thomas H. Macdonald. 9 


diaphragm was placed over the cylinder and _ horizontal. 
The other features were substantially the same as in Mac- 
donald Exhibit No. 1. 

Q. 20. Is that 1902 machine still in existence? 

A. It is not. Portions of it are in existence, but the 
machine itself was afterwards utilized in a friction roll ex- 
periment on disc machines. 

Q. 21. What were the results of the operation of the 1902 
machine ? 

A. As far as we could see there is no difference, the posi- 
tion of the diaphragm did not seem tv change the character 
of the reproduction. 

Q. 22. Please refer to Macdonald Exhibit No. 2, 1900 
Mechanism, and state how you fix the date of its con- 
struction ? 

A. As stated in my answer to Q. 5,I first saw Higham’s 
friction roll device about the Ist of December, 1900, and 
began work immediately upon a practical working machine, 
as further stated in my answer. 

Q. 23. Was this machine, Macdonald Exhibit No. 2, com- 
pleted before Exhibit No. 1 was begun ? 

A. It was. 

Q. 24. What tests, if any, were made of Exhibit No, 2, 
and with what results ? 

A. It was tested with various records .and found to op- 
erate successfully. 

Q. 25. Are there now in the factory any employes who 
saw and heard the Macdonald Exhibit No. 2 ? 

A. There are; the same who saw and heard Exhibit 1. 

Q. 26. Please describe the features of your invention here 
in issue that are present in Macdonald Exhibit No. 2. 

A. The features of my invention in Exhibit No. 2 are the 
telescoping arm and the means for connecting it to the 
motor. It consists of a friction roll carried in a bearing 
below the diaphragm. To one end of this friction roll is 
attached a shaft having a groove or spline cut in one side. 
This shaft is arranged to slide in a tube one end of which 
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10 Thomas H. Macdonald. 


is attached to a pulley carried by the frame of the machine, 
This pulley is arranged to operate by means of a belt driven 
from the motor. When the machine is in operation the 
belt revolves the pulley which in turn revolves the tube. In 
one end of this tube is placed a pin which engages in the 
slot cut inthe shaft as described. This pin causes the 
shaft or rod to revolve and so revolves the friction roll. 
The rod is arranged to slide in and out of the tube in the 
same manner that I described in the operation of Exhibit 
No. 1. 

Q. 27. Have you any other mechanism for accomplishing 
the same purpose ? 

A. I have a carriage which was built for this same ma- 
chine but which was designed to operate the friction roll by 
means of gearing. The friction roll was placed below the 
diaphragm similar to Exhibit No. 1. A train of gears: was 
carried up from the guide rod of the machine to this friction 
roll. ‘The guide rod was arranged to revolve by means of 
other gearing attached tothe motor. A spline or groove 
was cut the length of the rod. On this rod was 
placed a gear with a pin engaging this’ groove. 
When the machine was in operation, therefore, the 
revolving guide rod caused this gear to revolve, 
which in turn transmitted its motion to the train of gears 
causing the friction roll to revolve. The first mentioned 


gear was made so that it would slide freely along the guide . 


rod, and so continuous motion was transmitted to the roll 
while the carriage was traveling across the record. 


The witness produces the mechanism, which is 
offered in evidence as “ Macdonald Exhibit No. 3, 
-Mechanism.” | 


Q. 28. When did Mr. Higham bring to your notice the 
improved friction devices referred to in answer to Q. 15? 

A. Sometime in June or July, 1904. 

Q. 29. Did you subsequently construct any machine or 
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machines embodying Mr. Higham’s improved friction de- 
9 vices, and also embodying the invention here in issue ? 
A. I did. 
, Q. 30. Is that machine still in existence ? 
. A. It is not. 
Q. 31. Can you produce a blue print of the drawing of 
that machine ? 


A. I can, and do. 


The witness produces a blue print, which is off- 
ered in evidence as “ Macdonald Exhibit No. 4, Blue 
Print of 1904.” 


Q. 32. Who made the drawing, if you know, and when ? 

A. Mr. Frank C. Hinckley, laboratory draughtsman, and 
it was begun September Ist, 1904. 

(). 33. What relation, if anv, does this blue print bear to 
the Patent Office drawings of your application here in Inter- 
ference ? | 

A. The Patent Office drawings were prepared directly 
from this drawing. 

Q. 34. When did you begin the construction of machines 
for the market embodying the inventions here in issne ? 

A. In December, 1904. The completed drawing of the 
working model was begun November 3, 1904. 

Q. 35. Can you produce a copy of that drawing ? 

A. I can, and here produce it. 

Q. 36. Who made this drawing of which you now produce 
4 the blue print, and when was it begun ? 

4 A. It was made by Mr. Frank C. Hinckley, and was begun 
4 November 3d, 1904. 


The blue print is offered in evidence as ‘‘ Macdonald 
Exhibit No. 5, 2d Blue Print of 1904.” 


: Q. 37. Please refer to Macdonald Exhibit No. 5 and de- 
scribe the features of the invention here in issue that are 
found in that drawing? 
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12 Thomas H. Macdonald. 


A. The friction roll “ A,” its bearing ‘ B,” telescoping shaft 
“C,” the spline cut therein “ D,” the pin for engaging in 
this spline “E,” the revolving tube “F,” its connection 
with the motor driving it “ G,” the friction band “ H,” the 
connection to the diaphragm ‘I,’ its connection to the 
weight-lever “ J.” | 

Q. 38. To what extent have machines constructed in ac- 
cordance with Exhibit No. 5 gone into commercial use ? 

A. To the extent of many thousand, beginning with De- 
cember, 1904. 

(). 39. Are these machines now a regular product of the 
American Graphophone Co. ? 

A. They are. 

Q. 40. Has this same machine, Macdonald Exhibit No. 1, 
been an exhibit in any other interference ? 

A. It has—Interference No. 24,677, Macdonald vs. Gil- 
bert. 

@. 41. And the two blue prints just offered in evidence 
were exhibits in the same interference, were they not? om 

A. They were. 

Q. 42. Will you produce for the inspection of Edison's 
counsel a specimen of the machines now put out com- 
mercially, and embodying your inventions here In issue ? 

A. I now produce such a machine. 


The machine is identified as “The Twentieth 
__ Century Graphophone.” 


CROSS-EXAMINATION BY Mr. Dyer: 


x-Q. 43. Having reference to Macdonald’s Exhibit No. 2, 
is this machine in operative condition at present ? 

A. It is not. 

x-Q. 44. After having constructed your Exhibit No. 1 
machine, why did you wait until December 21st, 1904, be- 
fore applying for a patent ? 

A. The friction device was not of my invention. I had 
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Thomas H. Macdonald. 13 


experimented with it considerably but never succeeded in pro- 
ducing a machine that I considered commercial, and the de- 
vices were set aside as an uncompleted experiment ; but 
when Mr. Higham, however, appeared in 1904 with a vastly 


improved friction device, I then saw that the commercial 


problem had been solved. I applied Mr. Higham’s new de- 
vice to my invention of 1900 and 1901 and produced a 
practical machine, for which patent was applied for. 

x-Q. 45. I understand that the second machine con- 
structed by you in 1902 and referred to in answer to Q. 19 
was dismantled and used in connection with other experi- 
ments; is that correct ? 

A. It is. 

x-Q. 46. Having reference to your Exhibit No. 3, was 
this device ever made use of in connection with the other 
parts of the graphophone ? 

A. It was. 

x-Q. 47. And like the other Exhibits, was that also 
dismantled for the purpose of making farther experiments ? 

A. It was dismantled because the gearing introduced a 
friction noise or rumbling in the reproduction. The rest 
of the machine was utilized in other experiments. 

x-Q. 48. You state that after Mr. Higham brought to 
your attention his improved friction devices in June or July, 
1904, you constructed the machine embodying the same 
but that that machine was not in existence. What became 
of it? 

A. Parts were utilized in making up the first machine 
which became our regular working commercial model. 


Counsel for Edison enters timely objection to the 
introduction as exhibits of the two Blue Prints, 
Macdonald Exhibits No. 4 and No. 5 respectively as 
relating to matter not contemplated by Macdonald 
Preliminary Statement, and motion will be made to 
have the same expunged. Without prejudice to this 
objection the cross-examination is continued. 
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x-Q. 49. Do I understand that work on the commercial 
machines was commenced by you by the making of drawings 
which were started in November, 1904 ? 

A. The making of the drawings was one of the many 
preliminary steps, and Iam not certain that the drawing 
was the first one, but it was one of the steps when it was 
begun in November, 1904. 


RE-DIRECT EXAMINATION : 


Re-d Q. 50. In answer to x-Q. 44 you speak of “an 
uncompleted experiment.” What do you refer to there— 
the mechanism for rotating the friction pulley while the 
carriage travels, or the operation of the friction devices 
themselves ? 

A. The operation of the friction device; the means of 
rotating the friction device was a completed experiment, 


and as a matter of fact is in use to-day, substantially as it _ 


was made by me in 1900 and 1901. 
— Re-d. Q. 51. Is Macdonald Exhibit No. 1 in operative 
condition at the present moment ? 

A. It is. 


At this point Macdonald Exhibit No. 1 is oper- 
ated by the witness in the presence of counsel for 
both parties. { 


Signature waived. 


Frank H. Osporne, being duly sworn, deposes and says : 


By Mr. Massie: 


(). 1. Please state your name, age, residence and occupa- 
tion. ! 
A. Name is Frank H. Osborne ; age, 41 ; residence, 427 
Wood avenue, Bridgeport, Coun. ; occupation, tool maker. 
Q. 2. Where are you now working ? 
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Frank H. Osborne. 15 


A. Foreman of the reproducer and recorder department 
of the American Graphophone Co, 

Q. 3. How long have you been with the American Graph- 
ophone Co. at Bridgeport ? 

A. About ten years. 

Q. 4. Please look at Macdonald Exhibit No. 1, 1901 Ma- 
chine, and state where and when you first saw it. 

A. In the laboratory of this factory, in the early part of 
1901. 

Q. 5. Who was working on it ? 

A. A Mr. Plummer. 

Q. 6. How do you fix that period ? 

A. I fix the start of it from the date ot work [ myself was 
doing at the same time Mr. Plummer was starting with this 
machine, which was in January, 1901. 

Q. 7. What work was that which you were doing ? 

A. The mounting of a large matrix for the graphophone 
grand record. 

Q. 8. Have you any memorandum on that subject, and if 
so, can produce it ? 

A. I can. 

Q. 9. What is this book which you have produced ? 

A. It was a shop diary that I kept of things I con- 
sidered important enough to make note of. 

Q. 10. Did you make the entries each day on the dates 
given in the book ? 

A. Yes. 


The notebook produced by the witness is oftered 
to counsel for Edison to inspect and the entry 
under date of Jun. 9, 1901, is: 

‘“‘ Ist Grand Matrix Mounted today. Small ones 
coming fast now.” , 


~ Q. 11. As I understand you, at the time you were mount- 
ing the first grand matrix Mr. Plummer was working on 
this machine, Macdonald Exhibit No. 1 ? 
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16 Frank H. Osborne. 
A. Exactly. 


Q. 12. How often did you see that machine, Macdonald. 


Exhibit No. 1? 

A. I do not recall ; but a great many times. 

Q. 13. Did Mr. Plummer complete the machine ? 

A. Mr. Plummer started this machine and worked on it 
off and on up to the machinists’ strike, which was in May, 
1901. 

Q. 14. Did you go out on that strike ? 

A. I did. 

Q. 15. Did you see the machine in a completed machine 
after you came back ? 

A. I did. 

Q. 16. Did you see and hear it operated ? 

A. Many times. 

@. 17. In 1901 ? 

A. In 1901. 

Q. 18. Did it operate successfully ? 

A. Tt did. 

Q. 19. In what respects, if any at all, does the machine 
differ now from what it was now in 1901 ? 

A. No changes to my knowledge. 

Q. 20. Can you recall whether or not you saw and heard 
this same machine, Exhibit No. 1, operated before the 
machinists’ strike in 1901 ? 

A. Yes, I did. 

Q. 21. Successfully ? 

A. Yes, sir. 


CROSS-EXAMINATION BY Mr. Dyer: 


x-Q. 22. Whatdo you mean by the mounting of a large 
matrix of a Graphophone Grand record ? 
- A. In our work we plate records, this plating is after- 
wards removed from the outside of the record, and this 
thin plating or shell which we calla matrix we put inside 
of a brass shell. This is what I term the mounting of a 
matrix. 






Research Libra 


ee one 


Pe me 


= 


Raymond R. Wile 


ee 


Frank H. Osborne. 17 


' x-Q. 23. I suppose in the 10 years that you have been 
employed by the Graphophone Co. you have been called 
upon to do all sorts of work other than mounting of 
matrices ? 

A. Yes. 

x-Q. 24. Why do you associate this particular thing, 
namely, the mounting of a matrix, with the construction of 
the machine about which you have testified ? 

A. Because this was the first one ever plated or mounted 
in this factory ; there being but one other oue made after 
this one. 

_ x-Q. 25. When was that other one made? 
. A. Within one month of the first one. 

x-Q. 26. Is there any connection between this machine 
and the making of the matrix that would so associate them 
in your mind as to enable von to say positively that when 
you made the matrix you saw the machine? 

A. This machine was something entirely new, so was_ the 
matrix. 

x-Q. 27. As I understand it as there were two new things 
at the same time in the laboratory it was impressed on your 
mind ? 

A. And also that Mr. Plummer was working on this 
nearly all of the time between January and the machinists’ 
strike. | 

x-Q. 28. Was this the first time in your experience in the 


laboratory that two new things were brought to your atten- 


tion simultaneously ? 

A. No, sir. 

x-Q. 29. Then is it not possible that you saw this ma- 
ehine when you were working on some other thing than the 
making of the matrices ? 

A.‘ In boring out the shell to take this matrix I had euts 
on the machine, a lathe, which was possibly three-quarters 
of an hour in running through: This gave me great. oppor- 
tunities to assist Mr. Plummer in working out this machine 
where all directions given by Mr. Macdonald were verbal. 
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18 Frank H. Osborne. 
x-Q. 30. In answer to question 19 you stated that the 
machine before you is not to your knowledge any different 
from what it was in 1901. Are you willing to swear that 
the machine is in exactly the same condition now that it 
| was at that date ? 
s J A. Nothing noticeable. 
The answer is given after the witness has scruti- 
q nized the machine in question. 
Re-pirecr Examination By Mr. Massie: 
~ 4 Re-d. Q. 31. While you were working on the Grapho- 
gq phone Grand matrix you assisted Mr. Plummer in working 
: on this machine, Exhibit No. 1 ? 
a A. Merely assisted in suggestions, not in the actual work. 
3 Re-d. Q. 82. Did you hear Mr. Macdonald giving Mr. 
E Plummer oral directions about the work ? 
= 2 | A. I did. 
a Re-d. Q. 33. When did the strike end ? 
A. About the middle of July, 1901. : 
Re-d. Q. 34. When and where, if ever, did you first see 
this machine, Macdonald Exhibit No. 2 ? 
= | A. In the laboratory of the American Graphophone Co. 
4 at Bridgeport in the winter of 1901; late in the winter of 
: 1901. | | J 
a Re-d. Q. 35. You are sure it was in the winter ? 
4 A. Quite sure. t 
. Re-d. Q. 36. Are you sure it was in the year 1901 or might 
w % it not have been in the previous winter ? } 
4 A. Possibly it may have been early in 1902. ] 
Re-d. Q. 37. Where and when, if ever, did you see this ; 
piece of mechauism, Macdenald Exhibit No. 3 ? t 
a A. These two (referring to Exhibits No. 2 and No. 3) 
a were being worked on at the same time. 
- : Re-d. Q. 38. Were they being operated and producing oe t | 
4 sound ? | 
A. They were. 
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K. H. Byrnes. 19 
RE-CROSS-EXAMINATION BY Mr. Dyer : 


Re-x-Q. 39. What suggestions did you make to Mr. 
Plummer in reference to Exhibit No. 1 ? 

A. It very often happens in giving instructions on a ma- 
chine of this kind, one would not understand as readily as 
another the objects looked for. Mr. Plummer and I would 
talk over Mr. Macdonald’s instructions, and in some cases I 
would remember or understand them better than Mr. 
Plummer, but exactly what the different features were I 
cannot now recall. 

Re-x-Q. 40. You said that you heard Mr. Macdonald giv- 
ing oral directions to Mr. Plummer. Do you remember 
whut Mr. Macdonald said or the substance of his talk ? 

A. No, sir. 

Re-x-@. 41. You have no vacallaction whatever abont it ? 

A. No, sir. 


Signature waived. 


EK. H. Byrnes, being duly sworn, deposes and says : 


By Mr. Massie: 


Q. 1. Please state your name, age, residence and occupa- 
tion ? 

A. E. H. Byrnes; age 35; residence 212 Poplar street, 
Bridgeport, Conn.; occupation, tool maker; foreman of 
laboratory of American Graphophone Co. 

Q. 2. How long have you been employed in the labora- 
tory of the American Graphophone Co. 

A. Eight years. 

Q. 3. Please state where and when, if ever, you first saw 
this machine, Macdonald Exhibit No. 1 ? 

A. I saw it during the time it was being built. 

Q. 4. Who was working on it ? 
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20 EK. H. Byrnes. 


A. A man by the name of Plummer, and a John Norton. 

Q. 5. Did you yourself take any part in the work of this 
machine ? 

A. I did. 

Q. 6. Did you see and hear the machine operated after it 
was completed ? 

A. I did.‘ 

Q. 7. When was it that you and the others were working 
on this machine ; about what year ? 

A. 1901. 

(J. 8. What was the last piece of work done on it so far as 
you know ? 

A. Putting on of a larger horn-connecting tube. 

Q. 9. You mean this brass cylinder at the front of the 
diaphragm holder ? 

A. Yes. 

Q. 10. Is this machine (indicating Macdonald Exhibit 
No. 1) different in its construction from what it was tn 
1901 ? 

A. No. 

Q. 11. When you saw and heard it operated in 1901, did it 
operate successfully ? 

A. Yes. 

Q. 12. Where and when, if ever, did you first see this 
machine (Macdonald Exhibit No. 2)? 

A. In the laboratory of American Graphophone Com- 
pany, about the same time; it was a secondary experi- 
ment. 

Q. 13. Did you ever see and hear it operated ? 

A. Yes. 

Q. 14. Did it operate successfully ? 

A. Yes. 

Q. 15. Where and when, if ever, did you first see this 
mechanism (Macdonald Exhibit No. 3) ? 

A. In the laboratory of American Graphophone Com- 
pany, about the same time; we were all working on 1t about 
the same time. 
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Q. 16. Did you see and hear it operated in connection 
with other parts of the graphophone ? 

A. Yes. 

Q. 17. Was it operative, did it work ? 

A. Yes. 


(CROSS-EXAMINATION BY Mr. Dyer: 


x-Q. 18. Having reference to Macdonald Exhibit No. 1, 
what work did you do on this machine ? 

A. The increasing of the air passage, changing of the 
gearing on motor, experimenting on the friction. . 

x-Q. 19. When did you make these changes ? 

A. I should say along in 1901. 

x-Q. 20. Might it not have been in 1902 ? 

A. No, the machine was finished before that. 

x-Q. 21. How do you know this machine was finished in 
1901 ? : 


A. I know it, but I don’t know how I can say I do 


know it. 

x-Q. 22. Why might it not be just as well in 1902 or 1903 ? 

A. Well, I do keep a book and diary of just such things ; 
I may tind it in there; [ don’t know whether [ put it down 
or not. 

x-Q, 23. I suppose Mr. Macdonald told you that this ma- 
chine was built in 1901 ? 

A. No, he has not told me. 

x-Q. 24. Were you not recently told by some one that 
this machine was built in 1901 ? 

A. No, I was not. 

x-Q. 25. Do you associate this machine with any event in 
your life that enables you to say that it was made in 1901 ? 

A. Why, the machinists’ strike was in 1902, and I re- 
member distinctly hearing and working on the machine 
previous. 

x-Q. 26. What time in 1902 was the strike you speak of ? 

A. May. 
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22 F. C. Hinckley. 


x-Q. 27. Isn’t it possible this strike was in 1901 or 1903 ? 
A. It is not; 1902 to the best of my knowledge. 





RE-DIRECT EXAMINATION BY Mr. MassIE: 


Re-d. Q. 28. Will you, as soon as your examination is 
finished, make a search through your diary and see if you 
find any entries therein relating to these exhibits ? 

A. I will. 

Re-d. Q. 29. Is it your testimony that you saw this ma- 
chine under construction and you saw and heard it being 
operated before the machinists’ strike ? 

A. Yes. 


Signature waived. 


. - F. C. Hinck1ey, being duly sworn, deposes and says : 


4 By Mr. Massie: - 


(). 1. Please state your name, age, residence and occupa- 
F- tion. 
« : A. My name is F. C. Hinckley; age, 28; residence, 679 
| Tranistan avenue, Bridgeport, Conn.; occupation, draughts- 
man. 
q Q. 2. Where are you employed at present ? 
a A. At the American Graphophone Co. 
| Q. 3. How long have you been employed as draughtsman 
- q by the American Graphophone Co.? 
4 A. A little over eight years. 
Q. 4. I show you Macdonald's Exhibit No.1. Have you 
ever seen that machine before, and, if so, where and when 
did you first see it ? 
A. I have ; I saw it in Mr. Macdonald’s laboratory about 
- : September, 1901. 
, Q..5. You mean Mr. Thomas H. Macdonald’s laboratory 


at the American Graphophone Co.'s factory, at Bridgeport ? \ 
A. I do. 
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F. C. Hinckley. 23 


Q. 6. Did you see and hear it operated at that time ? 

A. I did. 

Q. 7. Did it operate successfully ? 

A. It did. 

Q. 8. Had you seen it at all before September, 1901, or 
any part of it ? 

A. 1 had seen parts of it, but not assembled. 

Q. 9. When and where did you see those parts ? 

A. In the laboratory department a few months before 


| September. 


Q. 10. Who was working on it ? 

A. Mr. Plummer was the first man and Mr. John Nor- 
ton, he was the next. Some time later Mr. Byrnes worked 
on it. 

Q. 11. How do you fix the date as being in the year 1901? 
_ A. On account of the machinists’ strike which took place 
about that time. 

(). 12. Did you ever see at the laboratory of the Ameri- 
ean Graphophone Co. another machine substantially like 
this one ? 

A. I did. 

Q. 13. What, if anything, did you have to do with it? 

A. I had nothing to do with it. 

Q. 14. I show you a blue print, Macdonald’s Exhibit No. 
4, and ask if you ever saw the drawing from which that blue 
print was made ? 

A. I did. 

Q. 15. Who made that drawing, and when ? 

A. I made the drawing, September Ist, 1904. 

Q. 16. Did you place the date on the drawing yourself; 
and, if so, when? 

A. I did, the day I started the drawing. 

Q. 17. From what was that drawing made ? 

A. The drawing was made for Mr. Macdonald and from 
that machine. 

Q. 18. What machine do you refer to as “ that machine ” ? 

A. This machine here (indicating Exhibit No. 1). 
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24 Daniel Higham. 


Q. 19. In answer to question 12 you spoke of another ma- 
chine. Did you make a drawing from that other machine ? 

A. I made one later; that is the machine they are now 
manufacturing. 

Q. 20. Is this a blue print of the machine you have just 
4 spoken of (indicating Exhibit No. 5) ? 
ij A. It is. 
Q. 21. When did you make this last drawing, and how do 
you know the date ? 

A. November 3d, 1904, I know the date because it ap- . 
pears on the blue print. 

Q. 22. What was this drawing, Exhibit No. 5, made from ? 

A. It was made from ideas of Mr. Macdonald. 

Q. 23. Have you. ever seen Macdonald’s Exhibit No. 2 
before and if so, where and when ? 

A. [have, in Mr. Macdonald’s laboratory; I ain't sure 
that was the first one made. 

Q. 24. Did you see and hear it operated at that time ? 

A. I saw it, but I did not hear it operate ? 





No cross-examination. 


< 


Signature waived. 





DanieL HieuaM, being first duly sworn, deposes and says : | 
’ 


By Mr. Massie : | 

Q. 1. Please state your name, age, residence and occu- 
pation ? 

A. My name is Daniel Higham ; age, 42 ; residence, 795 
State street, Bridgeport, Conn.; occupation, experimentalist 
and inventor. 

Q. 2. Are you the same Daniel Higham who invented and 
patented the sound amplifying mechanisms for talking ma- 
chines and similar machines that have been incorporated in 
what is known as the Twentieth Century Graphophone ? 


A. Yes, sir. 
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Q. 3. Can you give the numbers and dates of some of 
your patents ? 


It is stipulated that the witness is the patentee 
named in patents granted to Daniel Higham on July 
16, 1901, October 25, 1904, November 4, 1902, Feb- 
ruary 28, 1905. 


Q. 4. When did the American Graphophone Co. first 
obtain the right to operate under your patents ? 

A. I think it was about two years ago. 

Q. 5. If there is a written contract, will you please look 
it up and give us the exact date ? 

A. I will. 

Q. 6. Did you ever see Macdonald Exhibit No. 1 before ; 
and if so, when and where did you first see it ? 

A. Inthe American Graphophone Co., in Mr. Macdon- 
ald’s office. 

Q. 7. When was that ? 

A. It was over two years ago. 

Q. 8. That is, it was about the time the American 
Graphophone Co. obtained the right to operate under your 
patents ? 

A. Yes, about that time. 

Q. 9. When was the idea of mounting the friction device 
on the movable carriage first brought to your attention and 
by whom ? 

A. It was brought to my attention by Mr. Macdonald in 
New York City, in the Columbia Phonograph Co. Office 
on Chambers street ; somewheres in 1901; I don’t know 
just what month. 


CROSS-EXAMINATION BY Mr. Dyer : 
x-Q. 10. Why is it, Mr. Higham, that you are not able to 


recall when such an important thing as an agreement under 
which the Graphophone Co. was to take up your inventions 
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q was made, nor when you saw this Exhibit No.1, yet you , : | 
have no difficulty in saying that Mr. Macdonald made the 
suggestion of carrying the friction wheel on the moving 
carriage in 1901? Why isit you are so sure about this | 
date ? . , | 
' A. I recall it because on account of the 4th of July I 
stayedaway ; that ishow I recall it as being the 6th of ° 
July ; and I recall seeing this model because it was the 
first thing I saw in this factory. 
4 x-Q. 11. You are now speaking of the time when the 
SC 4 Graphophone Co, actually had made its contract with you 
* to build your machines ? 
a A. Yes. 
4 x-Q. 12. That you say was about two years ago ? 
a A. So it seems to me ; [ would like to look up the dates 
- though. 
7 a x-Q. 13. But what I want to know is why you are so sure 
3 that Mr. Macdonald suggested the idea of mounting the 
friction device on a movable carriage in 1901 ? 
A. Because it was about the time the patent was issued. — 
x-Q. 14. What patent do you refer to ? 
A. July 16, 1901. 
+ x-Q. 15. Yousaw Mr. Macdonald about the time this 
patent issuec ; was that the first time you had spoken to 
F him about this scheme of yours ? 
ai A. I think it was. 
if 3 x-Q. 16. Did you call the patent to his attention ? 
; A. No. 
as x-Q. 17. How did you explain the device to him ? 
A. I had a working model. 
x-Q. 18. Are you able to say whether it was before or : 
after the patent was issued that you saw Mr. Macdonald ? 
A. I couldn't say that. 
os, x-Q. 19. But it was very close to that date ? 
~ A. In 1901. : 
Signature waived. 
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It is stipulated that if Mr. Edward Brundage were 

examined as a witness he would testify that he is 

employed in the Assistant Manager's office of the 

= ‘factory of the American Graphophone Co. at Bridge- 


port ; that he has kept a time book and that the 

same shows an entry dated May 20, 1901, which he 

would testify he made on that date, the entry stating 

that the machinists’ and tool makers’ strike began on 

3 that day. He would further testify that the same 

= 4 book contains an entry dated July 15, 1901, which he 

made on that date, that the said machinists’ strike 
ended on that day. 





JAMES T. WILson, being duly sworn, deposes and says: 








: By Mr. Massie : 
Q. 1. Please state your name, age, residence and occupa- _ 
tion ? 
A. My name is James T. Wilson ; age, 30; residence, 95 
. Hazelwood avenue, Bridgeport, Conn.; occupation, fore- 
man of the drilling department, American Graphophone 
Co. 
Q. 2. Where are you employed ? 
A. American Graphophone Co. factory at Bridgeport, 
ss Conn. 
a Q. 3. How long have you been employed at the factory of 
i 2 the American Graphophone Co. ? 
A. Since November, 1899. 
Q. 4. Teall your attention to this machine, Macdonald 
. Exhibit No. 1, and ask where and when you first saw that 
machine or any of the parts thereof ? 
~ A. In the machine department of the special mannfactur- 
ing department in the west building of the American Graph- 
‘ cai Co.'s factory, about four years ago. 
(Q. 5. Were you employed here during the time of the 
paeliniata? and toolmakers’ strike ? 
a 
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28 James T. Wilson. 

A. I was employed here at that time. 

Q. 6. Did you see the parts of this Exhibit No. 1 before 
or after that strike ? 

A. After the strike. 

Q. 7. Please indicate which parts of this machine you 
saw ? 

A. This (indicating the diaphragm holder) and this 
here (indicating the telescoping shaft) and this (indicating 
the sleeve in which the shaft telescopes) and pulley. 

Q. 8. Do you work in the laboratory; do your duties 
carry you there ? 

A. I do not work in the laboratory ; occasionally I ‘have 
business there. 

Q. 9. Did you have any part in the work on the things 
mentioned in answer to Q. 7 ? 

A. Yes, sir; I machined this part here (indicating the 
large diaphragm holder on Macdonald Exhibit No. 1). 

Q. 10. How long after the tool makers and machinists’ 
strike was it that you saw the parts mentioned in answer to 
Q.7? 

A. It was in the fall of the same year of the strike. 

Q. 11. Is it your testimony that you saw the parts of 
this very machine now before us; or do you mean that you 
saw aud worked on parts substantially lke these working 
on substantially the same principles ? 

A. There were parts worked on the same principles. 


(CROSS-EXAMINATION BY Mr. Dyer: 


x-Q). 12. But I understand that so far as this identical 
machine is concerned, Macdonald Exhibit No. 1, you neither 
saw nor worked on it ? 

A. Not on that particular machine. 


Signature waived, 


Adjourned subject to notice. 
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IN THE UNITED STATES PATENT OFFICE. 


% 


EpIsoNn | 
vs Interference 
No. 25,677. 
MacpDonaLD. | 


Notary’s Certificate. 


StTaTE oF CONNECTICUT, ai i 
County of Fairfield, 2 3 


I, Wituiam R. Mrtier, a notary public in and for the 


County and State aforesaid, do hereby certify that the 
foregoing depositions of Thomas H. Macdonald, Frauk H. 
Osborne, E. H. Byrnes, F. C. Hinckley, Daniel Higham, 
James T. Wilson, and the stipulated testimony of Edward 
Brundage, were taken on behalf of said Macdonald, in 
pursuance to notice and agreement, on November 1, 1906, 
at the factory of the American Graphophone Company, 
Bridgeport, Connecticut; that each witness was by me 
duly sworn in the presence of Frank L. Dyer, Esq,, 
counsel for Edison ; that the testimony of said witnesses 
was written out by John R. Petrie, in my presence; 
that said testimony wascommenced at about ten o'clock in 
the forenoon of November 1, 1906, and concluded the same 
day; that Frank L. Dyer, Esq., was present during the ex- 
amination of each witness ; that the signature of each wit- 
ness to his testimony was waived by consent of the parties ; 
and that I am not connected by blood or marriage with 
either of the parties, and am not interested either directly 
or indirectly in the matter in controversy. 


a Raymond R. Wile * 
Research Library 
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30 Stipulation. 


IN TESTIMONY WHEREOF I have hereunto set my hand and 
affixed my seal of office, at Bridgeport, in said County and 
State, this day of November, 1906. 


Witiram R. MILLER, 
| SEAL. ] Notary Public. 


IN THE UNITED STATES PATENT OFFICE. 
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Filed September 15, 1905, 
-_ Interference 
am , , No. 25,677. 
"es MacponaLp, S. N. 237,857, 
eo Filed December 21, 1904. | 
‘ 90 West Broapway, New York City, 
" November 14, 1906. 
a Stipulation. 
It is stipulated by and between the attorneys for the re- 
spective parties to this Interference as follows: 
4 - Attorney for Macdonald having produced a copy of appli- 
a : cation for U. S. Letters Patent filed by Alexander N. Pier- 
i man, on March 13, 1905, under the Serial Number 249,678, 
“ entitled “Friction Reproducing Attachments for Phono- 


graphs ” ; and attorney for Macdonald having also produced 
copies of the files of an Interference declared in the United 
a States Patent Office on April 25, 1905, under Interference ; 
i. No. 24,676A, between the said Pierman application and the 
Macdonald application involved in the present Interference 
and on request of-attorney for Macdonald, attorney for the 
party Edison stipulates that the said Pierman is and for 
several years before filing his application has been contin- 
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Stipulation. 31 


uously employed at the Edison Laboratory, Orange, N. J.; 
that his said application was assigned to the New Jersey 
Patent Company, of West Orange, N. J.; that his attorney 
was Frank L. Dyer, Esq., who is attorney for the party 
Edison herein; and that the said Pierman, the party Edi- 
son, the said Edison Laboratory, and the said New Jersey 
Patent Company are all, for the purpose of the two Inter- 
ferences (Nos. 24,676A and 25,677), the same in interest. 
Farther, that on April 25, 1905, the said Interference, No. 
24,676A, was declared between the said Pierman applica- 
tion and the Macdonald application involved in the present 
Interference, the counts, four in number, being as follows : 


“Count 1. In a phonic apparatus, the combination 
with primary and secondary vibrating means, of an 
intermediate friction device, and a movable carriage 
supporting said friction device. 

“ Count 2. In a phonic apparatus, the combination 
with primary and secondary vibrating means, of an 
intermediate friction device, and a movable carriage 
supporting said secondary vibrating means and said 
friction device. 

* Count 3. In a phonic apparatus, the combination 
of primary and secondary vibrativg means, means 

connecting the same, an intermediate movable 
friction device operating upon said connecting means, 
a movable carriage for supporting said friction de- 
vice, and means for feeding said means and said car- 
Tiage. 

“Count 4. In a phonic apparatus, the combination 
of a primary vibrating stylus, a secondary vibrating 
diaphragm, means connecting the same, an interme- 
diate movable friction device operating upon said 
connecting means, a movable carriage for supporting 

-Said friction device and a common feeding means for 
said carriage and said diaphragm, stylus and con- 
necting means.” : 
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32 Stipulation. 


Further, that in due course of said Interference No. 
24,676A, the preliminary statements of the respective par- 
ties, Pierman and Macdonald, were filed and approved ; that 
the letter from the Examiner of Interferences, notifying the 
respective parties that their preliminary statements had 
been approved, and fixing the dates for taking testimony and 
for final hearing, was written and mailed to the respective 
parties on May 19, 1905, and received by the attorney for 
Pierman a day or two thereafter; and that the said Pierman 
and his said attorney thereupon had access to the File 
Wrapper and Contents of the said Macdonald application 
involved in the present interference. 

Further, that by said letter of May 19, 1905, the Examiner 
of Interferences directed that the said Pierman’s testimony 
be closed July 10, 1905 ; that thereafter, by stipulation, said 
Pierman’s time for closing his testimony in chief was ex- 
tended to September 11, 1905 ; and that the said Pierman 
having taken no testimony, attorneys for Macdonald moved 
for judgment on the record, which was made final on No- 
vember 23, 1905. 

(Sd.) Frank L. Dyer, 
For Thomas A. Edison. 

C. A. L. Masste, 
For Thomas H. Macdonald. 
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IN THE UNITED STATES PATENT OFFICE. 





MacDonALD, 
S. N. 237,857, 
Filed, Dec. 21, 1904. 


a ; EpIson, 

a S. N. 278,549, | 

a Filed Sept. 15, 1905, 
a Interference 
eS bi No. 25,677. 


| 


Stipulation. 


Attorney for Macdonald, having presented to inspection 
of attorney for Edison a certified copy of the abandoned 
application of Daniel Higham, filed August 17, 1900, Serial 
No. 27,179; and upon request of Macdonald’s attorney, 
Edison's attorney for the purpose of this interference stip- 
ulates as follows : 

On August 17, 1900, Daniel Higham, then of Winthrop 
Highlands, Suffolk County, Mass., filed his application for 
U. S. Letters-patent, and the same received the Serial Num- 
ber 27,179 ; the specification and drawings thereof are sub- 
stantially the same as the specification and drawings of 
Higham’s U. 8. Letters-patent No. 678,566, granted July 16, 
1901 ; the claims thereof were rejected on September 29, 1900; 
on November 23, 1900, said claims were cancelled, aud the 
following substituted, viz. : 

“ Tn apparatus for reproducing with increased _power a 
vibrating energy corresponding to sound waves, the com- 
bination of ‘ primary’ vibrating means, with a lever to in- 
erease the vibrating force of said ‘ primary’ means, and 
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al ‘secondary ’ vibrating means responding to vibrating varia- , Pi 
7 tion in frictional force resulting from vibrating variations 


in pressure upon a moving surface set up by said increased 
E ‘ primary’ vibrating force obtained by said lever, substan- 
™ 3 tially as described.” * “8 
| It is further stipulated by attorney for Edison that the | 
4 Examiner's action upon this amendment—to which action 
no response was ever made--was as follows : 


& “ DEPARTMENT OF THE INTERIOR. 
Unritrep Srates PaTent OFFICE. 


a WasuinarTon, D. C., December 8, 1900. 
3 ' Mailed s = © 
DanieEL HIcHaM, 
Care Howson & Howson, Washington, D. C. 


Please find below a communication from the 
Examiner in charge of your application for Phonic 
Apparatus, filed Aug. 17, 1900, serial number 27,179, 

C. H. DveELt, 


; Commissioner of Patents. 





=a | It being doubted by the Examiner whether the 

4 device claimed will operate to effect the results re- 

afl ferred to by applicant, it is requested that, if pos- 

a . sible, a practical demonstration of the operativeness 

of the device be made before the Examiner of [if ?] 

the alleged invention has been actually reduced to 

practice. ; ‘ 

In the claim presented in the amendment filed the 

24th ult., the “moving surface ”, line 6, 1s not a posi- 

tive element of the structure sought to be patented, 

it being mentioned functionally and merely in- , 2 
cidentally in referring to the secondary vibrating 

means. If movable means operating frictionally — 
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upon the lever to effect responding vibrations in 
the secondary vibrating means, be positively defined 
in the claim in lieu of the functional reference to 
such parts, the claim when so amended will be re- 
considered with reference to its allowance. 

The present claim as drawn is rejected, because 
met in substance by the art disclosed in the patent 
and publications cited. 

J. T. Newton, 
J. H. L. Ex.” 


eS 


Attorney for Macdonald then gives notice that, if neces- 
sary, at the hearing he will refer to the said Higham Patent 
and the said Higham abandoned application, copies of the 
same being on file in the Patent Office. 

It is further stipulated by and between the attorneys for 
the respective parties that if Edward O. Rockwood were 
produced and sworn as a witness for Macdonald, be would 
testify that he is, and has been for five years and over, 
secretary of the American Graphophone Company, the 
assignee of the Macdonald application involved herein ; 
that he has in his custody the original license agreement 
by virtue of which said American Graphophone Company is 
operating under the patents of said Higham (including No. 
678,566, of July 16, 1901, aforesaid), the said Rockwood 
being witness to said agreement ; and that said-agreement 
is dated July 1, 1904. 


Close of Macdonald’s proofs. 


(Sgd) Frank L. Dyer, 
Attorney for Edison. 


(Sgd) C. A. L. Massie, 
Attorney for Macdonald. 
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QNITED STATES PATENT OFFICE 


EpISsoNn Interference 
Number 25,677. 
VS. 
PHONIC 
M ACBONALD. APPARATUS. 


BRIEF FOR EDISON. 


The questions presented in this case are the usual 
questions that arise in interferences, where priority 
alone requires to be determined. The law seems to be 
well settled and it is necessary only to ascertain what 
significance is to be given to the testimony taken and 
the exhibits filed on behalf of Macdonald. From 
Edison’s point of view, his own testimony establishes 
the fact with the reasonable amount of certainty re- 
quired of any junior party, that the invention defined 
by the several counts of the issue was reduced to practice 
by him prior to its reduction to practice by Macdonald. 
From the same viewpoint it is submitted that the tes- 
timony of Macdonald shows that anything that may 
have been done by him prior to Edison's reduction to 
practice can only be looked upon as a conception 
of the invention, and that any efforts to re- 
duce the invention to practice at that time amounted 
to no more than unsuccessful-and abandoned experi- 
ments. Should this aspect of the case be accepted by 
the Office, then the only question open for considera- 
tion is whether Edison by reason of his failure to file 
an application for a patent until about three years 
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after reduction to practice can now be deprived of his 
rights as the first inventor. Before discussing these 
questions, the respective inventions of the two parties 
should be first understood, because the nature of those 
inventions is such that certain doctrines are believed 
to be applicable to one and not to the other. The two 
inventions are radically different and they have been 
brought into interference only because the counts of 
the issue are drawn in extremely broad language. 


Edison's Invention. 


Edison’s specific invention is a recording telephone, 
the idea being to produce an apparatus in which tele- 
phonic messages will be automatically recorded on a 
phonograph. The apparatus, therefore, comprises an 
ordinary phonograph and an ordinary chalk receiver 
or motograph, whose dixphragm is located adjacent to 
the diaphragm of the phonograph, so that the words 
received by the telephone will be spoken into the 
phonograph, and a permanent record thereof will be 
made. So far as the phonograph is concerned, there, 
of course, cannot be the slightest doubt that when 
sound waves are received by its diaphragm, a graphic 
record thereof will be made on the wax cylinder. So 
far as concerns the chalk receiver or motograph, there 
can, with equal certaintv, be not the slightest doubt 
that electric undulations corresponding to sound 
waves received at the electrode thereof will be con- 
verted into soun] waves and thereby be rendered aud- 
ible. Asa matter of fact, both the phonograph and 
motograph, or loud speaking telephone, are well-known 
inventions of Mr. Edison, with which the scientitice 
world and Patent Office have been perfectly familiar 
for more than twenty years, and there can be no more 
doubt as to the operativeness of those two devices 
than there can be at the present time of the Reming- 
ton typewriter, or of a stock ticker. It is believed 
that the Patent Office can, and should, take judicial 
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notice of the operativeness of two such well-known 
devices, even if their operativeness has not been 
proved, as we have taken the pains to do in this case. 
The operativeness of a motograph and of a phono- 
graph, individually considered, being conceded, the 
operativeness of an apparatus in which a motograph is 
combined with a phonograph aud iu which the dia- 
phragm of the motograph is arranged adjacent to the 
diaphragm of the photograph, must necessarily follow. 
In a broad sense, a phonograph combined with a mo- 
tograph in sucha way that the sounds produced by the 
former will be recorded by the latter is not new, hav- 
ing been successlully demonstrated in this country 
more than fifteen years ago and being described in 
scientific publications in the Patent Office library, so 
that the Examiner can also take judicial notice of 
this fact. See, for example, “Alectrical Review (New 
York) of February 16, 1889, page 4, and The Tele- 
graphic Journal and Electrical Review (Loudon) of 
March 8, 1889, page 269. (Vol. 24, January 4 to June 
28,1889.) The invention on which the Edison ap. 
plication is based therefore is not broadly the 
combination of a phonograph anda chalk telephone, 
but the specific arrangement wherein the chalk tele- 
phone is supported by and moved with the phonograph 
carriage, so that the diaphragm of the motograph will 
always occupy the desired close relation with the 
diaphragm of the phonograph, suitable mechanism 
being employed to slowly rotate the chalk cylinder of 
the motograph as the carriage slowly progresses longi- 
tudinally of the rotating wax cylinder. The specific 
mechanism described by Edison comprises a drum 28, 
mounted on the mandrel shaft and engaged frictionally 
by a roller 29, which connects with the chalk cylinder 
20 by means of vearing 31, 32, 33, 34 and 35. In this 
way the chalk cylinder of the motograph instead of 
being turned slowly by baud as in the usual way, is 
rotated by the same power that operates the phono- 
graph, the mechanism being such that the chalk 
cylinder will be turned notwithstanding its progressive 
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movement longitudinally of the phonograph recording 
cylinder. So faras the Edison invention may there- 
fore represent a departure in the art, it resides solely 
in the mechanism for rotating the chalk cylinder of the 
motograph and the mounting of the latter on the 
carriage of the phonograph. The invention is essen- 
tially mechanical and of the simplest possible char- 
acter. Its consideration involves nothing new either 
in the phonographie or telephonic arts, but as_ stated 
the phonograph is the ordinary phonograph and oper- 
ates in the usnal way, and the telephone is the ordinary 
telephone which also operates in the usual way. 


Macdonald's Invention. 


Contrary to the situation present in Edison’s work, 
Macdonald’s invention is directed towards a very mod- 
ern art, which at the date of the experiments on which 
he will no doubt rely for a reduction to practice, was 
comparatively undeveloped. That art is the amplifiea- 
tion of sound waves by variations in friction between 
two contacting surfaces, an illustration being found in 
Patent No. 678,566 of July 16, 1901, granted to Daniel 
Higham, and referred to in the Macdonald application 
in interference. Macdouald sought to embody the 
Higham invention in a commercial talkiug machine, in 
order that the sounds that were recorded or repro- 
duced might be amplified. Referring to this patent 
and to Figure 1 thereof, as a convenient illustration, 
the apparatus comprises a rotating friction cylinder C, 
with which a shoe L engages, the latter being pressed 
with greater or less friction by means of a lever D 
connected to a diaphragm A (called the primary vi- 
brating means) and the shoe L being connected to a 
second diaphragm B (called the secondary vibrating 
means). If, for instance, souud waves are impressed 
on the diaphragm A, the lever D will be vibrated so as 
to vary the friction between the shoe Land cylinder C, 
and this sets up amplified vibrations in the diaphragm 
B. In applying such a device to the phonograph, if it 
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is desired to secure amplified reproduction, a phono- 
graph reproducer is connected to the lever D, so as to 
vibrate the same, while, if it is desired to apply 
the principle to a recording machine, the diaphragm 
B is dispensed with and the shoe L is connected 
to a suitable phonoyraphic recorder. But, at the 
date of the application for the Higham Patent, April 
25th, 1901, this principle had not been developed be- 
yond the domain of experiment. 

In fact, it is stipulated in the case (M. R., pp. 33-35) 
that on August 17, 1900, Higham filed an earlier appli- 
cation for patent, that ‘ the specification and drawings 
thereof are substantially the same as the specification 
and drawings of Higham’s U. 8. Letters Patent No. 
678,566,” and that on December 8, 1900, the Examiner 
in charge of the case requested that “‘ practical demon- 
stration of the operativeness of the device be made be- 
fore the Examiner, if the alleged invention has been 
actually reduced to practice.” This indicates very 
clearly that even to so skilled a person in the art as 
the Examiner, the operativeness of an amplifying fric- 
tion reproducer was not only not clear, but was actu- 
ally doubted by him. 

As Macdonald states in his testimony to which ref- 
erence will hereafter be made, it was not until June or 
July, 1904, that Higham had perfected his devices. 
These improvements are illustrated in Higham’s 
Patents No. 783,750, February 28th, 1905, and No, 
$08,052 December 19, 1905. An examination of these 
patents will show that as compared with the very crude 
construction of his patent of July 16, 1901 (No. 678,- 
566), Higham's improvements were radical in char- 
acter and involved the following changes and modifi- 
cations, among others : 

First, a complete reorganization of the friction pads, 

SeconbD, making the friction wheel of amber, so as to 
develop a high and very uniform friction, 

THIRD, grooving the friction wheel, and determining 
the proper angle of the groove to give the desired re- 
sults, and 2 
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FourtH, weighting the friction wheel and allowing it 
to rest by gravity in the bight formed by the friction 
pads, so as to automatically secure uniformity of fric- 
tion. It may be stated positively that without these 
four radical changes, the Higham friction amplifying 
devices would never have passed ont of the realm of 
experiment. 

Whatever efforts Macdonald may have made, there- 
fore, in 1901, to perfect the Higham apparatus would 
necessarily be expected to be crude and the evidence 
shows that this was so and that whatever was done 
was in the nature of pure experiment. What 
Macdonald sought to do, and what he describes 
in his application, is the making of a reproducing ma- 
chine in which the Higham amplifying devices are applied 
toa grapliophone. To this end the friction cylinder of the 
Higham Patent is mounted on the carriage of a grapho- 
phone, and the friction shoe is connected to the dia- 


phragm at one end and at the other end to the repro- ~ 


ducing stylus, which engages the record, the idea being 
that as the stylus is vibrated, the friction will be 
increased or diminished, and a vibration of the dia- 
phragm will be set up. The means used by Maedonald 
for continuously rotating the friction cylinder are 
entirely different from the means used by Edison for 
rotating the chalk roller of the motograph. Macdonald 
simply made use of a splined shaft connected to the 
friction cylinder and driven by a gear, so as to 
permit it to telescope within the gear, as described in 
his application. Itis not easy to see how, as between 
two such devices as these of Edison and Macdonald, 
there could be any interference in fact. One is a 
‘recording apparatus and the other essentially a re- 
producing apparatus. One is largely electrical, and 
the other entirely mechanical. In one, vibrations re- 
sult ip variations in friction, while in the other, the 
vibrations are supposed to be due to chemical varia- 
tions developed on the surface of the chalk cylinder, 
although uo one can say positively that this is the true 
explanation of the operation of the Edison motograph. 
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of his The Office, however, believes that an interference does 
. these exist between these two forms of apparatus and the 
parties counts of the issue have been so drawn as to appar- 
{ those ently apply to the respective structures. Neither party 
wligved has moved to dissolve. 
‘he two 
ve heen 
unts of The Issue. 
e 
An analysis of the several counts may be of value in 
w determining just what it is that the parties are here 
contending for. It is to be observed in the first place 
that all the counts define the subject matter embodied 
»phone, therein as a “ phonic apparatus,” which the Office evi- 
ch tele- dently regards as broad enough to include a recording 
«lon a telephone as well as a talking machine. 
Ses an Count 1. This count includes the following ele- 
‘ecelver ments : 
cent to (1) A phonographic recording surface. This is, of 
words course, clearly embodied in the Edison application, but 
ito the there are grave doubts whether it is disclosed with suf- 
will be ficient definition in the Macdonald application, The only 
there, upparatus illustrated by Maedonald is a reproducing 
t when apparatus, and although the application states that the 
graphic invention “relates to machines for recording and re- 
vr. So producing sounds”, it does not follow that tue con- 
1, there struction of a recording apparatus would be obvious 
t deubt from the disclosure of the reproducing apparatus. 
sound Since with a reproducing apparatus the vibrations of 
” con- the stylus are amplitied at the diaphragm, then, if in- 
«tl and- stead of a reproducing stylus, we male use of a 
ph and recording stylus, and sounds were impressed on the 
‘known diaphragm, the vibrations would be obviously /essened 
‘le-tific so that the results would be poorer than if the stylus 
winiliar were connected directly with the diaphragm. In other 
o more words, such a device would be a backward step and 
devices would be without utility. In order that the Macdonald 
veming- device might be used as a recording apparatus, it is 
relieved necessary that the diaphragm should be connected 
jucccial where the reproducing stylus is now connected and 
= 
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that the recording stylus should be attached where the : 
diaphragm is now located, so that the vibrations of the 
diaphragm would be amplified and a louder record 
made. But the application points out no way by 
‘* which sneh a change could be effected, and we there- Ps 
fore argue that so far as this element of the issue is 
concerned the application cannot be regarded even as 
a constructive reduction to practice. We will point 
out in consideration of the evidence that Macdonald 
has not produced a shred of testimony that a machine 
~ complying with this requirement of the issue was 
elther conceived or reduced to practice by him. 
| (2) Means for rotating said surface. This, of course, 
3 includes the spring or electric motor of the talking ma- 
|: chine, whether the latter is used for recording or re- 
producing. 
~ E (3) A earrier movable across said surface. ‘This in- 
cludes the usual carriage of the talking machine, by 
which the recording or reproducing devices are sus- 
tained. 
i (4) A phonograph stylus. Since the issue is speci- 
q fically limited to a ‘recording surface,” the stylus 
used must necessarily be a recording stylus and not a 
reproducing stylus. Macdonald’s application in inter- 
terference does not describe or even refer to a record- 
ing stylus, and there is nota word of testimony by 
Macdonald that he ever experimented with a recording 
stylus, or made use of the same. . 
4 (5) A friction wheel carried by the carrier. This ele- 
ment is the chalk cylinder of the motograph in the 
‘Edison application, and the friction cylinder of the 
Higham amplifying device of the Macdonald applica- . 
tion. 

(6) A friction member connected to said stylus and 
pressing against the friction wheel. This is the so- 
called “pen” or electrode of the motograph in the 
Edison case, while in Muacdonald’s application, it is 
the sectional friction shoe which partially surrounds the 
friction wheel. 3 

(7) Means representative of sound vibrations for 
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varying the friction between said friction member 
and friction wheel. Since the issue, as_ stated, 
is specifically limited to recording mechan- 
ism the particular means contemplated by 
this element are diflicult to locate. Probably 
in a recording phonograph, as might, by the exercise 
of independent invention, be evolved from the special 
reproducing machine of the Macdonald application, the 
means would be the recording diaphragm which would 
be connected to the friction shoe so as to vary the 
friction between the same and the friction wheel, and 
which would be responsive to the sound vibrations. 
With such a device, the only means which would be 
‘representative of sound vibrations” would be the 
sound waves themselves which, of course, would be too 
indefinite an element to be included in a specitie claim 
on an apparatus. With a recording telephone like 
that of the Ndison application, the corresponding means 
wonld be the electrical devices for varying the friction 
between the electrode and the chalk evlinder and which 
are, of course, found in all motographs. 

Count 2. This count includes the following ele- 
ments : 

(1) A traveling carriage already considered above. 

(2) A friction wheel and phonograph stylus carried 
thereby, also considered above. 

(3) A friction member pressing on said wheel and 
connected to said stylus, also considered above. 

(4) Means for driving said friction wheel. This is 
the phonograph motor which in both cases also rotates 
the mandrel. The language is, of course, broad enough 
to include an independent motor for driving the friction 
wheel. 

(5) Means representative of sound vibrations for 
varying the amount of friction between the friction 
member and friction wheel. Since this count is not 
specifically limited to a recording device, this par- 
ticular element is found in the structure of the Mac- 
donald application, in the talking machine record, 
which communicates its vibrations to the friction pad, 
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while with the Edison structure, it is comprehended by 
the electrical devices of the motograph. It will be 
seen that the second claim is broader than the first in 
the single respect that it is not limited to a recording 
device. It is true that the first count is limited to a 
motor for rotating the record or surface, but this ele- 
ment must necessarily be used, and that the second 
count is limited to means for driving the friction 
wheel which must also he necessarily used. 

Count 3. This count includes the following ele- 
ments: 

(1) A rotating mandrel. This is the support for the 
record or recording surface of both applications. 

(2) A carriage movable longitudinally thereof, con- 
sidered above. 

(3) A phongraph stylus and friction wheel carried 
by the carriage, cousidered above. 

(4) A friction member pressing on said friction 
wheel and connected to said stylus, and considered 
above. 

(5) Common driving means for moving the carriage 
and rotating the friction wheel. This is the driving 
motor which performs the double function of feeding 
the carriage across the record or recording surface and 
of rotating the friction wheel. This latter feature dis- 
tinguishes the third count from those previously con- 
sidered, but in other respects the third count may be 
considered to be identical with the second. 

Count 4. This count includes the following elements: 

(1) A rotating mandrel, considered above. 

(2) A carriage movable longitudinally thereof, con- 
sidered above. 

(3) A phonograph stylus and a friction wheel carried 
by the carriage, considered above. 

(4) A friction member pressing on said friction 
wheel and pressing on said stylus, considered above. 

(5) Common driving means for moving the carriage 
and rotating the friction wheel, considered above. 

(6) Means representative of sound vibrations for 
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varying the friction between the friction member and 
friction wheel, considered above. 


Edison’s Case. 


In his preliminary statement, the following dates are 
alleged : 

Conception in April, 1902 ; . 

Successful experiments for the purpose of demonstrat- 
ing the operativeness and utility of the invention in 
April, 1902; 

Sketches illustrating the inventionin April, 1902 ; 

Explanation to others in April, 1902 ; 

Working drawings in May, 1902 ; 

Construction of full sized apparatus started May 
dlst, 1902 ; 

Completion of said apparatus in June, 1902 ; 

Application filed September 15th, 1905. 

These dates are all fully sustained by the testimony. 
Edison states that “‘ the endeavor to produce a record- 
ing telephone arose from the desire on the part of 
some of the railroad telegraph superintendents to have 
a system whereby they could change over from the 
telegraph to the telephone, but they did not want to 
change unless they had some means of recording all 
the conversation on the wire, and it was from talking 
with these superintendents at one of their conventions 
that I undertook to try and solve the problem” (E. 
R., p. 27, Q. 7). He says, however, that he has had 
in mind the combination of a telepnone with a phono- 
graph so as to make a permanent record of a telephonic 
record “‘ever since the invention of the phonograph” 
(Q. 8). Some time in 1901, experiments were therefore 
made to test the feasibility of recording telephonic mes- 
sages on the phonograph, and to this end complete ap- 
paratus was constructed( Edison’s Exhibit, First Trans- 
mitter,and Edison's Exhibit, First Receiver). The con- 
struction of the first apparatus was in charge of John 
F. Ott (E. R., p. 11, Qs. 6-9) who remembers the trans- 
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mission of messages from one to the other. With this 
first apparatus a phonograph record was placed on the 
mandrel of the transmitting devices, the sounds there- 
from were delivered into a transmitting telephone, and 
were then received by «a receiving telephone and de- 
livered to a recording phonograph. The date when 
the first apparatus was constructed is substantially 
fixed by the ‘stipulated testimony of Joln F. 
Randolph (E. B., p. 23) from which it appears that 
the charges against the experiment were made _ be- 
tween July, 1901, and September, 1901. The itemized 
statement for this experiment appears in the record 
as “ Edison’s Exhibit Extracts Experiment No, 1148 ”’ 
from which it appears that the two telephones used with 
the apparatus were purchased on August 16, 1901, and 
that the two Standard phonographs used therewith 
were purchased on August 29¢h, 1901. The witness, 
Ludwig F.. Ott, states that the experiments with the 


first apparatus were made during one of his summer” 


vacations from a school (E. R., p. 7, Q. 4) and that he 
left school in 1902 (E. R., p. 6, Q. 3). He is sure the 
experiments were made before he left schooi (E. R., p. 
9, Q. 15). No claim is made that the experiments 
which were conducted in 1901 embodied the issue of 
the interference. ‘Those experiments were purely pre- 
liminary and were carried on for the purpose of de- 
termining the feasibility of recording telephonic 
messages by means of a phonograph. ‘he experiments 
were successful and it was then determined to reduce 
the invention to practical commercial form. As a 
matter of fact, in the first experiments in 1901, a 
considerable improvement was made which is thus 
described by the witness L. F. Ott—* At first I used 
an ordinary telephone receiver which was mounted 
over the recorder so that when the message was re- 
ceived over the line it would be delivered to the dia- 
phragm of the recorder and thereby make a record, but 
I found that such a record was very faint and at Mr. 
Edison's suggestion therefore the form of receiver at 
present on the machine was constructed. With this 


Raymond R. Wile 
og Research Library 














= 


Vath this 
dou the 
ie there- 
cole’, and 
ate cle- 
ite When 
tantially 
TT I’. 
ars that 
aide be- 
terized 
e record 
» Lin” 
seed with 
WOT, and 
herewith 
Ww Ques, 
vith the 
“Hiner 
that he 
sire the 
Ki., p. 
eriments 
tsi of 
rely pwe- 
bo of ile- 
leplionic 
rriments 
» Pelnce 
1 Asa 
101, a 
is thus 
I onsed 
tounted 
wits re- 
the dia- 
‘ore, but 
dat Mr. 
eiver at 
ath this 
-_ 


13 


receiver the diaphragm, which was_ vibrated 
by the recording magnet, was connected directly 
with the recording stylus of the phonograph 
so that there was less opportunity for mechau- 
ical loss and consequently the records made 
were considerably louder” (E. R., p. 8, Q. 13). 
Now, in order to make a Joud record on a_ phono- 
graph, it is evident that the telephone receiver should 
be of such a character as to give the loudest and 
most distinct reproduction. No instrument would be 
better suited for this purpose than the well-known 
Edison chalk receiver, such as is disclosed, for in- 
stance, in Edison’s Patent No. 811,957 of November 
25th, 1879 (Edison’s Exhibit, Chalk Receiver Patent). 
As is well-known, with the chalk receiver or moto- 
graph, an electrode connected with the diaphragm is 
pressed against a rotating chalk cylinder. It was at 
tirst believed that the effect of the electrical impulses 
in passing between the electrode and cylinder was to 
generate excessively minute gaseous bubbles which 
varied in friction between the two surfaces. But Mr. 
Edison evidently does not accept this explanation at 
the present time, since he states thut ‘ the cause of 
the movement produced by the electric wave is un- 
known ” (E. R., p. 28, Q. 15). Whatever may be the 
explanation of the phenomena, it is of conrse a fact 
that in some way the electric impulses vary the friction 
between the electrode and the chalk cylinder, so as to 
cause the diaphragm to vibrate with amplitied move- 
ment. That a motograph is a common form of tele- 
phone, that it is a perfectly operative and successful 
device, and that it has been well-known to the com- 
mercial and scientific world for more than twenty 
years, are facts of which the Patent Office can 
properly take judicial notice. One difficulty, however, 
with the motograph was in securing chalk cylinders, 
which would give uniform results. Mr. Edison states 
that “ Up to the present time I have been unable to 
produce a dozen cylinders which would give the 
same results” (E. R., p. 28, Q. 15), and that 
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“the chalk, could not be got to give even results, 
sufficient to muke it a commercial success on a 
railroad telephone line and it was necessary to go into 
a great deal of experimenting to produce a reliable 
chalk and such experiments have been continued for 
many years aud are still being made now” (E. R., p. 
32, Q. 48). It must not be understood from this evi- 
dence that the chalk telephone is not a perfectly opera- 
tive and commercially successful apparatus, because 
every one knows that it is. It is a fact, however, that 
some cylinders operate more successfully than others 
and with a device that is to be used for railroad sig- 
palling, absolute and unqualified certainty of operation 
is required, since a single mistake with thousands of 
instruments transmitting perhaps millions of messages 
might result in accident and loss of life. As stated by 
the witness F. P. Ott, “Some of them are fair, but 
they do not seem to be constant; they do not stand 
up (E. R., p. 88, Q. 49). Edison’s experiments, there- 
fore, which as he states, are still beiug carried on, were 
not to make the motograph a commercial success, be- 
cause it has been a commercial success for twenty 
years, but to secure an instrument in which the possi- 
bility of iailure would be absolutely removed. In 
order to test the particular materials which conld be 
used for the chalk cylinders of the motograph, two 
separate receivers were made which have been intro- 
duced as “ Edison’s Exhibit, First Chalk Receiver ” 
and ‘‘Edison’s Exhibit, Second Chalk Receiver.” 
Sketches showing these devices have been introduced 
(Edison’s Exhibit, Sketch of Chalk Receiver) in which 
various suggestions are made for material ont of which 
to construct the electrodes or pens, and also, two of 
Mr. Edison's notes (Edison’s Exhibit Note No. 1 and 
Edison’s Exhibit Note No. 2) making further sugges- 
tions of materials from which to construct the electrodes, 
and also, numerous suggestions of materials from which 
to construct the friction cylinders. It is not important in 
this case as to when these chalk receivers were made, 
or when these sketches and notes were prepared, as 
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they do not disclose the issue, but they have been offered 
merely to illustrate the development of the invention 
here involved. Mr. Edison’s attorney, however, states 
that he witnessed the operation of “ Edison’s Exhibit 
Second Chalk Receiver” on May 9th, 1902 (E. R., p. 
27). It seems reasonably clear from the evi- 
dence, that the two chalk receivers and the paper ex- 
hibits relating to them, were made in April or early in 


May, 1902. 


Edison’s Reduction to Practice. 


Having satisfied himself by his preliminary experi- 
ments with the “ First Transmitter,” the “ First Re- 
ceiver” and the two “ Chalk Receivers,’ that the re- 
cording of telephonic speech by means of a phonograph 
was perfectly practicable, Edison determined upon the 
construction of a full-sized, complete apparatus, which 
is introduced herein (Edison’s Exhibit Recording Tele- 
phone) and upon which he relies as a reduction to 
practice of all the counts of the issue. Sketches were 
first made, the first (Edison’s Exhibit Recording Tele- 
phone, Sketch No. 1) showing the general outline of 
the phonograph mandrel, the auxiliary driving eylin- 
der, the friction roller, the worm gearing, the chalk 
roller, and the electrode pressing thereon ; the second 
(Edison Exhibit Recording Telephone, Sketch No. 2) 
showing the same _ parts in little fuller detail 
and illustrating also the phonograph carriage, the 
recording device, aud the support for the driving 
shaft, and the third (Edison’s Exhibit Recording 
Telephone Sketch No. 3) illustrating on an enlarged 
scale, the connection between the motograph and the 
phonograph recording devices. Although these 
sketches are somewhat crude, when taken together 
they illustrate substantially everything that is dis- 
closed in Edison’s application. The first two of these 
sketches are dated May 29th, 1902, while the latter is 
dated May, 1902. John F. Ott testifies that these 
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sketches were explained to him by Mr. Edison at least 
as early as May 29th, 1902, and possibly earlier (E. 
R., 17, Q. 17). They must have been received by Mr. 
Ott sometime previous to May 2%th, 1902, because on 
that day, work on the complete machine was started, 
the order being known as job No. 1283 (E. R., p. 19, 
Q. 56—E. R., p. 20, Q. 58). The book extracts relat- 
ing to this work (Edison’s Exhibit Book Extracts) 
have been offered in evidence (E. R., p. 50) from 
which it appears that the first work on the machine 


was done during the week ending June 4th, and the | 


final work during the week ending July 30th, 1902. 
Frederick P. Ott testified that he witnessed the con- 
struction of the machine (E. R., p. 40, Q. 70), that it 
was built in the laboratory (Q. 71) and that “ we 
worked on it for a month I guess ” (Q. 74). His at- 
tention being called to the fact that the record books 
show that he was employed on the work from June 
4th, 1902, until June 30th, 1902, he states that the 
machine was constructed during that period (E. R., p. 
41, Q. 84). J. F. Ott states that the machine was 
built ‘“ About May, 1902, as near as I now remember ” 
(BE. R., p. 16, Q. 40). Myr. Edison says that the 
machine was built some time in 1902 (E. R., p. 31, 


' Q. 38). Warren testifies that he left the Columbia 


University in the spring of 1902, entered Mr. 
Edison’s employ at that time, went to work 
with the Edison Portland Cement Company as 
electrical engineer, and returned to the Laboratory 
about September Ist, 1902 (E. R., p. 44, Q. #). On his 
return to the Laboratory either in September or Oc- 
tober, 1902, he saw the completed machine (E. R., p. 
45, Qs. 9-10) which was then in the same form as it is 
now. The testimony offered by Edison makes it per- 
fectly clear, we think, that the exhibit “ Recording 
Telephone” was constructed in June, 1902, and cer- 


tainly before September or October of that vear. 
Having constructed the complete machine, a_ test 
thereof was not necessary in view of the preliminary 
tests that had already been made. Edison bad deter- 
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, mined the practicability of recording telephone mes- 
sages on a phonograph and he knew that both a 
phonograph aud a motograph were perfectly operative 
devices. The only test necessary therefore was to 
determine the mechanical efficiency of the devices and 
and this was done. Edison (EK. R., p. 31), testifies as 
follows : 


“Q. 39. What, if anything, was done with the 
machine after it was finished ? 

“A. Just tested to see whether the mechanism 
was all right. 
P “Q. 40. What kind of a test did you make of 
it ? 

“A. Just ran it back and forward. 

‘Q. 41. Did you find that it operated satisfac- 
torily ? 

“A. Yes; it operated all right.” 


Concerning these tests F. P. Ott (E. R., p. 40), tes- 
tifies : 


“Q. 78. After Edison’s Exhibit Recording Tele- 
phone was coustructed, what was done with it? 
A. Turned over to me and we took it down to 
the Galvanometer Room and ran it and tested it, 
and as far as the machine went it was all right. 
“ Q. 79. How did you operate this machine, by 
hand or by the electric motor in it ? 
: ' © A. By the electric motor in it. 
“ Q. 80. How long did you operate it ? 
“A. We ran it for about fifteen or twenty min- 
utes to see everything ran all right. 
i “ Q. 81. How did it work ? 
| ~“ AL Everything worked all right. 

; “Q. 82. Did you operate it long enough to 
cause the carriage to travel one or more times 
across the mandrel ? | 

“A. Oh, yes, sir. 

. “©. 83. Did you find during this operation that 

the chalk wheel was turned properly ? 
“ A. Yes, sir.” 
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The mechanical tests which were thus made were 
under the circumstances all that were necessary. It 
was not necessary to test the phonograph nor was it 
necessary to test the chalk receiver. These devices 
were of known operativeness and they had already 
been tested in the preliminary experiments which were 
made prior to the construction of the complete ma- 
chine. Furthermore, it will be observed that the ex- 
hibit is identical with the Patent Office drawings. In 
fact, the latter were made from the machine. No ques- 
tion has been raised by the Examiner, nor could any 
question be raised, by him, as to the operativeness of 
the device illustrated in the application, and therefore 
it follows that no question can be raised as to the 
operativeness of the complete machine. ‘To question 
the operativeness of the latter device, would be to 
question the operativeness of the device of the 
Edison application, which is obviously a matter 
relating to interference and to applicant’s right 
to a claim and not to a matter of priority of invention. 
Furthermore, Mr. Warren, who is an electrical engineer, 
testifies as follows (KE. ht., p. 45) : 

ala 

*Q. 13. Did you ever examine this machine 
from the standpoint of an electrical engineer ? 

‘A. You, sir, 

“Q. 14. Is this machine in your opinion an 
operative machine ? 

‘* A.. Yes: ‘sir. 

* Q. 15. Are you familiar with the construction 
and operation of the chalk receiver? 

“ A. Yes, sir. 

“Q.16. Have you ever operated the chalk 
receiver ? 

«AL Yes. 

“Q.17. If the machine before us is of such 
mechanical construction that on the turning of the 
mandrel the chalk receiver will slowly rotate, do 
you entertain any doubt if vibrations correspond- 
ing to sound waves are received at the electrode 
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of the chalk receiver, the vibration set up and 
communicated thus to the recording stylus would 
be recorded on the phonograph ? 

“ Question objected to as without sufficient 
foundation. 

‘A. No; there could be no doubt about it.” 


And, on cross-examination (HK. R., p. 56), Mr. 
Warren says: 


* x-Q. 18. Is it your understanding that the 
exhibit concerning which you have testified, 
‘ Edison Exhibit, Recording Telephone ’, is at pres- 
ent in such condition that if connected with tele- 
phone wires in circuit and having a blank cylinder 
on the mandrel, you could thereby record a record 
on that eylinder ? 

‘“ A, (Witness examines the machine carefully). 
Yes,” = 

After having constructed and sufficiently tested the 
complete machine, Mr. Edison states that it was set 
aside (E. K., p. 51, Q. 42) for the purpose of continuing 
“the experiment with the chalk to produce a commer- 
cial application of the motograph principle to the ap- 
paratus ” (BE. R., p. 32, Q. 43). The machine, however, 
was finished, the invention had been complete and _re- 
duced to practice and was a proper subject for a pat- 
ent application. The Patent Office is certainly familiar 
with the fact that Mr. Edison is a frequent applicant 
for patents. He was, in fact, at one time referred to as 
the “man who kept the steps of the Patent Office hot 
with his footsteps.” He has ample means to file all 
applications that may be necessary to cover his inven- 
tious. Why then, after having completed the machine 
did Mr. Edison wait until September 15th, 1905, before 
attempting to putent the same ? He says: ‘‘ 1 thought 
I had applied for a patent. I remember writing out 
the specifications, and I believe 1 sent them to New 
York, but somehow, by change of patent lawyers and 
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such, I found it was never filed” (E. R., p. 32, Q 
44). He testifies : 


“Q. 46. When I called your attention to the 
fact that an application had not been filed on 
this machine whut was done ? | 

A. I insisted that it was, and I believe a 
search was made over in New York to find out. 

Q. 47. Was the application then filed ? 

A. It was then immediately filed, when no 
record could be found of the previous filing?” 


E. R., p. 32. 


In this statement Mr. Edison is corroborated by 
his attorney, who testifies as follows : 


“Shortly before the Edison application was 
filed, and certainly not earlier than September 1, 
1905, I observed in the Galvanometer Room of 
the Edison Laboratory the piece of apparatus 
which has been introduced herein as ‘ Edison's 
Exhibit, Recording Telephone. In the Galvan- 
ometer Room were a large number of experimental 
and commercial apparatus, representing part of 
Mr. Edison’s work as an inventor. The exhibit in 
question was then in the same condition as it is 
now, and so faras I could see, it appeared to be 
completely finished and a perfect piece of ap- 
paratus. I called Mr. Edison’s attention to the 
exhibit and asked him what it was, and he in- 
formed me that it was a recording telephone for 
‘the purpose of recording telephone messages on a 
phonograph, and that the invention was to be 
used in connection with railroad signalling. I 
asked him why he had not filed an application for 
a patent on the device and,replied that he had. | 
informed him that no application had been filed 
to my knowledge, nor had I ever heard of the ap- 
paratus before, but he insisted that he was right, 
and that the records in my office in New York 
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. 32, Q would disclose the fact. I therenpon had asearch 
made through the records of my New York firm, 
Messrs. Dyer & Dyer, 31 Nassau Street, but 
to~the nothing was found to substantiate Mr. Edison’s 
iled on belief. Mr. Edison explains his failure to file the 
application to the possible fact that in changing 
‘lieve a his attorneys the matter may have been over- 
nd out. looked. I came to the Laboratory to take charge 
? S of Mr. Edison's work on April 1, 1903. For some 
hen no months prior to that time Mr. Edison had repeat- 
ing ?”” edly urged me to take charge of his work per- 
sonally, as he was dissatisfied with having the 
work done in New York, and I finally consented 

ited by to do so” (K. R., pp. 47, 48). 

a From the evidence produced on behalf of Edison, it 
on was is submitted that reduction to practice of the invention 
wober 1, as early as the summer of 1902 has been shown; that 
‘oom of such reduction to practice was effected by the con- 
paratus struction of a full-sized, complete and operative device ; 
“won’'s that having constructed such a device it was Edison’s 


lanlvan- 
imental 


intention to immediately apply for a patent 
thereon; that by reason of a change in his 


part of attorneys that was not done, although he labored 
hibit in under the impression that it had been done; that 
us it is as soon as the fact was discovered that no application 

ulwo be was filed, immediate steps were taken to remedy the 

of ap- omission, and that far from their being anv attempt on 

1 to the Edison’s part to conceal or suppress the invention or 

he in- to abandon it to the public, the evidence shows the 

hone for clearest intent to patent the device, and thereby put 

gesona the public in possession thereof. 

s wo be 

ling. I Macdonald's Case. 

ition for 

had. TI Particular attention should be directed to Mac- 

en filed donald’s preliminary statement, as that is the sworn 
the ap- state of facts to which his case must be restricted. It 

as Fight, is not necessary to call attention to any authorities in 

ew York support of the proposition that a preliminary state- 
— 
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ment must always be presumed to have been prepared 
with the utmost care, and that no testimony can be 


accepted materially at variance therewith. The state- 
ment says: 


“I conceived the invention specified in the 
several counts of said interference in the latter 
part of the year (December) 1900. I cannot fix 
the date with greater precision. I discussed said 
invention with others at that time and also during 
the months of January and February, 1901. Dur- 
ing these months I gave instructions for experi- 
mental work relating to this type of machine to 
several of my laboratory assistants and many ex- 
periments (relating mainly to the friction devices) 
were made during the first half of the year 1901. 
I do not know whether avy sketches were made at 
that time, my recollection being that I communi- 
cated my instructions orally. The first complete 


machine embodying the invention was begun in ~ 


July, 1901, and completed and tested in August of 
that year. TZ/is was a reduction to practice of the 
said invention. No model, as distinguished from full- 
sized machines, was made. I began immediately 
(that is, in August, 1901) to construct a second 
machine embodying the invention, and in 
that connection made sketches illustrating certain 
modifications which I desired to have embodied 
therein. This was followed by other machines, 
each embodying some improvements over the pre- 
ceding coustructions, but there being no material 
change in respect of that part of the invention 
which is involved in this interference. Work on 
machines for the market began in the summer of 
1904, and since that time a number of such 
machines have been manufactured and sold in the 
regular course of business” (M. R., pp. 1-2). 


It will be observed frotis this statement that some 
facts are alleged emphatically, aud others with ap- 
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parent hesitation. For instance, Macdonald is some- 
what uncertain as to the date of conception, but 
believes it was in December, 1900. He is perfectly 
certain that during the first half of the year 1901, that 
is, from January to June, he was engaged in experi- 
menting particularly with the friction devices; he is 
not certain whether sketches were made, but he 
believes not. Heis absolutely certain that the first 
complete machine was beguu in July, 1901, and finished 
in August, 1901, and that by this machine the inven- 
tion was reduced to practice. He is also certain that 
in August, 1901, he began the construction of a second 
machine, which was followed by other machines and 
that work on machines for the market began in the 
summer of 1904. Now, in the consideration of the 
Macdonald case we are met with a very significant fact. 
He does not prove the construction of the machine on which 
he relies as reduction to practice; he does not expluin 
why that machine ts not produced, and he does not prove 
the construction of the second machine that was 
commenced in Auyust, 1901. On the contrary, we 
find that Macdonald proofs are limited to experimental 
apparatus constructed during the first half of the year 
1901, as to which no claim of reduction to practice is 
made and which, according both to the preliminary 
statement and to Macdonald's testimony, were aban- 
doved experiments. [In other words, Macdonald’s 
testimony shows that while he may have conceived the 
invention prior to Kilison, he did not reduce it to 
practice until long after Edison's reduction to practice, 
and he has made no attempt to connect his conception 
with his reduction to practice by a showing of dili- 
gence, as is necessary under all the authorities. 


Conception. 


Macdonald states (M. R., p. 5, Q. 5) that the concep- 
tion of the invention was tlie result of the examination 
of a machine which was shown to him by Daniel 
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Higham at the office of the Columbia Phonograph 
Company, about December 1, 1900. Mr. Higham, how- 
ever, states that he did not show this machine to Mec- 
donald until about July, 1901 (M. R., p. 26, x-Q. 17, 
x-Q. 18, x-Q. 19). Macdonald’s date of conception, is 
therefore, not corroborated and cannot be accepted. 


Macdonald's Exhibit No. 2. 


Macdonald states that this exhibit was constructed 
in December, 1900 (M. R., p. 9, Q. 22), but since 
this is before any date alleged in the preliminary 
statement, it cannot be aecepted. Furthermore, 
Macdonald admits that the exhibit is not 
operative (M. R., p 12, Q. 48) and nothing appears 
in the testimony as to what its complete construction 
may have been. The witness Byrues, however, testi- 
fies that it was “a secondary experiment ” (M. R., p. 
2, Q. 12). 


Macdonald's Exhibit No. 1, 1901 Machine. 


Concerning this exhibit, Macdonald states (M. R., p. 
6, Q. 5): 


“This machine was completed and operated 
early in the spring of 1901. I fix the date of 
completion of this machine also by the fact that 
on the first of May, 1901, there was begun a ma- 
chinists’ strike which lasted about three months. 
All of my workmen in the Laboratory went out on 
this strike, which, of course, included the two men 
who had worked on this machine. The mochine, 
however, was completed and operating for some 
time before the beginning of this strike.” 


Osborne states that he saw the exhibit in the early 
part of 1901 (M. R., p. 15, Q. 4), and that Mr. Plum- 
mer commenced work on it in January, 1901. He saw 
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the machine and heard it operate before the machin- 
ists’ strike (Q. 20). Byrnes also saw the machine 
operate before the strike, although he incorrectly fixes 
the date in 1902 (M.R., p. 21, x-Q. 25). Hinckley 
saw the machine about September, 1901 (M. R., 
p. 22, Q. 4) and heard it operate at that time. 
It seems to be established with reasonable cer- 
tainty, therefore, that this machine was constructed 
and operated by Macdonald before the machin- 
ists’ strike in May, 1901, but it is equally 
clear that the machine was at best merely an aband- 
oned experiment on which Macdonald can only rely for 
conception and not a reduction to practice. The rea- 
sons for this conclusion will be briefly discussed : 

(a) The machine was constructed during the experi- 
mental period, namely, “the first half of the vear 
1901,” as set forth in the preliminary statement, and it 
clearly cannot be the machine which was constructed 
in July and August of that year, and which was claimed 
as a reduction to practice of the said invention. If, 
however, this is the machine that is set out in the pre- 
liminary statement as having been constructed in July 
and August, 1901, it does not so appear from the evi- 
dence ; no attempt has been made to amend the pre- 
liminary statement; and no explanation is offered 
why an incorrect date was alleged in the preliminary 
statement. Accepting Osborne's testimony that he 
suw Plummer working on the machine in January, 
1901, there is too much of a discrepancy between that 
date and July, 1901, when Macdonald states that the 
machine was started on which he relies for reduction to 
practice, to assume that the two machines are one and 
the same. Furthermore, to accept the machine as an 
abandoned experiment, and uot as a reduction to prac- 
tice, is perfectly consistent with all the facts of the 
case. 

(4) Macdonald states (M. R., p. 6, Q. 8) that the 
machine “was built from oral instructions, which has 
beeu my practice in experimental work.” 

(c) Being asked (M. R. p. 12, x-Q. 44) why he waited 
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from the time of construction of this exhibit until De- “ . 
cember 21, 1904, before applying for a patent, Mac- 
donald replied: “ The friction device was not of my 
invention. I had experimented with it considerably 
but never succeeded in producing a machine that I con- “U8 
= sidered commercial, and the devices were set aside as 
an uncompleted experiment; but when Mr. Higham, 
however, appeared in 1904, with a vastly improved 
4 friction device, / ‘hen saw that the commercial prob- e 
4 lem had been solved. J upplied Mr. Higham’s new 
device tomy invention of 1900 und 1901 and produced 
a practical machine, for which patent was applied for.” 
The attempt to minimize this answer in Macdonald's 
re-direct examination was entirely ineffective, since 
| the issue does not cover broadly mechanism of rotat- 
F ing the friction device, but relates specifically to a 
phonic apparatus. No clearer admission could possi- 
bly be made than that the exhibit was tried and found 
; wanting, and was, therefore, laid aside. It was not. 
4 until 1904 that Macdonald saw that an operative de- 
vice couid be made, not as a result of his own experi- 
ments, but because of Mr. Higham’s improvements, 
ia % Tf Higham had never made the tmproved friction 
device, the Jaedonald machme wonld — stall 
be in the scrap heap. Possibly, if the ma- 
chine had been’ reclaimed from oblivion 
prior to Edison's reduction to practice and the im- 
| provements were then applied to it, could be rehed : * 
w 7 upon as a reduction to practice, but it would be ab- 
surd to say that if Higham had not made his improve- 
ments even at the present time, but they still existed 
in futuro, Macdonald could years from now bark back . @ 
: ¥ to his original experiment, reclaim it form the dust of 
| q neglect, and rely upon the machine as so recovered as 
~ A a reduction to practice as of tts original dute. 
a (d@) The witness Byrnes refers to the fact that 
“ Macdonald’s Exhibit No. 2" was a secondary ex- 
periment, and the inference is that the exhibit under 
consideration was also an experimeut (M. R., p. 20, Q. 
Z 12). 


| 
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(e) The witness Wilson, referring to the exhibit, 
states that after the strike he saw certain parts of the 
machine (M. R., p. 28, Q. 7), from which it would ap- 
pear that the machine was then dismantled. It is true 
that the witness later in his deposition (Q. 11) ex- 
presses doubt whether he saw the parts of the iden- 
tical machine or parts of a similar machine, but the 
testimony is perfectly consistent with Macdonald's 
statement that the machine was “ set aside as an un- 
completed experiment.” 


Macdonald’s Exhibit No. 3. 


Macdonald does not say when this exhibit was made. 
Osborne states that he saw Macdonald’s Exhibit No. 2, 
possibly as early as 1902 (M. R., p. 18, re-d. Q. 36), 
and that he saw Exhibit No. 3 “at the same time ” 
(re-d. Q. 37). This was after Edison’s reduction to 
practice. Byrnes states that he saw Exhibit No. 3 
about the same time as the other exhibits (M. R., p. 
20, Q. 15), but his recollection as to dates is uncertain, 
since he is positive that the strike in question was in 


1902) (M. R., p. 22, x-Q. 27). 


Macdonald’s Other Experimental Work. 


Macdonald states (M. R., p. 8, Q. 19) that in 1902 he 
constructed a second machine substantially like Ex- 
hibit No. 1, but that the machine is not now in exist- 
ence (Q. 20). No specific date in 1902 being given, the 
eonstruction of this machine, if material, must be con- 
sidered as subsequent to Edison’s reduction to prac- 
tice. No corroboration as to the construction of this 
machine appears in the evidence. From what has 
already been said concerning Macdonald's work prior 
to Edison’s reduction to practice, it is clear that it rep- 
resents nothing more than a conception of the inven- 
tion, even if it goes that far. It is difficult to see how 
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conception can be based on an uncompleted ex- 


‘periment or how Macdonald can be said to have 


had a concepticn of the invention of the issue 
in 1901 when it was not until 1904, two years 
after Edison reduced to practice, that Higham 
appeared with his’ perfected friction device 
and made an operative device possible. Also, too 
much emphasis cannot be laid on the fact that Mac- 
donald has not produced a shred of evidence as to the 
construction of the machine which he says in his pre- 
liminary statement was built in July and August, 1901, 
and on which he was to rely for a reduction to practice, 
nor on his failure to produce the second machine, which 
he states was commenced in August, 1901. The failure 
of Macdonald to produce such important exhibits or 


‘to satisfactorily explain his failure to do so, can have 
‘but one interpretation, and that is that if the exhibits 


had been produced they would necessitate an unfavor- 


able conclusion. Certainly Macdonald goes too far in - 


assuming that the Office will regard as « reduction to 
practice a macliine, or series of machines, constructed 


‘during the period of experimenting and which, on 
‘MacDonald’s own admission, are either fragmentary or 


were regarded as uncompleted experiments. ‘The best 
that can be said for Maedonald’s case is that these un- 
completed, inoperative and abandoned experiments 
may indicate a very vague conception of the invention 
some time in 1901. This comprises all of Macdonald's 
work prior to Edison's reduction to practice. Let us 
now see when Macdonald reduced the invention to 
practice and having inquired as to that fact, let us 
then ascertain if, under the authorities, Macdonald 
has properly assumed the burden of proof and has con- 
nected his conception with his reduction to practice by 
a showing of reasonable diligence. 
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Macdonald's Work After Edison’s Reduc- 
tion to Practice. 


Macdonald states that the improved Higham de- 
vices were brought to his attention in June or July, 
1904 (M. R., p. 10, Q. 28), and that he subsequently 
constructed a machine embodying those improvements 
{Q. 29), but that the machine is not now in existence 
(Q. 30). When this machine was constructed does 
not appear from the evidence. About September 1, 
1904, a drawing was made (Macdonald’s Exhibit No. 
4, Blueprint of 1904, M. R., p. 11, Q. 32), from which 


‘the Patent Office drawings were made, the applica- 


tion being filed on December 2lst, 1904. The con- 
struction of machines for the market was commenced 
in December, 1904 (Q. 34), but it does not appear 
whether tiiis was before or after the filing of the appli- 
cation. The making of the drawing of September 1, 
1904, is corroborated by the draughtsman, Hinckley 
(M. R., p. 25, Q. 15). From this review of Mac- 
donald’s case the following facts very clearly appear : 

(1) Anything that mav have been done by Mace- 
donald prior to Edison’s reduction to practice was in 
the nature of abandoned experiments. Possibly, 
although it is very doubtful, those experiments may be 
made the basis of a claim to conception. 

(2) Macdonald did not reduce to practice until De- 
cember 21, 1904, when his application was filed. 

(3) Granting that the work in 1901 may indicate 
conception of the invention, nothing was done by 
Macdonald until September, 1904, more than two 
years after Edison’s reduction to practice. At the 
date of Edison’s entrance on the field, Macdonald was 
absolutely idle, wheu, under the authorities he should 
have been diligent. His early experiments were set 
aside until Higham could make them complete. Un- 
fortunately for Macdonald, Higham did not complete 
his work until June or July, 1904, so that the long 
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period of three years between the construction of the - | 

experimental machine and Higham’s appearance is en- 
tirely unexplained. Under these circumstances, it is 
not seeu how, by any of the well-known rules in inter- 
. j ference practice, any conclusion can be reached ~ | 


other than that the award of priority should go to 
Edison. 


i — 


POINT 1. . 


a 


As tothe first count, priority must clearly 
be awarded to Edison. 


Edison's recording telephone, both as disclosed in. 
his application and in the complete machine, is a re- 
cording apparatus and nothing else. The first count is 

7 specifically limited to a recording surface, and by nec- 
es J essary implication to a recording stylus. The exhibit 
* Recording Telephone” is an actual reduction to 
practice of the count, and the Edison application a 
constructive reduction to practice thereof. There is not 
a word of testimony, by Macdonald that he ever had a 
7 conception of a recording apparatus within the terms 
ws ‘ of this count before Edison’s reduction to practice, so 
: * that Edison stands in the position of the first to con- 
ceive and the first to reduce to practice. Macdonald's 
whole record may be searched in vain for a shred of 
testimony in support of this count. All, in fact, that ‘ 
Macdonald has to rely upon is the single statement of 


SS ee ee ee 


| 
b 





~ his application that the invention “ relates to machines 
recording aud reproducing sounds,” but a recording : 

machine is not specitically described, and it has been 

pointed out that to convert the reproducing machine 
3 shown therein to a recording machine, would be a difi- . 

4 cult accomplishment and would require independent 

= B: invention. Not only must Edison be regarded the 

Z 
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itil De- jirst inventor of a machine complying with the limita- 
t, Muac- tions of the first count, but as the on/y 7nventor, since 
t of my up to the present time Macdonald has produced no 
derably evidence on which a claim to inventorship may be 
wt fcon- based. The vague and general statement in the speci- 
side as fication can indicate nothing more than a_ possibility 


ligham, 
iproved 


that the machine might be modified so as to record 
sounds. Certainly that statement is not suflicient to 


| prob- support a specific claim limited to recording mechan- 
mies VeW ism. 

—_ 
rod need 


rare | for.” 
lonald’s 


+, since 
f rotat- 
lye) & POINT 2. 
| possi- 
| found Macdonald's work in 1901 was purely 
was not experimental and was so hopeless that the 
an ue ” entire enterprise was laid aside for three 
aathia: years. The invention was completed by 
sebediiyg: Higham. Under these circumstances, the 
i stild work of 1901 did not even amount to a 
e ma- conception of the invention. 
»blivion 
che im- We assert in confidence that if it was not until 1904 
+ retied that the invention was completed, the abandoned ex- 
be ab- periments of 1901 cannot be regarded as xa sufliciently 
nprove- complete embodiment of the invention to offer a satis- 
existed factory basis for a claim to conception. As Mac- 
rk back donald states, the invention was then “ uncompleted.” 
dust of It was not completed until Higham appeared in 
ered as June or July, 1904. If Higham had uever appeared, 
the invention would presumably never have been com- 
et that pleted. The issue necessarily contemplates a com- 
iry e@Xx- pleted invention, since the Office, except in caveats, 
under does not recognize inchoate and half-baked schemes. 
3 20- Q. The possibility of a completion of the invention not 
arising until June or July, 1904, there could have been 
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no conception of a complete invention in 1901, unless 
we attribute to Macdonald the gift of second-sight and 
assume that in 1901 he knew what Higham would 
bring forth in 1904. 

In Merganthaler vs. Seudder, 81 O. G., 1417, the 
Court of Appeals, defining the completeness of a con- 
ception of an invention, said : 

‘A complete conception as defined in an issue 
of priority of invention is matter of fact and must 
be clearly established by proof. The conception 
of the inveution consists in the complete perform- 
ance of the mental part of the inventive act. All 
that remains to be accomplished in order to per- 
fect the act or instrument belongs to the depart- 
ment of construction, not invention. It is, there- 
fore, the formation in the mind of the inventor of 
a definite and permanent idea of the complete and 


operative invention as it is thereafter to be applied - 


in practice that constitutes an available concep- 
tion within the meaning of the patent law (1 Rob. 
on Pats., sec. 375), 


They quote with approval the following statement 
from Cameron & Everelt vs. 1. fe. Brick, 1871 C. D., 
89 : 


“ The point of time at which invention, in such 
sense as to merit the protection of law, dates is 
neither when the first thought of it is conceived 
nor when the practical working machine is com- 
pleted, but it is when the thought or conception is 
practically complete ; when it has assumed such 
shape in the mind that it can be described and il- 
lustrated ; when the inventor is ready to instruct 
the mechanic in relation to putting it in working 
form ; when the ‘embryo’ has taken some detinite 
form in the mind and seeks deliverance, and when 
this is evidenced by such description or illustra- 
tion as to demonstrate its completeness. * * * 
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The true date of invention is at the point where 
the work of the inventor ceases and the work of 
the mechanic begins. Up to that point he was in- 
venting, but had not invented, and he must have 
invented before the law will come to his protec- 
tion.” 


See, also, //erman vs. Fullman, 107 O. G., 1094, and 
Lotterhand vs. Hanson, 108 O. G., 799. 

In this aspect of the case, Edison ts the first to con- 
ceive and the first to reduce to practice, and, therefore, 
must prevail. 


POINT 3. 


Admitting that Macdonald’s work in 
1901 was a conception of the invention, 
there is no showing of reasonable diligence 
connecting that conception with the con- 
structive reduction to practice of Decem- 
ber 21, 1904. 


It has been shown from Macdonald’s own testimony 
that during the three years between 1901 and June, 
1904, absolutely nothing was done by him towards the 
development of the invention, but that the early ex- 
periments were still withheld as uncompleted. During 
this period, Edison entered the field, conceived the in- 
vention, made drawings of it, disclosed it to others and 


completely reduced it to practice. In this aspect of ~ 


the case, priority of invention must be awarded to 
Edison. 
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POINT 4. 


In view of the positive declarations of 
Macdonald's preliminary statement, his ex- 
perimental work, prior to May, 1901, can- 
not be regarded as a reduction to practice. 
Furthermore, his admission that the early 
machines were set aside as “an uncom- 
pleted experiment” must outweigh any 
testimony as to their success or operative- 
ness. 


The testimony must conform to the preliminary 
statement. If any other practice is permitted, a pre- 
liminary statement becomes a mere idle ceremony. 
When the preliminary stutement says that experiments 


were made at one period and that the invention was — 


reduced to practice at another period, the construction 
of machines during the first period and prior to the 
second period, can only be regarded as part of the ex- 
perimental work, even 1f Macdonald had uot specitic- 
ally so characterized them. In Filer vs. MeBerty, 
125 O. G., 1015, the Court of Appeals said: 


“ When the Patent Office has refused to allow 
him to file an amended statement, any attempt to 
prove the earlier dates is contrary to the rules cf 
the Patent Office and to the general rules applica- 
ble to pleading in courts of law. Such testimony 
must be disregarded. Fowler pursued this course 
and naturally even his testimony, which is within 
the allegations of his preliminary statement, is 
very closely scrutinized.” 


The fact that Macdonald has not attempted to 
amend his preliminary statement, does not in any way 
affect the applicability of this doctrine. It would be 
absurd to say that because he has elected to stand on 
his preliminary statement as filed, he should be per- 
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mitted to disregard it, while, if he had attempted to 
amend the statement and failed, he would be bound 
by the dates originally alleged by him. Manifestly, if 
Macdonald seeks to give to the testimony such a color 
as to support a claim for a reduction to practice on his 
experimental work of 1901, that testimony must be 
disregarded. If it is to be regarded at all, it can only 
be as evidence of conception, and on that point there 
is grave doubt. 


POINT 5. 


Even if Macdonald’s testimony can be 
accepted in disregard of his preliminary 
statement, and if we overlook his admission 
that his work of 1901 was an abandoned 


experiment, the 1901 machine (Exhibit 
No. 1) cannot be revarded as a reduction to 


practice. 


Macdonald admits that it was not until 1904 
when Higham produced his improved friction device 
that his machine became practical enough to warrant 
filing an application thereon, Whuatever may be the 
construction of the machine at the present time, with 
the improved attachments, it is clear that in 1901 it 
was not complete, nor was it so regarded by Mac- 
donald. 

In Swihart vs. Mauldin, 192 C. D., 137, the issue in- 
cluded a plunger, but contained no limitation as to the 
material of which it was to be made. Swihart con- 
structed twelve scales with plungers of hard rubber, 
and they were shipped to customers, tried and _ re- 
turned, as they failed to weigh properly. “ After they 
were returned Swihart learned indirectly from one 
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Leganke that graphite could be used in making the 
plungers, and would operate with less friction. He 
thereupon introduced this feature into his scales and 
found that they were then satisfactory; but this was 
after Mauldin had obtained the same information from 
Leganke and had successfully reduced the invention to 
practice.” Held, under these circumstances that the 
machines as first. constructed by Swihart were not a 
reduction to practice, but were abandoned experiments. 
The present case is very similar to Swihart vs. 
Mauldin, because here we have a completion of the in- 
vention by the suggestions of Higham, subsequently 
to Edison’s reduction to practice. If Leganke had 
never suggested to Swihart, or if Swihart had never 
ascertained that the plungers could be made of 
graphite, the twelve scales originally constructed 
by Swihart would never have passed out of 
the domain of abandoned experiments. So, in 
the present case, if Higham had never sug- 
gested to Macdonald how the friction devices 
could be made practical, Macdonald’s invention 
would never have been reduced to practice. 

In Gallagher Jr. vs. Hien, 115 O. G. 1330, the Court 
of Appeals, in defining what coustitutes reduction to 
practice, said : 


“ Nevertheless it is essential that a device to 
constitute a reduction to practice must show that 
* The work of the inventor must be finished phys- 
ically as well as mentally, Nothing must be left 
for the inventive genius of the public’. (Robin- 
son on Patents, Vol. 1, page 183.) 


In Macdonald vs. Edison, 105 O. G. 973 (a prior 
interference between these parties on a different sub- 
ject matter), the present Commissioner had occasion 
to refer to an exhibit introduced by Macdonald under 
the same circumstances as the present 1901 machine. 
In that case it was claimed that a certain machine was 
a reduction to practice. The Commissioner said : 
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the 4 , “Tn answer tox Q. 1. Macdonald himself admits 
He - that the tests were mere ‘ laboratory experi- 
and ments’ andthat his work on the duplicating- 
wis . machine was not theu’pressed. In the last portion 
rom ; of his answer to Q. 30 Macdonald says that the work 
n to on the duplicating-machine (the machine in issue) 
the and the recording machine was completed at 
ota —" practically the same time, as the work on both 
nts. was carried on simultaneously. 
uy In answer to x-Q. 1, it is stated that ‘ when 
: in- the two muchines were completed (he received in- 
ntly a »6 structions) to lay aside for the time being all work ‘ 
had except the getting out of the Graud machine it- , 
ever self * * * and Grand records. The work 
of upon the duplicating-machine was therefore not 
ete? pressed outside the laboratory experiments.’ 
of “ If the duplicating machine was at that time a 
in complete machine. capable of successfully perform- - 
sug- ing the work for which it was intended and which 
‘ices needed no further work to be done on it in order 
tion : to perfect it, there could be no further work for 
~ Macdonald to do. It is difficult to see, therefore, 
ourt how work could be laid aside when it was already 
u to completed. The auswer to x-Q. 1 raises a pre- 


sumption that the reduction to practice claimed 
for Macdonald was not in his own opinion actually 


e to complete at that time, for the reason that if there 
thes 4 was no more work to be done, there could be no 
hys- necessity for laying the work aside.” 
left 
bin- In the present case Macdonald states that the de- 
| , 3 vices were set aside as an uncompleted experiment, so 
that as the Commissioner in the former case said, it is 
rir . x difficult to see how those devices could be complete, 
sub- since, if they were complete, there would be no neces- 
sion sity of setting them aside. Yet, if the 1901 machine 
nder | is to be relied upon as a reduction to practice, it must 
ine. , ‘ be shown to have been complete, which Macdonald 
WwPs admits it was not. The former interference shows that 
7 Macdonald seems to believe that an uncompleted ex- 
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periment can be regarded as a reduction to practice. 
The Patent Office and the Court of Appeals held very 
distinctly to the contrary, and it is thought that the 
same holding is applicable to the present case. Cer- 
tainly, a machine that was deliberately set aside as an 
uncompleted experiment cannot not now be regarded 
as a complete embodiment of the invention. 


POINT 6. 


Macdonald may argue that Edison’s com- 
plete machine cannot be regarded as a 
reduction to practice, because the machine 
was not tested except to determine the 
operativeness of the mechanism fer ro- 


tating the chalk roller. The reply is that- 


mo such tests were necessary under the 
circumstances. 


We have pointed ont in the present case that in a 
broad sense Edison's invention comprises a pbono- 
graph and chalk telephone, botli of which are perfected 
devices, and have been known to be such for twenty 
years. For instauce,in Kuight’s Mechanical Diction- 
ary (Boston, 1884), the chalk telephone is illustrated 
at Figure 2403, plate XLVIIL., and is described on 
page 883 as follows : 


“ The chalk cylinder is inclosed in a vulcanite 
box at the end of the movable arm. The cylinder 
when once moisteued remains in that condition 
an indefinite time, as the box is practically air 
tight. The small shaft that runs parallel with the 
iron arm extends through the side of the box and 
carries the chalk cylinder. Upon the opposite 
end there is a small pinion moved by a worm, the 
crank of which is turned by the finger.” 
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ed 
, ‘ In Appleton’s Cyclopedia of Applied Mechanics (New 
York, 1885) two forms of motograph are shown in fig- 
ures 4114 and 4115. The article describing the instru- 
1s of . . ment (page 862) says : 
ieee “ About the year 1872 Dr. T. A. Edison made 
— the discovery that if a strip of paper, moistened 
tice. with a chemical solution thatis readily decom- 
arly posed when a current of electricity is passed 
‘om- through it, be drawn over a metal plate connected 
Awy with the positive pole of a voltaic battery and be- 
bi russ neath a platinum style, bearing upon it witha 
gentle pressure, anil which can be connected to 
the negative pole by means of a key or contact 
— maker, whenever the current is allowed to pass 
ie. the friction is instantly reduced between the 
ony. surface of the prepared paper and the 
a platinum style, to be immediately | restored 
: aan the moment the current is again inter- 
eee rupted ; from which it follows that if the 
re paper be drawn with a uniform tractive force 
a below the style, it will slip whenever an 
sta electrical current is transmitted through it, and 
rerty will be retarded again by a fractional resistance 
the moment that the current ceases to flow. ‘This 
discovery has been applied by Dr. Edison to the 
oo construction of a telephone which is remarkable 
pt to for the loudness and clearness of its tones. Fig- 
es cf ure 4114 is adiagram showing the arrangement 
lica- of the device. The cylinder A is composed of 
mMOny precipitated chalk to which a small proportion of 
‘thin acetate of mercury is added, the whole being 
ut, is moistened with a saturated solution of caustic 
potash, and moulded iuto a cylindrical form by 
2 being subjected to hydraulic pressure. This 
d to cylinder is mounted upon a horizontal axis B, and 
"way is made by suitable mechanism to revolve beneath 
d be a metallic strip C, which is maintained with a uni- 
d on form pressure by an adjustable spring S against 
PC- the surface of the chalk. At the point where the 
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strip rests upon the cylinder, a small plate of 
platinum is fastened, and the opposite end of the 
strip is attached to the centre of a diaphragm of 
mica D, 4 inches in diameter, firmly fixed in the 
framing of the iustrument by its cireumference. 
By connecting the strip to the zine element of 
a voltaic battery, and the chalk cylinder to the 
copper pole, and rotating the cylinder at a uni- 
form speed away from the diaphragm, it will be 
found that, when no current is passing, the friction 
between the moistened surface of the chalk and 
the platinum strip is sufficient to drag the centre 
of the diaphragm inward, and it will take up a 
fixed position of equilibrium when the frictional 
pull in the centre of the diaphragm is equal to the 
elastic tension of the strained diaphragm. The 
moment, however, that an _ electric current is 
allowed to pass between the strip and the cylinder, 
electro-chemical decomposition takes place, the 
friction between them is reduced, and the dia- 
phragm, finding its elastic tension unopposed, 
files back to a second position of equilibrium 
depencent upon similar conditions ; and if a 
variable or undulatory current of electricity be 
trausmitted through the instrument, the dia- 
phragm will be kept in coutinual motion by the 
constantly varying friction existing between the 
chalk and the platinum, dragging the diaphragm 
in opposition to its own constant elastic tension.” 


The form of chalk receiver or motograph above de- 
scribed, is practically identical with the device shown 
in Edison Patent No. 221,957 of November 25th, 1879, 
introduced herein. In view of the well recognized 
operativeness of a phonograph and of a chalk tele- 
phone, we submit that if no tests whatever had been 
made of the complete apparatus they would not be 
necessary, since it is perfectly evident from an inspec- 
tion of the machine that when the usual phonographie 
devices are operated, the chalk cylinder wil] be turned. 
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In the case of simple mechanical devices of this kind 
actual test is not necessary to support a claim for re- 
duction to practice. 

In Mason vs. Hepburn, 84 O. G. 147, the Court of 
Appeals said : 


* At the same time, some devices are so simple 
und their operativeness and efficacy so obvious 
that the complete construction of one of a size 
and form intended for and capable of ‘practical 
use might well yet be regarded as a sufficient reduc- P 
tion to practice without actual use or test in an 
effort to demonstrate their complete success or 
probable commercial value.” 


In Herman vs. Fullman, 107 O. G, 1094, the present 
a Commissioner of Patents said :— 


“ The invention here is a mere attachment to 
automatically turn out the light when it reaches 
the bottom of the printing frame and is of such a 
ebaracter that it might almost be said that a 
practical test was not necessary to demonstrate 
its practicability”. 


In Gallagher. Jr., vs. Hien, supra, the Court said : 


‘“ Nor is it always essential that actual tests of 
a qe the invention be made in order to complete the 
inventive act (Mason v. Hepburn). The device 
relied upon as a reduction to practice must, how- 
ever, if it has not been worked, clearly be capable 





——_ * of work, and not have been a mere experiinent.”’ 
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3 ‘ 
. j 
- 3 
- . . 


Raymond R. Wile 
__ Research Library 








42 


POINT 7. 


The tests that were made were sufficient 
for the purpose. It was not necessary to 
test the phonograph nor the chalk tele- 
phone. 


Both Edison (E. R., p. 31, Qs. 391, 40 and 41) and 
F. P. Ott (E. R., p. 40, Qs. 75-83) testified that after 
the construction of the machine it was operated to see 
if it was mechanically efficient, and these tests were 
successful. That was all that was necessary. 

They had already been experimenting with chalk 
telephones and with reeording telephones for more 
than a year, and they were both familiar with the 
construction of phonographs and chalk telephones for 
more than twenty years. To have connected up the 
telephone and recorded on the phonograph would have 
been a mere waste of time. There could never be a 
question about the operativeness of the combination, 
nor bas there been a question about its operative- 
ness; and to hold that the complete machine is 
not operative would be to declare that a phonograph or 
a chalk telephone was not an operative device. Wedo 
not believe that the Patent Office would undertake the 
responsibility of so characterizing well-known com- 
mercial machines which have been before the public 
for the past thirty years. Furthermore, the testimony 
of Warren must not be lost sight of on this point. 
That witness speaks as an expert and without interest 
or bias, and he states without qualification, after hav- 
ing carefully examined the complete machine (ff. R., p. 
46, x-Q. 17-x-Q. 18) that he is familiar with the 
machine, that it was perfectly operative in October, 
1902, and that it is perfectly operative now. Certainly 


the testimony concerning the operativeness of this _ 


machine is sufficient to demonstrate the point, at least 
prima facie, and to impose upon Macdonald the burden 
of proof of showing that the machine is not operative. 
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Macdonald has not undertaken to do tliat, nor in fact, 
has he ever questioned the successful operativeness of 
the complete machine, and it is possible that he may 
not do so. The point is discussed, however, as a 
matter of precaution. 


POINT 8. 


Operativeness of the complete machine, 
even if it has not been proved, would neces- 
sarily be presumed from the fact that the 
machine and the disclosure of the applica- 
tion are identical. 


A comparison of Edison’s Exhibit Recording Tele- 
phone with the drawings of the Edison application will 
show that the drawings were made from the machine. 
The Edison application constituting a constructive 
reduction to practice, it manifestly follows that an 
identical physical embodiment of the same invention 
must be an actual reduction to practice. 'To question 
the operativeness of the actual embodiment of the in- 
vention would carry with it a question of the operative- 
ness of the application. No such question has been 
raised either by the Patent Office or by Macdonald. 
Shonld that question be raised, it would relate not to 
priority of invention, but to Edison’s right to make 
the claim. A somewhat analogous question raised in 
Rolfe vs. Hoffman, 121 O. G., 1850, where the Court of 
Appeals said : 


“The Patent Office raises no question that Rolfe 
has fully deseribed an operative device, and when 
that device shown and described in the application 
for the patent is substantially the same as the de- 
vice made in December, 1901, that fact, at least in 
the present case, is persuasive that the device 
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belongs to that class of simple devices where it is 
not essential that actual tests of the invention be 
made in order to complete the inventive act.” 


POINT 9. 


Edison's prior reduction to practice in 
1902, being established, did he by his 
failure to file an application until 1905 
lose his right to the invention in favor of 
Macdonald, who, in the meantime had con- 
structively reduced to practice? 


As to this doctrine, much has been said in recent 
years, both by the Patent Office and by the Court of 
Appeals, commencing with Jason vs. Hepburn, 84 
OQ. G., 147. In this case the doctrine was announced 
as follows : 


‘Considering then this paramount interest of 
the public in its bearing upon the question as 
presented here, we think it imperatively demands 
that a subsequent inventor of « new and useful 
mannfacture or improvement who had diligently 

ursued his labors to the procurement of « patent 
in good faith and without any knowledge of the 
preceding discoveries of another, shall, as against 
that other, who has deliberately concealed the 
knowledge of his invention from the public, be 
regarded as the real inventor and as such entitled 
to his reward.” 


In Zhompson vs. Weston, 1901, C. D., 24, Mr. Com- 
missioner DUELL announced the rule as follows : 


“Where an inventor has reduced an invention 
to practice, applied for and obtained a patent and 
given the benefit of the invention to the public, a 
clond should not be thrown on that patent by 
giving a pro forma award of priority to his rival, 
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who comes into the Patent Office after seeing 
the patent and introduces as evidence of his claim 
to priority, a device made long before the pat- 
entees, but kept secret and not given to the 
public.” 


And, in the same case on appeal, 1902, C. D. 521, the 
Court of Appeals held that the facts were squarely 
within the doctrine of Jason vs. Hepburn, and said: 


“The particular object of the beneficence of the 
patent law is the individual who first conceives, 
and with diligence perfects an invention. And 
where one has completed the act of invention his 
right to the reward in the form of a patent be- 
comes complete save in two instances that may be 
satisfactorily shown to exist. First, he loses the 
right as against the public in general by a public 
use for the statutory period. Second, by deliber- 
ate concealment or suppression of the knowledge 
of his invention he subordinates his claim, in 
accordance with the general policy of the law in 
the promotion of the public interest, to that of 
another and dvnu w/e inventor who during the 
period of inaction and concealment shall have 
given the benefit of the discovery to the public. 
Viewed in the light of ‘the true policy and ends 
of the patent laws,’ the latter is the first to invent, 
and therefore entitled to the reward. 


See, also, Fefel vs. Stocker, 1901, C. D. 269. 


In Matthes vs. Burke, 1110. G. 1363, the doctrine 
of Mason vs. Hepburn was modified to the extent of 
being applied in a case where both parties are appli- 
cants, but where the first to reduce to practice waits 
“ antil he learns that his rival is using it commercially 
and placing the product of such invention on the 
market.” But the rule in its effect was clearly con- 
firmed by the Commissioner in the following terms: 


“From the foregoing cases we may extract the 
principle that an inventor who has completed the 
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inventive act by reduction of his invention to ° 

practice may lose his right to obtain a patent, in 

favor of a subsequent inventor, by concealment 

and delay in applying fora patent. An inventor 

has the power to adopt the secret practice of his 

invention as his protection instead of the patent 

monopoly offered by the law to him if he will 

disclose his invention. 3 

‘Tf he thus refuses to instruct the workers in " 

the art, expecting that secrecy will better serve 

his private purposes, he may not practice this 

species of protection indefinitely until it proves 

i insuffiient and then avail himself of the protec- 

4 tion of that system of patent law which he had 

tried to replace by other means. By such con- 

cealment he has left the field apparently vacant to 

stimulate the activity of other inventors. After 

they have relied upon this vacant condition and 

have by invention supplied the apparent want he 

cannot defeat them by bringing forward his inven- 

tion and saying, in effect, that this field is occu- 

pied by himself to the exclusion of their rewards 

for efforts stimulated by the false appearance 
created by himself. * * * 

“ The wilfull suppression and concealment of the 
invention on the part of Matthes for over three 
‘ years brings his case withiu the principle stated, 
and it is held, therefore, that as against Burt he 5 
has forfeited his right to a patent.” 





However much one may doubt the correctness of the 
view expressed in Matthes vs. Burt, which is certainly 4 
carrying the doctrine almost to the danger point, the de- 
cision in that case fully supports the rule in Mason vs, 
Hepburn, in respect of the two prerequisites that will | 
suffice to defeat the rights of one who actually reduced 
an invention to practice not in favor of the public as a 
matter of abandonment, but in favor of his opponent z 
as a matter of priority of invention, These two pre- 
requisites are : 
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First. That after reducing the invention to practice, 
it must have been deliberately and intentionally con- 
cealed and suppressed, and second, that the filing of 
the second application must be stimulated by the 
grant of a patent to his opponent or actual 
commercial manufacture on the part of the 
latter. In the present case, we have neither 
of these features. In the first place, 
the testimony shows that it was Mr. Edison’s inten- 
tion to file an application for a patent and by the testi- 
mony of his attorney he is fully corroborated in this in- 
tent. In the second place Macdonald has no patent, 
and Edison was not stimulated to file his application 
as a result of Macdonald’s commercial operations, but 
solely because the machine was accidently discovered 
by his attorney, and when discovered the application 
was immediately filed. The doctrine of J/ason vs. 
Hepburn is in the nature of a forfeiture, and its harsh- 
ness should only be invoked in a clear case coming 
absolutely within its spirit, if not its letter. And, in 
many cases urising since that decision, the Patent 
Office and the Court of Appeals have refused to follow 
the doctrine. 

In Sarfert vs. Meyer, 1902 C. D., 438, Sarfert, after 
constructing a singeing machine in March 1898, waited 
until March 1900, before applying for his patent. The 
machine was used, not openly, but under no particular 
injunctions as to secrecy. The Commissioner said 
that : 


“ These facts are not such as will bring Sarfert’s 
ease within the rule announced in J/ason v. Hep- 
burn, supra. Sarfert, after the reduction to prac- 
tice of his invention, did not deliberately lay the 
same aside, nor did he concealit from the public.” 


In Oliver vs. Felbel, 1902, C. D., 565, Felbel reduced 
to practice on July 20th, 1898, but did not file his ap- 
plication until December 19th, 1899, after Oliver had 
put a large number of machines on the market. The 
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Court of Appeals refused to follow Juson vs. Tepburn, 
and said : 


“ There was here no fraudulent concealment, no 
suppression of the invention to keep it from the 
public, no abandonment of it as of an unsuccess- 
ful experiment, no such unreasonable delay as _ to 
impose upon the claimant the burden of proof 
beyond a reasonable doubt. On the contrary, 
; Felbel’s delay in this instance does not seem to 
have been unreasonable under all the cireum- i 
stances. He had placed his invention in the 0 
| hands of the person to whom it was most natural . | 
2 for him to look to manufacture it for commercial 
3 use, which he was unable to do himself ; and he 
withdrew it from him as soon as it became ap- 
parent to him that this person wus not then dis- 
posed to take up the matter. He had coustructeel 
4 a practical operative machine ; the reduction to 
4 practice bad been complete ; and all that remained 
4 ‘ to be done for the security of his right was to 

make his application fora patent. Undoubtedly 
it was possible for him to have done this more 
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promptly than he did ; but the delay was not un- ; 

reasonable. , 

* The diligence required ofan inventor ia ailic ; 

gence rather in the reduction of his invention to ; 
q practice than in application to the Patent Office \ | 


or in manufacturing his device for publie use. It 
is very true, as we held in JJ/ason vs. Hepburn, 
Warner vs. Smith, and other cases, that delay 
long and unexplained, and yielding to activity 
only when the the knowledge comes of the 
entrance of a rival on the field, is always presump- 
tive evidence that what is claimed to have been | 
reduction to practice was no more in fact than an 
unsatisfactory or abandoned experiment. But 
when reduction to practice has been satisfactorily , 
shown, and there is no unreasonable or unex- 
plained delay, there is uo law that would bar the 
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first or original inventor of his rights. Jn 
order to give to delay the effect of destroying such a 
right, there must be some circumstance of conceal- 
ment, suppression or abandonment of the invention.” 


In MeBerty vs. Cook, 90 O. G., 2295, Cook reduced 
to practice in 1891 or 1892, but did not file until July 
29th, 1896, more than four years afterwards. McBerty 
on the other hand, had actually reducedto practice in 
July, 1893, and his original patent was granted August 
13, 1895, almost «a year before the application of Cook 
was filed. The Court of Appeals refused to apply the 
doctrine of Musun vs. Heburn on the ground that the 
delay of Cook in applying for a patent or in making 
commercial use of his invention was not such an inten- 
tion to suppress or conceal his invention from the public 
as would subordinate his right to that of McBerty, who 
promptly applied for and obtained a patent. 

In Blood vs. Brown, 105, O. G., 496, Blood reduced 
to practice in May, 1899, and Brown in the following 
month. Brown obtained his patent on February 26th, 
1901, and Blood filed his application on April 27th, 
1901. Here was present apparently all the cireum- 
stances of Musun vs. Lephurn, except deliberate or in- 
tentional concealment. The Commissioner of Patents, 
however, refused to follow the doctrine of that case, 
because the evidence showed that Blood had made un- 
successful efforts to obtain capital, whereby he might 
file applications for his inventions. So far as the ab- 
sence of intent to conceal or suppress the invention is 
concerned, it is as clear in the present case as in Blood 
vs. Brown. Blood made efforts to file an application 
and Edison believed he had filed an application. 

In Brooks vs. Hillard, 106 O. G., 1237, Brooks re- 
duced to practice in April, 1902, and filed his original 
application two years later on April 26th, 1894, Hill- 
iard in the meantime, having filed his original applica- 
tion on January 3d, 1893. The present Commissioner 
held that Brooks’ intention to file the patent applica- 
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tion rebutted any presumption of abandonment or con- 
cealment and refused to follow Mason vs. Hepburn. 
Bergger vs. Pussel, 121 O. G., 2328, is another case 
where the Court of Appeals refused to follow the doc- 
trine of Mason vs. Hepburn. The syllabus reads : 


“ Where the reduction to practice of the inven- 
tion was clearly established, a delay of two anda 
half years in filing the application therefor is not 
sufficient to destroy the weight of proof of actual 
reduction to practice, especially where it appears 
that drawings showing substantially the same 
eonstruction as the original device were sent to 
applicant’s attorney more than a year before the 
application was filedand before any one else had 
entered the field.” 


In Rolfe vs. Hoffinan, supra, Hoffman’s Patent was 
issued November 17th, 1903. Rolfe filed his applica- 
tion on December 29th, 1903, but reduced to practice in 
December, 1901. Here was presented a case which at 
first glance would appear to come within the doctrine 
of Mason vs. Hepburn, because there was a long delay 
on the part of the juvior applicant, after his reduction 
to practice, and a patent to his opponent had already 
issued. Yet the Court again refused to apply the 
doctrine of Mason vs. Hepburn, and said : 


“There is absolutely nothing in the record in 
this case to warrant a finding of abandonment by 
Rolfe. It »ppears that Rolfe after making these 
exhibits, submitted them to his patent attorney, 
with whom they were left to be patented in their 
turn; that the American Electric Fuse Company 
had the right to obtain patents for Rolfe’s inven- 
tions in the art te which the device in controversy 
relates, and exercised that right subsequent to 
December 1, 1901, to the extent of filing about 
twenty applications; that Rolfe talked more or 
less about this invention with others, and that he 





Raymond R. Wile 


Research Library 





——— eee 





“Se 
loc- 


ren- 
ida 
not 
ual 
ars™ 
ime 
t to 
the 
had 


was 
ica- 
3 in 
iat 
‘ine 
lay” 
ion 
ady 
the 


= 
in 
by 
ese 
ley, 
ieir 


Dy 


irsy 
to 
out 
| Or 
hee 








o1 


preserved the exhibits. These facts negative any 
idea of abandonment of the invention.” 


Not only do the facts in the present case show, we 
think beyond any question, that there was no intent or 
desire on Edison’s part to suppress or conceal the in- 
vention, which is the first necessary consideration in a 
case in which the doctrine of Jason vs. Hepburn is to 
be applied, but it does not appear that Edison’s appli- 
cation was filed as a result of knowledge of Macdonald's 
application or of his commercial manufacture. It is 
stipulated between the parties (M. R., p, 30, 32) that 
the Macdonald application in this case was involved in 
a former interference, declared April 25th, 1905, with 
an application of one Pierman, in which Edison’s 
attorney was also attorney and in which Mr. 
Edison was interested. Possibly, the argument will be 


made that this fact was the inciting cause for the Edi-\ 


son application, but no such inference can be drawn 
under the circumstinces, even if it be admitted that 
the harsh doctrine of Mason vs. Hepburn could other- 
wise be applied. Edison testifies, withont qualification, 
and he is fully corroborated by his attorney, that he 
had supposed the application was filed, and when it 
was found that it had not been, the oversight was im- 
mediately rectitied. This was several months after the 
Macdonald-Pierman interference was declared. If 
Edison had deliberately concealed or suppressed his 
invention, the human thing to have done would have 
been to file the application when knowledge of the 
Macdonald application was first obtained, assuming 
that Edison had personal knowledge of that fact, 
although no proof as to this point is offered. The 
fact that Edison did not file the application until the 
machine was called to his attention by his attorney 
negatives any possible presumption that the inciting 
cause was the knowledge of Macdonald’s application 
or commercial work. We submit, therefore, as a result 
of this review of the authorities, that the present case 
contains none of the features that would warrant the 





Research Library 


Raymond R. Wile 


the 


apts ade 





52 


application of the doctrine of Jason vs. [Hepburn- 
When Edison’s invention was reduced to practice in 
1902, the application for patent could have been filed, 
and Edison believed it had been filed. The fact 
that he was in error as to this point, for 
which an adequate explanation is made, cannot 
possibly be taken either as an attempt to 
abandon the invention or to suppress or conceal 
it. The Edison invention having once been made, the 
completeness of the inventive act being conceded and 
the record failing to disclose any attempt to conceal or 
suppress the same, then under no authority with which 
we are familiar can an estoppel arise against Edison, 
and as a result of which Macdonald can rightfully 
claim priority of invention. 


Conclusion. 


In conclusion, we submit that Macdonald, although 
possibly the first to conceive, was not diligent, and in 
fact has made no attempt to show diligence, in re- 
ducing the invention to practice ; and that Edison having 
actually reduced the invention to practice before Mac- 
donald, having had no intent to conceal or suppress the 
invention, and not having filed his application as a re- 
snlt of the knowledge of Macdonald’s application or 
commercial work, must be regarded as the prior in- 
ventor. 

Respectfully submitted, 
Frank L. Dyer, 
For Edison. 
Orange, N. J., January 31, 1907. 
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j IN THE 

F) United States Yatent Offwe. 
7 EDISON | 

4 US. Interference No. 25,677. 

b | | MACDONALD. 

3 BRIEF FOR MACDONALD. 


a The application of Macdonald was filed December 21, 
4 1904. | 
s The application of Edison was filed September 15, 1905. 
Macdonald’s Record will be cited herein as “M. R.” and 
Edison’s as “E. R.”’ 
This interference is the second attempt of the junior 








ser 


ee ee 


of Meme + ae 


ee 


@ party, Edison, to secure, by a contest with the senior party, 
4 Macdonald, a patent for the invention in issue. The first : 
. a attempt was made by Mr. Edison through his employee, 
Pierman, whose application, No. 249,678, filed March 13, | 
| 1905, was put into interference with the present application 
a. of Macdonald (See interference being No. 24,676A). That 
a interference was decided on the record in favor of Mac- 
. donald, on November 23, 1905, no testimony having been ) 
= taken on behalf of said Pierman. : 
Having thus obtained access to Macdonald’s file, and to | 
his preliminary statement ( Macdonald’s files being accessible 
| to his adversary on and after May 19, 1905). Edison filed 
s the application now in interference (see stipulation pages 
sq 30-32 M. R.). 
er eee Mes aie dd i 7 ’ 
Raymond R. Wile 








Edison’s case rests entirely upon the construction of a 

single apparatus alleged to have been made in May, 1902. 

: This apparatus and its history will be referred to presently. 

~ q At this point we merely wish to note that the sole explana- 
tion given by Mr. Edison of his delay in filing an application 
for patent on this apparatus is that he thought he had pre- 
viously applied therefor (E. R., p. 32, O. 44). Mr. Edison 
says in the same answer that he remembered writing out the 
specifications and believed he sent them to his patent attor- 
“ neys, Messrs. Dyer & Dyer, in New York. No corrobora- 
a tion of this statement is presented. On the contrary, Mr. 

4 F. L. Dyer, of that firm, who personally had charge of Mr. 

Edison’s work, testifies that he never saw nor heard of the 

4g apparatus until shortly before September I, 1905, when he 

~ q : casually came across it in one of the rooms of the Edison 
laboratory (E. R., p. 47). He further states that a search 
of the records of his New York office was made, “but noth- _ 


— 5 —___—___ 


ee EE 


ing was found to substantiate Mr. Edison’s belief.” 

It thus appears that the apparatus on which Edison relies 
for priority had been put aside and dropped out of mind, 
and that no application for patent was made until Mr. Dyer 

accidentally stumbled on it in the laboratory, and had the 

= o curiosity to ask what it was. | 

a Mr. Dyer had, at that time, full knowledge of Mac- | 

“= | donald’s application, and of the dates given in his prelim- | 

a 4 inary statement, and the application of Edison was made 
‘a at his (Mr. Dyer’s) instance. 

Of course, the attempted explanation of Mr. Edison for 
his failure to file his application promptly, even if establish- 
ed by the evidence, would be utterly unavailing to avoid 
the consequences of his delay. Macdonald has all the rights 
and advantages of the senior applicant, and of one whose | 
opponent did not make an application for patent until after 
obtaining knuwledge of the pendency of his (Macdonald's) 
application, 1d of its contents. But the testirmony regard- 
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ing the said apparatus, which shows that it was never used 
nor even tesicil for its intended purpose, but was only run 
backward and forward to see whether the mechanism was 
all right, and then “was set aside’ (Edison, p. 31, Os. 39- 
42 incl.), makes it very probable that the failure to apply 
for a patent was intentional, the whole scheme with which 
the apparatus was connected having been set aside because 
(in Mr. Edison's own words) 


“one of the necessary parts of the telephone, to wit: 
the chalk, could not be got to give even results sufti- 
cient to make it a commercial success on a railroad 
telephone line,’’ etc. 


It is unnecessary to go further into the evidence for the 
purpose of disposing of this case. Under well-settled law, 


the making of a single apparatus which was set asicle for — 


over three years, which was never used, which was con- 
fessedly incapable of use, and which never has been made 
capable of use, can not avail to establish priority in favor 
of a junior applicant, especially when the latter did not file 
his application until he obtained knowledge of his oppo- 
nent’s application. 


Mason vs. Hepburn, 84 O. G. 147. 
Warner vs. Smith, /d., 311. 

In re Mower, 88 O. G. gg1. 
Thompson vs. Weston, 99 O. G. 864. 
Matthes vs. Burt, 114 O. G. 764. 


Under these and other decisions it has become well- 
settled law that an inventor, even when he has completed the 
act of invention, may, by .concealment or. suppression of 
the knowledge of his invention, forfeit the same to “another 
and bona fide inventor who, during the period of inaction 
and concealment shall have given the benefit of the discov- 
ery to the public.” 

Thompson vs. Weston, supra. 
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MACDONALD’S CASE. 


The invention of Macdonald's application relates to a 
| graphophone of a type recently invented by Mr. Daniel 
w Higham, and which is described in his patents No. 678,566, : 
dated July 16, 1901, and No. 783,750, dated Feb. 28, 1905 \ 
(M. R., p. 25, Q. 3). In this Higham machine (known ' 
commercially as the “Twentieth Century Graphophone’’) 
the reproducing point and its diaphragm are combined with 
a frictional apparatus, whereby the intensity of the acousti- 
cal vibrations is greatly increased without distortion of their 
form. The invention in controversy may be briefly de- 
scribed as consisting in mounting the frictional amplifying 
device on a movable carrier. In the machine as originally 
; designed by Higham the frictional device was stationary, | | 
w 4 and it was necessary to move the sound record longitudin- 3 
ally past the frictional device. 
a The Higham machine was exhibited to Mr. Macdonafd 
about December I, 1900, and he was instructed to assist 
the former in developing a commercial machine. Mr. Mac- 
donald says that about this time he conceived the inven- 
tion in controversy. This conception he embodied in “Mac- 
donald Exhibit 1, t901, Machtne,”’ which was completed 
and operated early in the spring of 1901 (Macdonald, p. 
5, Q. 5; Osborne, pp. 15, 16). This exhibit “is a full-sized ; 
a operative machine, complete in every detail” (p. 6, Q. 10). 
- qa Macdonald testifies that this machine was exhibited during 
4 I901 and 1902 to the officials of the American Grapho- 
x phone Co.; that many sound-records were reproduced on 
this machine during the years I90I, 1902, 1903, and 1904; ; 
_ and that the machine is still operative (p. 8, QO. 13). . 
Mr. Byrnes, the laboratory foreman, testifies that he did 
i work on this machine in the year 1901, and that it operated 
successfully (p. 20, QO. 11). Mr. Hinckley corroborates this 
(p. 22, Os. 4-6). 
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The evidence thus clearly establishes that the inven- 
tion was complete, operative, and successfully used in the 
year 1901. If, therefore, Edison’s 1902 apparatus had been 
a successful reduction to practice of the invention, and had 
not been set aside and concealed for more than three years, 
Macdonald would nevertheless be entitled to priority on his 
Exhibit No. 1. 

There was no concealment on Macdonald's part, nor any 
delay nor lack of diligence in following up his invention to 
the stage of commercial use. He built another machine 
embodying the invention in 1902; but that machine was not 
preserved (p. 8, Qs. 19-21). 

The development of the frictional amplifying device was 
in the hands of its inventor, Mr. Higham, who, in June or 
July, 1904, brought to Mr. Macdonald’s notice an improved 


amplifying device. Thereupon Mr. Macdonald made an- 


other machine, embodying the invention in controversy. 
This machine is represented by “Exhibit No. 4, Blue-print 
of 1904” (p. 11, Q. 31; Hinckley, p. 23, Qs. 14-17). The 
patent office drawings were made directly from this blue- 
print (p. 11, Q. 33). 

On Nov. 3, 1904, working drawings were begun from 
which commercial machines were constructed (p. 11, Qs. 
36-38 ; p. 24, Qs. 20-22). Machines of this type, embodying 
the invention in controversy, went on the market in Decem- 
ber, 1904, and have been sold to the extent of many thou- 
sand (p. 12, QO. 38). Apart from the knowledge of Mac- 
donald’s application which was gained by Edison's attorney 
in May, 1905, it will be presumed that knowledge of this 
new type of graphophone was gained by Mr. Edison very 
soon after its appearance on the market. This fact further 
brings the case within the principle of the decisions cited 
above. 

It may be remarked in passing that the Twentieth Cen- 
tury Graphophone is the first talking machine having sound- 
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augmenting mechanism, and its advent on the market caused 
a great sensation in the trade. 


There was another machine embodying the invention in 


controversy made by Macdonald prior to Exhibit No. 1 (p. 
9, Qs. 23, 24); but in view of the testimony on behalf of 
Edison, it is unnecessary to refer to this earlier machine 
(Exhibit No. 2). 

Macdonald was thus the first to conceive the invention, 
the first to reduce it to practice, the first to make applica- 
tion for patent, and the only one of the contesting parties 
to embody it in an operative and successful mechanism, and 
to bring it into public use. 


EpIsoN CASE. 


The Edison apparatus relied on as evidence of invention 
by him of the subject matter of this interference was con- 
structed as part of an attempt to make records of telephonic 
messages. [his apparatus is marked “Edison Exhibit Re- 
cording Telephone.” J. F. Ott testifies that it was con- 
structed under his supervision about May, 1902 (E. R., p. 
15, Os. 37-40). This was about a year after the completion 
of Macdonald‘s Exhibit t901 machine. Ott says nothing 
as to any use being made of Edison’s Exhibit Recording 
Telephone. The other instruments introduced in connec- 
tion with Mr. Ott’s deposition are not claimed to be em- 
bodiments of the invention in controversy. 

Mr. Edison testifies with reference to the line of experi- 
ments for recording telephonic messages that the device 
known as the loud speaking telephone “never came into 
practical use on account of the fact that it was too uncer- 
tain, its mode of action being not understood” (p. 28, Q. 
12). The device itself (“Exhibit Recording Telephone’) 
was not only an unused and discarded piece of mechanism, 
but the entire line of experiments of which it was a part 
came to nothing. : 
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With reference to the “Exhibit Recording Telephone,” 
Mr. Edison‘s testimony (p. 31) is as follows: 


“Q. 39. What, if anything, was done with the ma- 
chine after it was finished? 

“A. Just tested to see whether the mechanism was 
all right. 

“Q. 40. What kind of a test did you make of it? 

“A. Just ran it back and forward. 

“Q. 41. Did you find that it operated satisfactorily ? 

“A. Yes; it operated all night. 

“Q. 42. What was then done with it? 

“A. It was set aside.” 


This does not mean that the machine was operated as a 
“phonic apparatus,” but merely that the carriage support- 
ing the recording mechanism was run back and forth. There 
was no attempt ever made to record sounds with the de- 
vice. It never had a single trial. 

The testimony of F. P. Ott (p. 40, Os. 78-83) is sub- 
stantially to the same effect. 

Comment on this testimony is unnecesary. The expert- 
ments never reached a point where there was so much as an 
attempt to record or reproduce sound by means of the Ex- 
hibit Recording Telephone. On the contrary, the testimony 
of the inventor is that immediately after the device was con- 
structed “it was set aside.” 

It is plain that the onlv object served by the filing of 
Edison's interfering application, and by going through the 
form of taking testimony, is to delay the grant of the pat- 
ent to Macdonald. 

A prompt decision in favor of Macdonald is requested. 

Respectfully, 

MAURO, CAMERON, LEWIS & MASSIE, 
Attorneys for Macdonald. 
WASHINGTON, February 8, 1907. 
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UNITED STATES PATENT OFFICE 





EDISON 
Interference No. 
25,677. Before 
Vs. the Examiners-in- 
Chief on Appeal. 
MAcDONALD. 





BRIEF FOR APPELLANT. 


The brief before the Examiner of Interferences on 
behalf of Edison considers the whole case, analyzes and 
discusses the evidence and reviews the authorities. The 
decision of the Examiner of Interferences does not 
affect the entire materiality of that brief at the present 
time, and therefore a copy of the brief below is 
bound herewith and made a part hereof. The decision 
of the Examiner of Interferences makes it necessary 
to consider only two questions: First, the sufficiency 
of the Macdonald application as a reduction to prac- 
tice of the first count of the issue, and second, the 
sufficiency of Edison’s ‘“‘ Recording Telephone” of 
1892 as a complete reduction to practice. 





i. 


. Before the Examiner of Interferences it was argued 
that as to the first count priority should be awarded to 
Edison, because Macdonald in his application does not 
disclose an apparatus to which that count can be ap- 
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plied, nor can the apparatus be modified so as to in- 
clude the language of that count without further ex- 
periment and invention. Apparently the Examiner 
believes that Edison is estopped from raising this pon 
at this time since he says: 


“ An examination of the record of this interfer- 
ence shows that Edison failed to make any motion 
to dissolve on the ground that Macdonald had no 
right to make this claim, and he is therefore in no 
position to urge this question at the present 
time.” 


Although the Examiner does not cite any authority 
for his ruling, we assume that he relies on the decisions 
of the Commissioner in Clement vs. Brown vs. Stroud, 
125 O. G., 992 (published November 20, 1906) and 


Barber vs. Wood, 127 O. G., 1991 (decided January 26, . 


1907, and published April 2, 1907). 

Attention is directed to the fact that when the doc- 
trine announced in these cases was made public, the 
testimony in the present interference had already been 
taken, so that it would have been manifestly impossible 
to have brought up the matter by a motion to dissolve 
as the Examiner thinks should have been done. 

The practice governing matters of this kind at the 
time when the interference was declared, appears to 
have been based on the Lowry case, 116 O. G., 2253, 
and 125 O. G. 2365, in which the Court of Appeals 
said : 


“ Whatever right a party to an interference has 
to contest the right of his adversary to make the 
interfering claim, such right, if denied, is review- 
able, if at all, wpon the final decision of the question 
of priority and such right of appeal as he has to 
have that question decided is to be considered on 
the hearing of the statutory appeals allowed from 
the decision on the question of priority by the 
Examiner of Interferences.”’ 
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- Following the decisions in the Lowry case, the Com- 
missioner, in Fohle vs. McKnight, 119 O. G., 2519, 
decided that the question of the right to make the 
claim was one of priority, and in Podlesak & Podlesak 
vs. Maclnnerney, 120 O. G., 2127, the Court of Appeals 
said : 


‘The question of the right of a party to make 
a claim goes to the very foundation of an inter fer- 
ence for if the party has not such right the inter- 
ference falls. If it be incorrectly held that such 
party has a right to make the claim priority may 
be awarded to him and his adversary be deprived 
of a substantial right in that he is not givena 
claim where he necessarily is the prior inventor, 
his adversary never having made the invention. 
Manifestly that question should not be finally de- 
termined by the Primary Examiner who originally 
declared the interference. We therefore take juris- 
diction to determine that question in this case as 
an ancilliary question to be considered in award- 
ing priority of invention.” 


In Brown vs. Hodgkinson, 123 O. G., 2973, the Com- 
missioner said: 


‘Clearly a party whose right to a patent is de- 
nied by the affirmance of another’s right to make 
claims, should be permitted to contest the decision 
against him through the full course of appeal and 
I see no more direct and desirable mode of securing 
this result than by making the decision one upon 
priority of invention.” 


See, Ailbourn vs. Hirner, 122 O. G., 729; Wicker vs. 
Furlong vs. McKee, 124 O. G., 905, and MeMulken vs. 
Bollee, 126 O. G., 1356. 

It roust be borne in mind that in this case no ques- 
tion is presented as to the necessity of taking testimony 
bearing on Macdonald’s right to make the claim cor- 
responding to the first count. That fact is to be deter- 
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mined solely on the record here presented. In the 
former case a logical practice might suggest the desir- 
abilty of referring to the Primary Examiner the ques- 
tion whether testimony should be taken for the pur- 
pose of determining an applicant’s riglit to a claim; 
just as in a public use proceeding, for example, a ref: 
erence to the Primary Examiner is made to determine 
whether a prima facie case is presented; but in the 
present case the practice suggested by the Exam- 
iner of Interferences would not only be unneces- 
sary and futile, but directly contrary to the decisions 
in the Lowry aud Podelsak cases above referred to, and 
the numerous Patent Office decisions based thereon. 
In fact such a motion would be no motion at all, be- 
cause the Court has said that the question of an ap- 
plicant’s right to make a claim ts properly determinable 
asa matter of priority of invention. Therefore if the 
question had been presented to the Primary Examiner, 
and if the Primary Examiner had held that Macdonald 


had a right to the claim, the decision would not be - 


final as it necessarily would be in the case of a bona 
fide motion, but would be reviewable on the merits 
by all the tribunals of the Office. 

So far as the merits of the question are concerned 
they are fully discussed in the brief below, pages 7, 


8, 30 and 31. 


II. 
: (a) 


As to the merits of the case, it is clear of course 
that the Macdonald machine of 1901, ‘“ Macdonald 
Exhibit No. 1, 1901 machine ” cannot be regarded as a 
complete reduction to practice. The Examiner of In- 
terferences said, concerning this machine : 


* An examination of the testimony, however, 
fails to make it clear that Macdonald regarded the 
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~*’ machine as a complete and perfected device: Et 


*-" ds true he testifies that it was used to demonstrate 


the practicability of his ideas, but he also testifies 
that the friction device was of such a character 
that he did not at that time succeed in producing 
@ machine which he considered commercial, and 
that ‘the devices were set aside as an uncom- 
pleted experiment’ (x-Q. 44). It was only after 
Higham in 1904 produced a greatly improved 
friction device that Macdonald saw the practic- 
ability of the invention and again took up the 
same with the intention of promoting it commer- 
cially. In view of this testimony by Macdonald 
himself, it is obvious that his 1901 machine can 
only be regarded as an experimental device.”’ 


The character of Macdonald's proof concerning 
this machine and of its effect in this case are 
fully discussed in Edison’s brief below, pages 
24-27, 31-33, 34-38. No other conclusion as 
to the effect of Macdonald’s work in 1901 could 
have been reached. Macdonald deliberately and inten- 
tionally abandoned the 1901 machine and did not take 
up the matter again until Higham appeared ou the 
scene in 1904. Hence it is unimportant whether the 
Higham machine of 1901 was complete as Macdonald 
contends or not. A completed invention can be just 
as effectively abandoned as an uncompleted invention. 
The only difficulty usually encountered in connection 
with abandonment is the character of proof of that fact, 
and in many cases abandonment is presumed in view 
of the surrounding circumstances, but in the present 
case we encounter no difficulties whatever, since 
Macdonald has frankly admitted that it was his inten- 
tion to abandon the 1901 machine, and that inten- 
tion was never modified until 1904, when Higham ap- 
peared with his completely developed friction devices. 
If Higham’s work had not yet been completed, 
Macdonald’s machine would still be abandoned for 
aught that appears to the contrary. Under these cir- 
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eumstances, Macdonald should certainly not be per- 
mitted to rely on his 1901 machine as a complete 
reduction to practice, and the Examiner of Interfer- 
ences was clearly correct in regarding that machine as 
merely evidence of conception. 


(6) 


Macdonald’s work in 1901 being properly regarded, 
as the Examiner of Interferences viewed the matter, 
as evidence merely of conception, did Edison in 1902, 
during the period of Macdonald’s inaction, independ- 
ently conceive and reduce the invention to practice ? 

If it be decided that he did, priority must be 
awarded to Edison unless it be held under the authority 
of Mason vs. Lepburn and the succeeding cases on 
the point, that Edison in view of his delay of about 
three years in applying for the patent, has lost his 
right to the invention in favor of Macdonald, who in 
the meantime had constructively reduced it to practice. 
The authorities on this point are discussed in the 
brief below, pages 44-52. 


(ec) 


Concerning Edison’s “ Recording Telephone” on 


which he relies as a complete reduction to practice of 


the issue, the Examiner of Interferences said: 


“ The record clearly shows that this was com- 
pleted in the summer of the same year (1902). 
* * * From Edison’s own testimony it is clear 
that the machine was only tested to see whether 
it would work mechanically, that is, to ascertain 
whether the chalk disk could be kept in rotation 
by the mechanism designed for that purpose. 
Edison says (Qs. 39 and 40) that it was simply 
tested to see whether the mechanism was right, 
and that it was run backward and forward for this 
purpose. There is no evidence to show that it 
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was ever tested te see whether it would record 


speech. In fact it is admitted by Edison that it 


never was so tested. He contends, however, that. 


no such test was necessary. He states that both 
the chalk receiver and the phonograph were old 
and well known instruments and obviously opera- 
tive. He therefore argues that it was unnecessary 
to test the machine to asrertain whether the com- 
bination of these elements would operate in the 
manner intended. 

‘¢ Edison’s view of the case cannot be regarded 
as correct. Such apparatus does not belong to 
that class of simple inventions which require no 
test to demonstrate their operativeness. As stated 
by the Court of Appeals of the District of Co- 
lumbia in the case of Macdonald vs. Edison, 105 
O. G., 1263, it is necessary for an inventor to prove 
that his machine as constructed was capable of 
successfully performing the work for which it was 


intended. Inasmuch as Edison failed to make this 


test, his machine cannot be regarded as a reduc- 
tion to practice, and can only serve him as evi- 
dence of conception.” 


In Macdonald vs. Hdison, which is referred to by the 
Examiner above, the same specific invention was 
claimed by each party. That invention related to a 
machine for transferring a phonograph record from 
one cylinder unto another cylinder. There was no 
proof that Macdonald had ever successfully operated 
his machine. It was shown that for the work intended, 
if there were lost motion of less than one one-thou- 
sandth of an inch, the machine would be inoperative. 
Furthermore, there was the suspicious circumstance 
in that case, that, after constructing the machine, there 
was no satisfactory evidence of an attempt to use it, or 
to explain why it was not used. The invention presented 
in the present case is of a different character from 
that of the previous interference between the same 
parties. Here, so far as Edison is concerned, we 
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have an ordinary phonograph identically like the 
phonographs which are made and sold by the thou- 
sand every year. The phonograph embodies no new 
feature but operates just as a phonograph has always 
operated. Its operativeness is as clearly established 
as the operativeness of a typewriter or a piano. Why 
then, should Edison have been put to the absurd 
necessity of operating a machine which every one 
knows would operate ? Coupled with the phonograph 
is a telephone, which is equally operative, and any one 
possessing the slightest pretense to scientific knowl- 
edge would know that if a telephone operates in the 
neighborhood of a phonograph the sounds received by 
the telephone would be recorded on the phonograph. 
Furthermore, as is pointed out below, the exact com- 
bination of a chalk telephone and a phonograph had 
been previously used and was of known operativeness, 
as shown for example in the £lectrical J@eview of Feb- 
ruary 16th, 1899, and the TZeleyraphie Journal and 
Electrical Review of March 8th, 1889 (page 269). To 
hold that although the telephone individually con- 
sidered will receive sound and a phonograph individ- 
ually considered will record sound, that when the 
telephone is brought into proximity with the phono- 
graph there is no certainty that the telephone will 
operate, or that the phonograph will operate, is absurd. 
It would be just as reasonable to assume that one can- 
not determine @ priort that if acornet is played in 
the neighborhood of a phonograph the sounds would 


“not be recorded. Yet, the position of the Examiner of 


Interferences is that although Edison constructed 
a telephone which he had successfully used for 
almost thirty years and had constructed a 
phonograph which he had successfully used for more 


than twenty-five years, the bringing of those two de- . 


vices into proximity with one another, raises a doubt 
as to their successful individual operativeness. So far 
as the telephone and the plionograph are concerned, 
there is no mechanical co-operation between them— 
there is no mechanical connection between the tele- 
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ad i9 
~ the phone diaphragm and the phonograph diapbragm— 
e thou- the two diaphragms are independent. The telephone 
ee diaphragm vibrates under the effect of the sound 
always waves received by the telephone, and the phonograph 
blished | diaphragm vibrates because of its proximity to the 

Why telephone diaphragm. In the experiments of 1901, 
absurd Edison had conclusively demunstrated that an ordinary 
ry one Bell telephone was sufficiently powerful to effect a 
ograph » phonographic record of the received sounds. Mani- 
sieyerh sat festly a chalk telephone would be better for the pur- 
Linger: pose and it is for that reason that Edison adopted it. 
in the Therefore, as to the operativeness of the combination 
ived by io in a broad sense, we have the following considerations : 
ograph. | Fist. The recording telephoue as constructed in 
et com- 1902 is the exact counterpart of the device shown and 
ph ad described in the Edison application. No one has 
iveness, raised any question as to the sufficiency of this dis- 
of Feb- closure or of its operativeness. 
ial and SEconD. Comwon sense shows that the combination 
9). To must be operative if the individual elements of the 
ly con- combination are operative. No one has raised any 
indprid- doubt as to the operativeness of a chalk telephone or 
wo the of a phonograph. 
phono- ‘Tuirp. The electrical publications above referred to 
me will show that the combination was known as early as 1889 
absurd. and that it was perfectly operative even under very 
ne can- unfavorable circumstances. In that case, the tele- 
1yee in | . phone diaphragm was separated from the phonograph 
s would | diaphragm by a space of several inches, but in the 
niner of present case the two are separated only by a fraction 
structed of an inch. , 
sed for he Fourntu. Mr. Warren, the expert witness, testifies 
sted a without qualification that the machine as examined by 
or Thore him in 1902 and in its present form is perfectly oper- 
two de- ative (Edison, Rec., p. 46, Q. 17; x-Q. 18). 
2 doubt 

So far | (da) 
neerned, | 
them If the broad proposition be accepted that an ad- 
he tele- mittedly operative telephone arranged in proximity to 
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an admittedly operative phonograph will result in the 
recording of the sounds received by the telephone, 
then the only question in the case is purely a mech+ 
anical one. In other words, was the mechanical con- 
struction of the recording telephone of 1902 of such 
a character that when the phonograph was 
operated the chalk cylinder of the telephone 
would be appropriately rotated? That was the 
only test that Edison was required to make. To 
do something more might possibly in a special case 
comply with some arbitrary and artificial rule of 
law, but it was not necessary in the present case 
as a matter of common sense. Edison did make 
the test that he was called upon to make and he did op- 
erate the machine so as to demonstrate its mechanical 
efficiency. We submit that he was required to go no 
further and that he has done all that an inventor un- 
der the law is required to do. Under the circum- 


stances, therefore, we submit that Edison's work of — 


1902 must be regarded as a complete reduction to prac- 
tice of the invention, and that entirely aside from the 
first count, he is entitled to an award of pmnority. As 
to the first count, we submit that Macdonald clearly 
has no right to make that cluim, or what amounts to 
the same thing, he has presented no case of a con- 
structive or actual reduction to praction of that inven- 
tion, and for this additional reason priority as to the 
first count should be awarded to Edison. 
Orange, N. J., May 28, 1907. 
Respectfully submitted, 
Frank L. Dyer, 
Attorney for Edison. 


[32376] 
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By the proceedings which have been had in this 

interference the material questions to be discussed on 

io 4 on this appeal have been reduced to three. The first 
7 of these questions relates to Count 1 of the Interference 

Issue. This is a claim which Edison has clearly the 

right to make, but Macdonald’s application furnishes 

no disclosure of its subject matter, and Macdonald has 

therefore no right to make the same. Edison, being 

= | the only inventor of the invention defined by this 
’ claim, is necessarily the first inventor and is therefore 

entitled to an award of priority as to Count 1. As to 
the remaining counts of the issue, Macdonald is en- 
titled to the earliest date of conception —1901— but he 
was not diligent in reducing the invention to practice, 
his date of reduction to practice being 1904, Edison 
rednced to practice in 1902 during Macdonald’s in- 
activity, and intended to file his application at that 
time and thought he had done so, and it was only 
when he discovered in 1905 that this application had 
not been filed as he thought, that his application was 
filed iu the Patent Office. The second matter to be 


— sae a age 
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discussed is Edison’s reduction to practice, and the 
third is the delay which occurred between Edison’s 
reduction to practice and the filing of his application. 


Edison's Invention. 


Edison's invention involved in this interference is 
an improvement in recording telephones, the idea 
being to produce an apparatus in which telephonic 

= | | messages will be automatically recorded on a phono- 
, | graph. The specific invention, however, is entirely 
mechanical and of the simplest nature. It resides in the 
provision of simple mechanical means by which an or- 
dinary motograph or loud speaking telephone is mounted 
and operated so that it will always speak into the re- 
corder of a phonograph notwithstanding the movement 
of thelatter. Both the phonograph and the motograph 
are inventions of Mr. Edison, with which the scientific 
world and the Patent Office have been familiar for 
: more than twenty years. The phonograph comprises 
wo . essentially a rotating mandrel and a recorder which 
: consists in its essentials of a diaphragm having a 
cutting stylus connected therewith. In operation a 
smooth cylindrical blank of wax-like waterial is 
placed upon the mandrel and as the blank is rotated 
the recorder is moved in‘a direction transverse to the 
cylinder so that the cutting stylus cuts in the blank a 
spiral groove, the depth and conformation of which ‘ 
correspond to the vibrations which are imparted to 
the diaphragm. The motograph or chalk telephone 
comprises essentially a rotating cylinder made 
preferably of chalk, which is saturated with . 





~ a an electrolyte, such as a caustic soda solution, a 

| diaphragm and a metallic friction member, which is 
termed in the record a pen or electrode, connected to 
the diaphragm and frictionally engaging the chalk 
eylinder. The telephone current is passed through 
this friction member and the chalk evlinder, and for 
some reason, Which is unknown, the triction between 





Raymond R. Wile 
Research Library 











3 


the rotating chalk and the friction member varies in 
accordance with the current passed therethrough, and 
this variation in the friction produces a corresponding 
variation in the pull upon the diaphragm by the fric- 
tion member, so that electric undulations of the tele- 
phone cireuit are converted into mechanical vibrations 
of the motograph diaphragm. In a broad sense a 
phonograph combined with a motograph in such a way 
that the sound produced by the former will be recorded 
by the latter is not new, having been successfully 
demonstrated in this country more than fifteen years 
ago, as appears from scientific publications in the Pat- 
ent Office library. See for example, “ Electrical Re- 
view’ (New York) of February 16, 1889, page 4, and 
the “Telegraphic Journal and [Electrical Review” 
(London) of March 8, 1889, page 269 (Vol. 24, Janu- 
ary 24 to June 28, 1889). 

The invention on which the Edison application is 
based, therefore, is not broadly the combination of a 
phonograph and a chalk telephone, but the specific 
arrangement wherein the chalk telephone is supported 
by and moved with the phonograph carriage, so that 
the diaphragm of the motograph will always occupy 
the desired close relation with the diaphragm of the 
phonograph recorder, suitable mechanism being em- 
ployed to slowly rotate the chalk cylinder of the 
motograph as the éarriage slowly progresses longi- 
tudinally of the rotating wax-like cylinder. The spe- 
cific mechanism described by Edison comprises a 
drum 28, mounted on the mandrel shaft and engaged 
frictionally by a roller 29, which connects’ with 
the chalk cylinder 30 by means of gearing 31, 
32, 33, 34 and 35. In this way the chalk cylinder of 
the motograph is rotated by the same power that op- 
erates the phonograph, the mechanism being such that 
the chalk eylinder will be turned, notwithstanding its 
progressive movement with the recorder longitudinally 
of the phonograph recording cylinder. So far as the 
Edison invention may, therefore, represent a departure 
in the art, it resides solely in the mechanism for rotat- 
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ing the chalk cylinder of the motograph and the 

mounting of the latter on the carriage of the phono- 

graph. No change is made in the operative principles 

of either of the two instruments involved; the phono- * 
graph is the ordinary phonograph and the motograph 

the ordinary well-known motograph. The invention 

is essentially mechanical and of the simplest possible 

character, and it involves nothing new either in the 

phonographie or telephonic arts. 


Macdonald's Invention. 


Macdonald's invention, on the other hand, relates to 
a@ much more modern art. It represent’s Macdonald's 
efforts to apply the amplifying mechanism invented by 
Daniel Higham and disclosed in Letters Patent No. 
678,566 of July 16, 1901; No. 783,750 of February 28, 
1905, and No. 808,052 of December 19, 1905, to a com- 
mercial talking machine. Macdonald’s apparatus, as 
shown and described, is an amplifying reproducer for 
a phonograph ; if comprises a grooved friction cylin- 
der 17 mounted upon the moving carriage of the pho- 
nograph and traveling therewith, and rotated from the 
mechanism which operates the phonograph by means 
of a splined shaft 11, a semi-cireular friction 
shoe 18, made in two parts and pivoted together 
at 19 and lying in the groove of the friction 
cylinder, a diaphragm 20, a link 21 connect- 
ing the upper end of the friction shoe with 
the diaphragm, a pivoted floating weight 31, a stylus 
lever 32 pivoted in the said floating weight and carry- 
ing a stylus 25!', a link 22 connecting the stylus lever 
to the lower end of the friction shoe 18, and a spring 
24 to hold the friction shoe normally against the fric- 
tion cylinder. 

In the operation of this device, the reproducing 
stylus 23! travels in the record groove of the rotating 
record cylinder, and its movements up and down, 
© caused by the elevations and depressions of the record 
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groove, are communicated by the link 22, to the fric- 
tion shoe 18, thus varying the friction between the 
shoe 18 and the rotating cylinder 17, so that cor- 
responding amplified vibrations are communicated by 


votqyraph the link 21 to the diaphragm 20. 
invention 
possible The Issue. 
‘r in the 
. Count 1. In a phonic apparatus, the combination of 
a phonographic recording surface, means for rotating 
- said surface, a carrier movable across said surface, a 


relates to 


phonographic-stylus and friction wheel carried by the 
carrier, a friction member connected to said stylus and 
pressing against the friction wheel, and means repre- 


cdonald’s sentative of sound vibrations for varying the friction 
vented by between said friction member and friction wheel. 
iteiw No. Count 2. In a phonic apparatus, the combination of 
oruary 28, a traveling carriage, a friction wheel and phono- 
to a com- graphic-stylus carried thereby, a friction member 
ratus, as pressing on said wheel and connected to said stylvs, 
lueer for means for driving said friction wheel and means rep- 
on rylin- resentative of sound vibrations for varying the amount 
the pho- of friction between the friction member and friction 
from the wheel. 
5. Ricans Count 3. In a phouie apparatus, the combination of 
friction a rotating mandrel, a carriage movable longitudinally 
together thereof, a phonographic-stylus and friction wheel car- 
friction ried by the carriage, a friction member pressing on 
connect- said friction wheel and connected to said stylus, and 
ioe ~=with common driving means for moving the carriage and 
, a stylus rotating the friction wheel. 


nd carry- 
vlus lever 
La roring 


Count 4. In a phonic apparatus, the combination 
of a rotating mandrel, a carriage movable longitudi- 
nally thereof, a phonographic-stylus and friction wheel 


— wo - 
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. the frie- carried by the carriage, a friction member pressing on 
said friction wheel and connected to said stylus, com- 
roducing mon driving means for moving the carriage and rotat- 
» rotating ing the friction wheel, and means representative of 
down, sound vibrations for varying the friction between the 
i Wweord friction member and friction wheel. | 
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Macdonald Has Not the Right to Make 
the Claim Which is Count 1 of the 
Interference Issue. 


It is essential that at this time the terms applied 
to the wax-like cylinder made use of on phonographs, 
be clearly understood. When a phonograph is used 
for recording, a cylinder with a perfectly smooth sur- 
face is provided, and in this surface the cutting stylus 
of the recorder cuts its spiral groove ; such a smooth 
cylinder is known in this art as a blank or record 
blank, and its surface is termed in the art, a recording 
surface. After the record groove has been cut or 
otherwise formed in the cylinder it is known as a 
record, und its surface is termed a record surface. 


There can be no doubt whatever that Count 1 prop- 
erly describes Edison’s invention, and it appears to us 
to be as clearly evident that this claim does not de- 
scribe Macdonald’s construction. Some of the rea- 
sons which lead us to this conclusion are as follows: 


(1) The claim is limited to a recording surface: 
Macdonald’s invention as described and shown, is a 
reproducing apparatus, and the only reference made 
by Macdonald to a recording mechanism is the gen- 
eral statement at the beginning of his specification 
that the “invention relates to machines for record- 
ing and reproducing sounds.” This fact in itself is 
sufficient to show that Macdonald has no right to 
make this claim, for since he neither shows nor 
describes a recording mechanism he certainly cannot 
properly claim a recording surface which could be used 
only in connection with such mechanism. 


(2) This claim includes a stylus which by necessary 
implication, as it is to be used on a recording surface, 
must be a recording or cutting stylus. No such stylus 
is referred to or shown in the Macdonald application. 
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(3) If Macdonald were to substitute a cutting stylus 
for the rubbing stylus 23!, and a record blank for the 
record cylinder, and endeavor to make a record by 
talking against the diaphragm 20, at the same time 
operating his machine, his device would be inoperative 
since the link 22 would not be actuated in the 
direction of its length as would be necessary to operate 
the cutting stylus to form a proper record groove, but 
would be moved in a direction at right angles to its 
length, which motion would have no effect whatever 
upon the stylus. If possibly by some rearrangement 
of the friction cylinder and shoe, he cou/d obtain a 
cutting effect, the vibrations of the diaphragm when 
communicated to the stylus would be lessened and the 
result would be a record groove in which the de- 
pressions and elevations would be Jess than if the 
cutting stylus were connected directly to the receiving 
diaphragm, as is the common practice. Such a device 
instead of marking an advance in the art, would be a 
step backward. 


(4) Perhaps by reorganizing his machine, and at- 
taching the recorder to the link 21 and a sound re- 
ceiving diaphragm to the link 22, sound could be 
recorded and an amplified record obtained, but neither 
the drawing nor the specification gives any hint how 
such changes could be accomplished, and if Mac- 
donald were to attempt to embody such a dis- 
closure in this application it seems perfectly clear 
that the Patent Office would refuse to allow such a 
change to be made as containing new matter. If this 
matter cannot be embodied in the specification and 
drawing, it certainly cannot be claimed. 


(5) Maedonald’s record contains no testimony what- 
ever of any conception on his part, of a recording 
apparatus, nor of any experiments with such an 
apparatus nor of any machine containing such an 
invention, 


| 
| 
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Should be Determined by the Commissioner in this 
~ Proceeding. 


Both the Examiner of Interferences and the Board 
of Examiners-in-Chief have said that because Edison 
has not made a motion for the dissolution of this 
interference on the ground that Macdonald has not the 

ws right to make this claim, the point cannot now be 
raised here on a hearing to determine priority of in- 


vention. In thus holding it is believed that the 


t 
The Question of Macdonald's Right to Make this Claim 


tribunals below are clearly in error. 
The Examiner of Interferences says : 


ws ? “‘Anexamination of the record of this inter- 

: | ference shows that Edison failed to make any 
motion to dissolve on the ground that Macdonald 
had no right to make this claim, and he is there- 
fore in no position to urge this question at the 
present time.” 


And the Board of Examiners-in-Chief say: 


“In view of the fact that Edison failed to make 
any motion to dissolve on the ground that Mac- 
donald had no right to make this claim, he is now 

~ if _ precluded under /tule 130 from urging this point 
a asa ground for a decision in his favor on the 


"er oe 


- —— 


question of priority.” 


It will be noted that the Examiner of Interferences | 
cites no authority whatever for his decision on this 
~ point, while the Board of Examiners-in-Chief based - 
their holding upon Rule 130. This rule, which was 
approved June 12, 1906, and published for the first | 
time in the “‘ Official Gazette” of June 19, 1906, is as 
follows : 


- 130. Where the patentability of a claim to an 
opponent is material to the right of a party toa 
patent, said party may urge the nonpatentability 
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of the claim to his opponent at final hearing 
before the examiner of interferences as a basis 
for the decision upon priority of invention, 
and upon appeals from such decision. A party 
shall not be entitled to take such step, however, 
unless he has duly presented and prosecuted a 
motion under Rule 122 for dissolution upon the 
ground in question, or shows good reason why 
such a motion was not presented and prosecuted.” 


As reasons why Edison should be allowed to urge in 
this proceeding on priority that Macdonald has not 
the right to make this claim, although no motion to 
dissolve on this ground was made, we assert: 


(a) That Rule 130, the only authority cited either 
by the Examiner of Interferences or by the Examiners- 
in-Chief, was made too late to apply. 


(6) That the practice in force prior to the adoption 
of Rule 130 therefore governs, and by such practice a 
motion for dissolution on this ground was not a 
prerequisite to the urging of the same on a hearing on 
priority, but rather the question of right to make the 
claim was a question of priority only. 


(c) That, if in any way this rule could be held to 
apply, it relates only to motions on nonpatentability 
and not to those based on right to make the claim, and 
these are separate and distinct motions, and 


(d) That under the last clause of Rule 130, Edison 
has shown good reason for not bringing such a 
motion, and is therefore entitled to urge this point 
here. 





os 
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I, 


Rule 130 was made too late to apply to 
this case. 





This rule was not promulgated until June 12, 1906 
(published in the “‘ Official Gazette ” of June 19, 1906), 
and this interference was declared on February 6, 
1906 ; the preliminary statement of Edison was ap- 
proved on March 9, 1906, and the time within which 
motions for dissolution could be made expired on 
March 30, 1906, more than two months before the 
present Rule 130 was approved. 

Of course it is well understood that newly made 
rules govern, so far as they can rationally apply, in 
cases pending at the time of their adoption, but clearly 
Rule 130, which relates to motions for dissolution, 
could not apply to this case when the time within 
which such motions could be made had expired more 
than two months before the rule was adopted. 


II. 


By the practice prior to the adoption of 
Rule 130, which practice governs in this 
case, a motion for dissolution on this 
ground was not madea prerequisite to the 
‘> r urging thereof in a hearing on priority. 





As itis clear that Rule 180 was made too late to 
apply to the present case, which fact was evidently 
overlooked by the Board of Examiners-in-Chief, the 
practice which does govern is that found in the 

* | prior decisions, as there is nothing of the kind in 
the earlier rules. The prior practice, based on 
the decision in the Lowry case (116 O. G., 2253, 
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and 125 O. G., 2365) and the Podlesasé & Podlesuk case 
120 O. G., 2127) was that the question of right to make 
the claim is one of priority, pure and simple, and not 
dependent in any way upon the making of a motion to 
dissolve on this ground. See, for example, PoA/e ws. 
MacKnight (119 O. G., 2519) decided October 31, 1905, 
in which it was held that the question of the right to 
make the claim was one of priority ; A?i/bourne vs. 
Hirner (122 O. G., 729), decided February 2, 1906, in 
which the Commissioner held that the right to make 
the claim is a question properly to be considered in 
determining priority of invention and in which case no 
motion for dissolution had been made, and Brown ys. 
Hodgkinson (123 O. G., 2973), decided April 18, 1906, 


in which the following language occurs : 


‘** Clearly a party whose right to a patent is de- 
nied by an affirmance of another’s right to make 
claims should be permitted to contest the decision 
against him through the fnll course of appeal, 

and I see no more direct and desirable mode of 
securing this result than by making the decision one 
upon priority of invention.” 


This last decision, it will be noted, was made sub- 
sequent not only to the declaration of this interference, 
but to the time in which motions to dissolve the 
same might have been made. 

There was therefore nothing in the rules or deci- 
sions during the period in which motions for dissolu- 
tion could have been made in this interference which 
informed appellant that he would have to present a 
motion on the ground that Macdonald had not the 
right to make the claim which is count one, before this 
fact could be urged in a proceeding on priority, but on 
the contrary there was every reason to believe that 
this question was viewed by the Patent Office as a 
question of priority solely and that such a motion, if 
made, would have been dismissed as premature and 
unnecessary. 
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III. 


Rule 130 relates to patentability and not 
to right to make the claim. Motions on 
these grounds are separate and distinct 
motions which should not be confused with 
one another. 


Aside from the fact that Rule 130 did not come into 
existence until six months after the declaration of this 
interference, and over two months after the expiration 
of the times in which motion for dissolution could be 
made, that Rule cannot possibly apply here. The 
tribunals below have held that appellant is to be de- 
prived of his right to urge that Macdonald has not the 
right to make this claim because he did not present a 
motion for the dissolution of the interference under 
Rule 130, but it will be seen that this rule is confined 
exclusively to the question of patentability. In order to 
comply strictly with this rule appellant would have 
been limited to the presentation of a motion to dis- 
solve based on the allegation that the claim was not 
patentable to Macdonald. While such a proceeding 
would be a full compliance with this rule, it would not 
in any way affect the question here presented—right to 
make the claim—which, it is clearly settled, is a sepa- 
rate and distinct matter from the question of patenta- 
bility. On this point attention is called to: 


Woodward vs. Newton, 86 O. G., 490, C. D. of 
1899, p. 13. “ The four grounds for dissolution set 
forth in Rule 122, namely: interference in fact, 
irregularity, patentability and right to make the 
claim—have <listinct and independent meanings, 
which should not be confused by parties bringing 
motions under that rule. * * * The question 
of patentability of course relates generally to the 
question as to whether there is a bar to the grant 
of a patent containing a claim in controversy ; 
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whereas the question of the right of an applicant 
to make the claim involves the question whether 
that particular applicant has a right to claim that 
invention, aside from any independent or general 
bar to the grant of a patent covering it—such, for 
instance, as new matter introduced after the case 
is on file.” 


Kaczander vs. Lodges, 118 O. G., 836: “ The four 
grounds for dissolving interferences mentioned in 
Rule 122 relate respectively to very different 
matters and should not be confused with one 
another.” : 


_ See, also, Owens vs. Richardson, Jr., 111 O. G,, 
1037, to the same effect. 

At the time that present Rule 150 was adopted 
there had been persistent efforts made in many cases 
to have the questions of patentability and right to 
make the claim considered in hearings on priority, and 
it always had been held that the question of patent- 
ability would not be so considered, while, on the other 
hand, as shown, for example, in the cases first cited 
above, the Commissioner had held that the right of a 
party to make the claim was a question relating 
strictly to that of priority. In view of this fact, and 
the further fact that it had been well established by 
the decisions that patentability and right to make the 
claim were distinct and separate matters, when Rule 
130 was adopted and it was made to refer specitically 
to patentability and said nothing at all about the right 
to make the claim, it appears perfectly clear that it 
was intended to cover the former case and to exelude 
the latter. 

It is true that there have been recent decisions con- 
struing this rule in which it has been held to apply 
also to the question of right to make the claim, but, 
independent of the fact that they were made and 
published too late to guide the appellant in his 
practice, and are, therefore, inapplicable in the present 
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ease, it 1s believed that such decisions are erroneous. 
It is not seen why any different rule of construction 
should be applied to the Rules of Practice than to 
claims in applications for patent. If the rules 
do not fit a particular case which was intended 
to be covered, or which it was thought 
they should cover, it is submitted that 
“they should be amended—not construed” to 
apply to such a case. The only way in which the con- 
struction which has been placed upon Rule 130 can be 
upheld, is by giving the term ‘“ patentability’ one 
meaning in Rule 122—which meaning exeludes the 
right to make the claim—and a different meaning in 
Rule 130—where it ined/udes the right to make the 
claim. Such a construction necessarily will introduce 
intolerable confusion into the rules, and unjustly 
punish those who rely on their plain meaning. Rule 
130 means what it says, namely, that to urge non-pat- 
entability at final hearing on priority, a motion to 
dissolve on that ground must first be brought, and it 
neither says or means to say anything about right to 
make the claim. It will not do to say that because it 
speaks of the “ patentability of a claim to an opponent” 
while Rule 122 speaks of “motions * * * which 
deny the patentability of an app/licant’s claim ” instead 
of an opponent's claim, that the first includes the right 
to make the claim while the last does not, for the “ ap- 
plicant ” of Rule 122 is the broad term which includes 
the “ opponent” of Rule 130, and therefore the 
language of Rule 122 on this point includes 
all that is included in Rule 130 aud possibly more— 
certainly not less; while the construction which is 
necessitated by the position of the Examiners-in-Chief, 
and some of the recent published decisions (for ex- 
ample, Barber vs. Wood, 127 O. G., 1991, decided Jan- 
uary 26, 1907) require that the restricted language of 
Rule 130 shall include the right to make the claim, 
while the broader lauguage of Rule 122 shall ex- 
clude it. 
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IV. 


The last clause of Rule 130 excepts from 
the operation of the rule those who show 
good reason for non-compliance therewith. 


Finally, Edison's action in this matter is certainly 
within the provisions of the last clause of this rule. 
There appears good reason for not presenting and 
prosecuting a motion of this sort in that, (1) the rule 
was not in force during the time in which motions for 
dissolution could be made in this interference ; (2) ap- 
parently, at least, it had reference to motions on non- 
patentability, and not to those based on the right to 
make the claim, which, under the decisions, are differ- 
ent and distinct from the former motions; and (3) the 
earlier practice which does govern here prescribed 


‘no such motion as a prerequisite to urging in this 


proceeding that Macdonald cannot make this claim. 
We {submit, therefore, that the question of Mac- 
donald’s right to make the claim, which is count 1, is 
one properly to be considered and determined by the 
Commissioner on this appeal; that Macdonald has not 
the right to make this claim, while Edison does have 
that right; and therefore that Edison, being the only 
inventor of the invention defined by count 1, must 
necessarily be the first inventor thereof, and is there- 
fore entitled to an award of priority as to this count. 


Priority. 


It may be conceded that Macdonald was the first to 
conceive the invention defined in counts 2,3 and 4 of 
the interference issue, as Edison did not conceive this 
invention until April, 1902, while Macdonald had made 
in 1901 a machine ( Maedonald’s Exhibit 1, 1901 Ma- 
chine”) which is evidence of the conception of this in- 
vention. But this machine eaunot be considered as a 
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reduction to practice, nor as showing anything more 
than conception of the invention. This is perfectly 
clear from Macdonald’s own testimony (M. R., pages 
12 and 13): 


“ x-Q. 44. After having constructed your ex- 
hibit, No- 1 machine, why did you wait until De- 
cember 21, 1904, before applying for a patent ? 

“A. The friction device was not of my inven- 
tion. I had experimented with it considerably, 
but never succeeded in producing a machine 
which I considered commercial, and the devices 
were set aside as an uncompleted experiment ; but 
when Mr. Higham, however, appeared in 1904, 
with a _ vastly improved friction device, 
I then saw that the commercial prob- 
lem had been solved. J applied Mr. Higham's 
new device to my inventions of 1900 and 1901, and 
produced a practical machine for which patent was 
applied for.” 


- As to this testimony the Examiner of Interferences 
said : 


“Tt was only after Higham in 1904 produced a 
greatly improved friction device that Macdonald 
saw the practicability of the invention, and again 

‘took up the same with the intention of promoting 
it commercially. In view of this testimony by 
Macdonald himself, it is obvious that his 1901 
machine can only be regarded as an experimental 
device.” 





Edison’s Reduction to Practice. 


During this period from 1901 to 1904, while Mac- 
donald was inactive, Edison entered the field in 1902 
and reduced the invention to practice by making a 
complete machine in June of that year (Edison’s Ex- 
hibit, Recording Telephone), which machine is identi- 
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cal with the disclosure of Edison’s application involved 
in this interference. 
The evidence relating to the tests to which the ma- 
chine (Edison’s Exhibit, Recording Telephone), on 


wo which Edison relies for a reduction to practice, was 
submitted, is as follows: 


_Edison’s testimony (E. R., page 32) : . 


“ Q. 39. What, if anything, was done with the 
machine after it was finished ? 
~ | A. Just tested to see whether the mechanism 
was all right. 
(). 40. What kind of test did you make of it ? 
A. Just ran it back and forward. 
Q. 41. Did you find that it operated satis- 
7 factorily ? 
- Z A. Yes, it operated all right.” 


- Testimony of F. P. Ott (page 40) : 


“ Q. 78. After Edison’s Exhibit, Recording Tele- 
phone, was constructed, what was done with it? 
~ 4 A. Turned it over to me, and we took it down 
7 to the galvanometer room and ran it and tested it 
and as far as the machine went, it was all 
right. * * * 
“ @. 80. How long did you operate it ? 
“A. We ran it for about fifteen or twenty 
a ; minutes to see everything ran all right. 
, *Q. 81. How did it work ? 
“ A. Everything worked all right. 
**Q. 82. Did you operate it long enough to cause 
the carriage to travel one or more times across the 
F mandrel ? 
- . “ A. Oh, yes, sir. 
“ Q. 83. Did you find during this operation 
that the chalk wheel was turued properly ? 
‘A. Yes, sir.” 


Both the Examiner of Interferences and the Board 
of Examiners-in-Chief have decided that these tests 
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were insufficient to show that Edison’s 1902 machine 
was a reduction to practice. But we believe that in so 
holding, those tribunals were in error, because of a 
misconception of the nature of the invention. The in- 
vention, as already stated, vontemplated nothing new 
either in the telephonic or phonographic arts. It was 
entirely a mechanical invention and consisted in so 
mounting an ordinary motograph that is would move 
with the phonographie recorder and the diaphragms of 
the two instruments would always bear the same rela- 
tion to one another, notwithstanding their movemeut 
transversely of the phonograph recording eylinder, and 
the motograph chalk would be rotated during such 
movement. That the tests were ample to show the 
mechanical efficiency of the device cannot possibly be 
questioned, and since they were coextensive with the 
invention it would seem that they were all the tests 
which could reasonably be required. But these tests 
have been held insufficient because they did not go 
further; because the motograph was not connected 
up with a telephone circuit and made to speak into the 
phonograph recorder and the sounds produced by the 
motograph recorded upon a phonograph blank. We 
submit, however, that the tests which were made were 
sufficient to demonstrate a reduction to practice and 
for the following reasons, namely : 


je 
The tests which were made were all that 
could reasonably be expected under the 
circumstances, and all that common sense 
demanded. 


In 1901, the year before he made his complete ma- 
chine, Mr. Edison, assisted by My. L. F. Ott, had com- 
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ducted a long line of experiments to determine the 
practicability of recording the sounds produced by a 
telephone diaphragm upou a phonograph record blank 
(testimony of L. F. Ott, E. R., pages 6 to 10). In these 
experiments an ordinary telephone receiver was first 
made to speak into the recorder of a phonograph, and 
by this means a record which could be distinguished 
by means of an ear tube was produced. Later 
(Q. 13) the recording stylus was connected directly to 
the telephone diaphragm and a louder record was 
produced which could be distinguished by means of a 
horn (Q. 17). 

Now in order to make a loud record on a phono- 
graph, which, as is well known, is capable of produc- 
ing an excellent record of sounds produced by the 
human voice, no instrument could be better fitted than 
the Edison loud speaking telephone or chalk receiver, 
shown for example, in Edison’s Patent No. 221,957, 
~ dated November 25, 1879 (Edison’s Exhibit, Chalk Re- 
ceiver Patent). | 

In “ Knight’s Mechanical Dictionary ” (Boston, 1884), 
the chalk telephone is illustrated at Figure 2403, plate 
XLVIITI., and is described on page 883 as follows : 


“The chalk cylinder is enclosed in a vuleanite 
box at the end of the movable arm. The cylinder 
when once moistened remains in that condition 
an idefinite time, as the box is practically air tight. 
The small shaft that runs parallel with the iron 
arm extends through the side of the box and carries 
the chalk cylinder. Upon the opposite end there 
is a small pinion moved by a worm, the crank of 
which is turned by the finger.” 


In Appleton’s Cyclopedia of Applied Mechanics 
(New York, 1885) two forms of motograph are shown 
in figures 4114 and 4115. The article describing the 
instrument (page 862) says: 


‘About the year 1872 Dr. T. A. Edison made 
the discovery that if a strip of paper, moistened 





Raymond R. Wile 
Research Library 





20 


with a chemical solution that is readily decom- 
posed when a current of electricity is passed 
through it, be drawn over a metal plate connected 
with the positive pole of a voltaic battery and 
beneath a platinum style, bearing upon it with a 
~ gentle piessure, and which can be connected to 
the negative pole by means of a key or contact 
maker, whenever the current is allowed to pass the 
friction is instantly reduced between the surfaces 
of the prepared paper and the platiuum style, to 
be immediately restored the moment the current 
is again interrupted; from which it follows that 
if the paper be drawn with a. uniform tractive. 
force below the style, it will slip whenever an elec- 
F. trical current is transmitted through it, and will 
be retarded again by a frictional resistance the 
moment that the current ceases to flow. This 
discovery has been applied by Dr. Edison to the | 
construction of a telephone which is remarkable for 
the loudness and clearness of its tones. Figure 4114 | 
| is a diagram showing the arrangement of the de- | 
4 vice. The cylinder A is composed of a precipi- | 
ws c tated chalk to which a small proportion of acetate | 
| | of mercury is added, the whole being moistened 
with a saturated solution of caustic potash, and 
moulded into a cylindrical form by being sub- 
jected to hydraulic pressure. This cylinder is 
mounted upon a horizontal axis B, and is made 
~ + by suitable mechanism to revolve beneath a me- 
4 tallic strip C, which is maintained with a uniform 
pressure bv an adjustable spring S against the 
surface of the chalk. Atthe point where the 
strip rests upou the cylinder, a small plate of 
platinum is fastened, and the opposite end of the 
~ ¥ strip is attached to the centre of a diaphragm of 
mica D, 4 inches in diameter, firmly fixed to the 
framing of the instrument by its circumference. rp 3 
By connecting the strip to the zine element of a 
voltaic battery, and the chalk cylinder to the 
copper pole, and rotating the cylinder at a uni- 
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form speed away from the diaphragm, it will 
be found that, when no current is passing, the 
friction between the moistened surface of 
the chalk and the platinum = strip is suffi- 
cient to drag the centre of the diaphragm 
inward, and it will take up a fixed position of 
equilibrium when the frictional pull in the centre 
of the diaphragm is equal to the elastic tension of 
the strained diaphragm. The moment, however, 
that an electrical current is allowed to pass be- 
tween the strip and the cylinder, electro-chemical 
decomposition takes place, the friction between 
them is reduced, and the diaphragm, finding its 
elastic tension unopposed, flies back to a second 
position of equilibrium dependent upon similar 
conditions ; and if a variable or undulatory cur- 
rent of electricity be transmitted through the in- 
strument, the diaphragm will be kept in continual 
motion by the constantly varying friction existing 
between the chalk and the platinum, dragging the 
diaphragm in opposition to its own constant elas- 
tic tension.” 


The chalk telephone had been previously made use 
of to produce speech which was recorded upon the 
phonograph; see for example Liletrical Seview of 
February 16, 1889, page 4, and Telegraphic Journal 
and Electrical Review, Vol. 24, of March 8, 1889, page 
269, which have already been referred to. These pub- 
lications are on file in the Patent Office Library, so 
that the Commissioner may take judicial notice of 
them. They show conclusively that sound produced 
by a motograph can be recorded upon a phonograph 
even when the diaphragms of the instruments are several 
inches apart, whereas in the present case their dia- 
phragms are separated by only a fraction of an inch. 

Here we have then, an ordinary phonograph identi- 
eally like the phonographs which are made and sold by 
the thousand every year. The phonograph embodies 
no new feature, but operates just as a phouograph has 
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always operated. Its operativeness is as clearly estab- 
lished as the operativeness of a typewriter or a piano. 
Why should Edison have been put to the absurd nec- 
essity of operating a machine which everyone knows 
would operate ? Coupled with the phonograph is a 
telephone which is equally operative, and any one 
possessing the slightest pretense to scientific 
knowledge would know that the sounds  pro- 
duced by the telephone when operated in the 
neighborhood of a phonograph, would be recorded 
on the phonograph. Furthermore, the publications 
in the Scientific Library of the Patent Office show that 
‘the combination of a chalk telephone and a phono- 
graph had been previously used, and was of known op- 
erativeness. ‘T'o hold that although the telephone, indi- 
vidually considered, will receive sound and a phonograph, 
individually considered, will record sound, that when 
the telephone is brought into proximity with the pho- 
nograph there is no certainty that the telephone will 
operate, or that the phonograph will operate, is absurd, 
It would be just as reasonable to assume that one can- 
not determine @ priori that if a cornet is played in the 
neighborhood of a phonograph, the sounds would be 
recorded. 

When Mr. Edison had finished the machine, ‘‘ Edi- 
son Exhibit, Recording Telephone,” he himself evi- 
dentlv was of the opinion that his work, so far as it 
related to the telephone and phonograph, was com- 
pleted for he did no further work on it, but intended 
to apply for a patent on it and thought he had applied 
fora patent. His subsequent efforts were directed to 
work on the telephone alone in an attempt to find a 
motograph chalk, which would give him the absolutely 
certain results necessary for a device which was to be 
used in recording railroad signals for which purpose 
the recording telephone was intended. 

In Edison’s record, pages 31 and 32, after stating 
the tests to which the machine was subjected, Mr. Edi- 
son continues : 
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“ Q. 41. Did you find that it operated satisfac- 
torily ? 

“A. Yes. It operated all right. 

“ Q. 32. What then was done with it? 

“A. It was set aside. 

“ Q. 43. For what purpose was it set aside ? 

“ A. SothatI could continue the experiments 
with the chalk to produce a commercial applica- 
tion of the motograph principles to the ap- 
paratus. 

“ Q. 44. Your application fora patent on this 
apparatus was not filed until September 15, 1905. 
Why did you wait so long before applying for a 
patent after completing the machine ? 

“A. Because I thought I had applied for a 
patent. I remember writing out the specifica- 
tions, and I believe I sent them to New York, but 
somehow by change of patent lawyers and such I 
found it was never filed.”’ 


- It is not to be understood because of the making of 
these experiments on motograph chalks that the moto- 
graph is not a perfectly operative device, for this de- 
vice has been well known and has been successfully 


used for more than twenty years, but the recording 


telephone was intended to be used for recording rail- 
way signals and these experiments were directed to 
finding a chalk which would give the absolute reli- 
ability needed ina device upon which the safety of 
valuable property and human lives might depend, as 
would be the case when it was used for this purpose. 
Naturally Ott, who assisted Myr. Edison in making the 
experiments on the chalks, would not go to the trouble 
of testing these chalks upon the motograph connected 
with a phonograph, but he tested them upon a simple 
motograph operated by hand, as was much more con- 


' venient, and he could tell by ear whether the particu- 


lar chalk furnished the volume and quality of tone 
desired. 
Mr, Edison and his laboratory assistants are very 
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busy and eminently practical men. They are never | 
engagec| in the pursuit of one thing but that something 
else is waiting for their attention. Having been for | 
years engaged in the productions of new inventions, ; | 
they have not the time nor inclination, like the ordi- 
nary inventor, all of whose interest is centred in some | 
one device, to delight themselves, hour after hour and 
day after day, like a child with a new toy, ‘“ watching | 
the wheels go round,” but the moment one task is com- 
pleted, the tasks which have hitherto been insistently 
but unsuccessfully demanding attention, must have their 
turn. In this case all that Mr. Edison undertook to | 
do was to mount a motograph on a recording phono- 
graph so that the former would move with the phono- 
graph recorder and the motograph chalk would be ro- 
tated. The machine, having been constructed and 
having been found to be operative as designed, nothing 
further remained to be done on it, and Mr. Edison and 
his assistants were free to and did turn to something 
else which was waiting to be done. 

Certainly, from the practical and common sense 
points of view, the tests which were given to the 
machine, “Edison’s Exhibit, Recording Telephone,” 
were ample to demonstrate the reduction to practice 
of the invention. 


II. 


In order for Macdonald to prevailit must 
| be held that Edison’s application is for an 
w 4 inoperative device. 





The recording telephone as constructed in 1902 is 
the exact counterpart of the device shown in the Edi- 
son application for patent. No one has raised any 
question as to the operativeness of the structure dis- 
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closed in this application, although it was the duty of 
the Patent Office to ascertain whether or not it was 
operative. To raise the question whether the comple- 
tion of the 1902 machine was a reduction to practice, 
is to question the operativeness of the identical machine 
disclosed in the application. 

In some cases proof has been required of the opera- 
tiveness of the device disclosed by an application, and 
in sach cases it has evidently been assumed that its 
operativeness would not be presumed from the appli- 
cation itself. Asa matter of fact in ulmost all inter- 
ferences the tangible evidence of actual reduction to 
practice differs more or less from the constructive evi- 
dence shown by the application itself, and conse- 
quently it is generally impossible to make a compari- 
son between the disclosure of the application and the 
actual embodiment of the invention in a machine. But 
in the present case such a comparison is readily pos- 
sible because the two are identical. The only case 
we can find where this situation was actually 
presented is /2olfe vs. Hoffman (121 O. G, 1350), in 
which the Court of .Appeals held substantially that 
the constructive reduction to practice by filing of 
the application relates back to the completion of 
a device identical with the application as filed, saying 


“The Patent Office raises no question that 
Rolfe has fully described an operative device, and 
when that device shown and described in the ap- 
plication for the patent is substantially the same 
as the device made in December, 1901, that fact, 
at least in the present case, is persuasive that 
the device belongs to that class of simple devices 
where itis not essential that actual tests of the in- 
vention be made in order to complete the inventive 
act." 


Not only was there no question raised by the Patent 
Office of the operativeness of the device disclosed in 
Mr. Edison's application (the disclosure in which 
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is identical with the machine, ‘‘ Edison’s Exhibit, Re- 
cording Telephone ”’), but neither has Macdonald moved 
to dissolve the interference on the ground of alleged in- 
operativeness of the machine disclosed in the Edison ap- 
plication, nor in any other way shown or even asserted 
that this application was for an in inoperative device, 
nor has Macdonald questioned the obvious fact that 
the machine and the disclosure of the application are 
identical. The presumption that the Edison applica- 
tion is for an operative device, and therefore that the 
constructive reduction to practice, resulting from the 
filing of an allowable application, relates back to the 
time of making the 1902 machine, which is identical 
with the disclosure of the application (/tolfe vs. Hoff- 
man, supra), has now become a certainty because of 
Macdonald’s failure to assert and prove the contrary. 
In Bowditch vs. Todd, C. D. of 1904, page 415, Bow- 
ditch had asserted and attempted to prove that Todd’s 
device was inoperative. The Commissioner said : 


“A large portion of Bowditch’s testimony was 
taken for the purpose of showing that Todd’s 
machine as described and claimed in his applica- 
tion, is inoperative. If it is, in fact, inoperative, 
it follows that Todd would not be entitled to the 
benefit of a constructive reduction to practice on 
the date that he filed his application, for it is 
necessary that the application to have such effect 
must be an allowable application and to consti- 
tute an allowable application the machine de- 
seribed and claimed therein must be au operative 
machine. 

“The presumption that the machine is oper- 
ative is in favor of Todd and this presumption is 
increased by the concurrent decisions of the Ex- 
aminer of Interferences and the Examiners-in- 
Chief which hold that Bowditch has failed to 
show that the device described and claimed by 
Todd in his application is inoperative. * * * 
The presumption in favor of the operativeness of 
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Todd’s device has not been overcome by the evi- 
dence presented by Bowditch. On the contrary 
this favorable presumption becomes almost a cer- 
tainty in view of the testimony presented in _ be- 


half of Todd.” 


We submit that to hold that the machine, ‘“* Edison’s 
Exhibit, Recording Telephone,’ which was completed 
in 1902, was not a reduction to practice of the inven- 
tion, at the time of its completion, it will be necessary 
to hold that the machine of the Edison application, 
which is identically the same as the 1902 ma- 
chine, is inoperative. But inasmuch as, under the 
decisions, the machine disclosed in this application 
eannot be held to be inoperative, because of the 
presumption of operativeness resulting from the filing 
’ of an allowable application, which presumption has 
not been overcome either by the question of operative- 
ness being raised by the Patent Office or by any proof 
or even assertion on the part of Macdonald, it is equally 
true that the machine must be regarded as a reduction 
to practice at the time of its completion in 1902, and 
Mr. Edison, having been the first to reduce to practice, 
must therefore be the first inventor. 


ITI. 


Mr. Warren, the electrical expert, testi- 
fies that Edison’s 1902 machine is oper- 
ative. 


Mr. Warren, the electrical engineer and expert wit- 
ness, testifies without qualification that the machine, 
as examined by him in 1902, and in his present form, 
is perfectly operative (E. R., page 45) : 


“@. 15. Did you ever examine this machine 
from the standpoint of an electrical engineer ? 
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“ A. Yes, sir. 

“ @. 14. Is this machine in your opinion an op- 
erative machine ? 

“A. Yes, sir. 

“ Q. 15. Are you familiar with the construction 
and operation of the chalk receiver ? 

“ A. Yes, sir. 

“ Q. 16. Have you ever operated the chalk re- 
celver ? 

“A. Yes. 

* Q. 17. If the machine before us is of such 
mechanical construction that on the turning of the 
mandrel the chalk receiver will slowly rotate, do 
you entertain any doubt if vibrations correspond- 
ing to sound waves are received ut the electrode of 
the chalk receiver, the vibration set up and com- 
municated thus to the recording stylus would be 
recorded on the phonograph ? 

“Question objected to as without sufficient 
foundation. | 

“ A. No; there could be no doubt about it.” 


Ana on cross-examination (E. R., p. 46), Mr. Warren 


Says : 


« x-Q. 18. Is it your understanding that the ex- 
hibit concerning which you have testified, “‘ Edi- 
son’s Exhibit, Recording Telephone,” is at present 
in such condition that if connected with telephone 
wires in circuit and having a blank cylinder on the 
mandrel, vou could thereby record a record on 
that cylinder ? 

“ A. (Witness examines the machine carefully) 


Yes.” 
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IV. 


No test is necessary in the case of simple 
devices. 


In view of the well-recognized operativeness of a 
phonograph and of a chalk telephone, we submit that 
if no tests whatever had been made of the complete 
apparatus, they would not be necessary, since it is 
perfectly evident from an inspection of the machine 
that when the usual phonographic devices are operated, 
the chalk cylinder will be turned. In the case of sim- 
ple mechanical devices of this kind actual test is not 
necessary to support a claim of reduction. to practice. 

In Mason vs. Hepburn, 84 O. G., 147, the Court of 
Appeals said : 


“ At the same time some devices are so simple 
and their purpose and efficacy so obvious that the 
complete construction of one of asize and form 
intended for and capable of practical use might 
well be regarded as a sufficient reduction to prac- 
tice without actual use or test in an effort to 
demonstrate their complete success or probable 
commercial value.” 


In Herman vs. Fullman, 107 O. G., 1094, the Com- 
missioner of Patents said : 


“The invention here isa mere attachment to 
automatically turn out the light when it reaches 
the bottom of the printing frame, and is of such a 
character that it might almost be said that a prac- 
tical test was not necessary to demonstrate its 
practicability.” 


In Gallagher, Jr., vs. Hein, 116 O. G., 1330, the 
Court said: 


“Nor is it always essential that actual tests of 
the invention be made in order to complete the in- 
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ventive act (Mason vs. Hepburn). The device re- 
lied upon as a reduction to practice must, however, 
if ithas not been worked, clearly be capable of 
work and not have been a mere experiment.” 


V. 


Doctrine of Macdonald vs. Edison, 105 
O. G., 1263, not applicable to this case. 


Macdonald vs. Edison, 105 O. G., 1263, is the prin- 
cipal decision which has been relied upon as an au- 
thority for the proposition that the tests to which Edi- 
son’s 1902 machine was subjected were insufiicient. In 
that case the same specific iavention was claimed by 
each party. That invention related to a machine for 
transferring a phonograph record from one cylinder to 
another cylinder, which was substantially a new art. 
There was no proof that Macdonald had ever success- 
fully operated his machine. It was shown that in the 
work intended if there were lost motion of less than 
one one-thousandth of an inch the machine would be 
inoperative. Furthermore, there was the suspicious 
circumstance in that case that after constructing the 
machine there was no satisfactory evidence of an at- 
tempt to use it or to explain why it was not used. 

The present case is very different from the former 
interference between the same parties. Mr. Edison’s 
invention, which is involved in the present inter- 
ference, is only a simple mechanical improvement in 
old and well-known machines. After the machine was 
completed it was actually submitted to all the mechani- 
cal tests which were necessary or desirable from the 
practical and common sense standpoints, and the 
reasons for not pushing the machine commercially 
have been fully explained. 
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it, Re- 

moved Edison’s Prior Reduction to Practice in 
sed in- 1902 Being Established, Did He, by 
son ap- His Failure to File an Application 
Bag inet Until 1905, Lose His Right to the In- 
igre vention in Favor of Macdonald, Who 
fe ‘Aves in the Meantime Had Constructively | 
pplieca- Reduced to Practice ? 
itt the 
umothe As to this doctrine, much has been said in recent | 
te the years both by the Patent Office and by the Court of Ap- 
lentical peals, commencing with J/ason vs. Lepburn, 84 O. G., | 
. Hoff- 147. In this case the doctrine was announced as | 
ons ct follows : 
vee, “ Considering, then, this paramount interest of 
To da’s the public in its bearing upon the question as 
1: presented here, we think it imperatively demands 

that a subsequent inventor of a new and useful 
a wae manufacture or improvement who had diligently 
Todd’s pursued his labors to the procurement of a patent | 
piifica- in good faith, and without any knowledge of the j 
ache preceding discoveries of another, shall, as against 
an the that other, who has deliberately concealed the 
i a knowledge of his invention from the public, be | 
oo oh regarded as the real inventor, and as such eutitled , 
h effect to his reward.” 
consti- In Thompson vs. Weston, C. D. of 1901, page 24, 
os a Commissioner DUELL announced the rule as foHows : 
erative 

“Where an inventor has reduced an invention | 
* oper- to practice, applied for and obtained a patent and 
ation is given the benefit of the invention to the public, a | 
ae Ex- cloud should not be thrown on that patent by a 
1ers-1n- pro forma award of priority to his rival, who 
iled to comes into the Patent Office after seeing the | 
ned by patent and introduces as evidence of his claim to | 
= priority, a device made long before the patentee’s, 
nys of but kept secret and not given to the public.” 
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And in the same case on appeal, 1902, C. D. 521, the 
Court of Appeals held that the facts were squarely 
within the doctrine of Mason vs. Hepburn, and said : 


“The particular object of the beneficence of the 
patent law is the individual who first conceives 
and with diligence perfects an invention. And 
where one has completed the act of invention his 


right to the reward in the form of a patent be- 


comes complete save in two instances that may be 
satisfactorily shown to exist. First, he loses the 
right as against the public in general by a public 


use for the statutory period. Second, by delib-— 


erate concealment or suppression of the knowledge 
of his invention he subordinates his claim, in 
accordance with the general policy of the law in 
the promotion of the public interest, to that of 
another and dona jide inventor who during the period 
of inaction and concealment shall have given the 
benefit of the discovery to the public. Viewed 
in the light of ‘the true policy and ends of the 
patent laws,’ the latter is the first to invent, and 
therefore entitled to the reward.” 


In Matthes vs. Burt, 111 O. G., 1363, the doctrine of 
Mason vs. Hepburn was modified to the extent of 
being applied in a case where both parties are appli- 
cants, but where the first to reduce to practice. waits 
* until he learns that his rival is using it commercially 
and placing the product of such invention on the 
market.” But the rule in its effect was clearly con- 
firmed by the Commissioner in the following terms : 


“ From the foregoing cases we may extract the 
principle that an inventor who bas completed the 
inventive act by reduction of his invention to 
practice may lose his right to obtain a patent, in 
favor of asubsequent inventor, by concealment and 
delay in applying for a patent. An inventor has 
the power to adopt the secret practice of his in- 
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* vention as his protection instead of the patent 
monopoly offered by the law to him if he will dis- 
close his invention. 

“Tf he thus refuses to instruct the workers in 
the art, expecting that secrecy will better serve 
his private purposes, he may not practice this 
species of protection indefinitely until it proves 
insufficient and then avail himself of the protec- 
tion of that system of patent law which he had 
tried to replace by other means. By such con- 
cealment he has left the field apparently vacant to 
stimulate the activity of other inventors, After 
they have relied upon this vacant condition and 
have by invention supplied the apparent want he 
cannot defeat them by bringing forward bis inven- 
tion and saying, in effect, that this field is occu- 
pied by himself to the exclusion of their rewards 
for efforts stimulated by the false appearance 
created by himself. * * * 

“The wilful suppression and concealment of 
the invention on the part of Matthes for over three 

‘ . years brings his case within the principle stated, 

“ : _ and it is held, therefore, that as against Burt he 

. has forfeited his right to a patent.” 
See, also, : 
Fefel vs. Stecker, C. D. of 1901, page 269. 
Moore vs. Hewitt, 125 O. G., 2047. 
Bliss vs. McElroy, 128 O. G., 458. 
Richards vs. Burkbolder, 128 O. G., 2533. 


_ All the decisions in this line of cases are in agree- 
ment in respect of the two prerequisites that will suf- 
fice to defeat the rights of one who actually reduced 

au invention to practice, not in favor of the public as a 
matter of abandonment, but in favor of his opponent 
as a matter of priority of invention. These two pre- 
requisites are : 


First. That after reducing the invention to prac- 
tice, it must have been deliberately and intentially 
concealed and suppressed, and 
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Srconp. That the filing of the second application 
must be stimulated by the grant of a patent to his 
opponent or actual commercial manufacture on the 
part of the latter. 

In the present case, we have neither of these feat- 
ures. In the first place, the testimony shows that it 
was Mr. Edison’s intention to filean application fora pat- 
ent, and by the testimony of his attorney he is fully cor- 
_ roborated in this intent ( E. R.,p. 47). In the second place 
Macdonald has no patent, and Edison was not stimu- 
lated to file his application asa result of Macdonald’s 
commercial operations, but solely because the machine 
was accidentaily discovered by his attorney, and when 
discovered the application was immediately filed. The 
doctrine of Jfason vs. Hepburn is in the nature of a 
forfeiture, and its harshness should only be invoked in 
a clear case coming absolutely within its spirit, if not 
its letter. And,in many cases arising since that de- 
cision, the Patent Office and the Court of Appeals 
have refused to follow the doctrine. 

In Sarfert vs. Meyer, C. D. of 1902, page 438, Sar- 
fert, after constructing a singeing machine in March, 
1898, waited until March, 1900, before applying for 
his patent. The machine was used, not openly, but 
under no particular injunctions as to secrecy. The 
Commissioner said that : 


“These facts are not such as will bring Sar- 
fert’s case within the rule announced in J/ason v. 
Hepburn, supra. Sarfert, after the reduction to 
practice of his invention, did not deliberately lay 
the same aside, nor did he conceal it from the 
public.” 


In Oliver vs. Felbel, C. D. of 1902, p. 565, Felbel re-. 
duced to practice on July 20th, 1898, but did not file 
his application until December 19th, 1899, after Oliver 
had puta large number of machines on the market. 
The Court of Appeals refused to follow Jfason vs. Hep- 
burn, and said : 
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“ There was here no fraudulent concealment, 
no suppression of the invention to keep it from 
the public, no abandoument of it as of an unsuc- 
cessful experiment, no such unreasonable delay as 
to impose upon the claimant the burden of proof 
beyond a reasonable doubt. On the contrary, 
Felbel’s delay in this instance «loes not seem to 
have been unreasonable under all the cireum- 
stances. He had placed his invention in the 
hands of the person to whom it was most natural 
for him to look to manufacture it for commercial 
use, which he was unable to do himself; and he 
withdrew it from him as soon as it became ap- 
parent to him that this person was not then dis- 
posed to take up the matter. He had constructed 
a practical operative machine; the reduction to 
practice had been complete ; and all that remained 
to be done for the security of his right was to 
make his application for a patent. Undoubtedly 
it was possible for him to have done this more 
promptly than he did; but the delay was not un- 
reasonable. . 

‘‘The diligence required of an inventor is dili- 
gence rather in the reduction of his invention to 
practice than in application to the Patent Office or 
in manufacturing his device for public use. It is 
very true, as we held in Jason vs. Hepburn, 
Warner vs. Smith, and other cases, that delay long 


and unexplained, and yielding to activity only 


when the knowledge comes of the entrance of a 
rival on the field, is always presumptive evidence 
that what is claimed to have been reduction to 
practice was no more in fact thau an uunsatis- 
factory or abandoned experiment. But when re- 
duction to practice has been satisfactorily shown, 
and there is no unreasonable or unexplained delay, 


. there is no law that would bar the first or original 


inventor of his right... Zu order to give to delay the 
effect of destroying such a right, there must be some 
circumstance of concealment, suppression or aban- 
donment of the invention.” 
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In McBerty vs. Cook, 90 O. G., 2295, Cook reduced 
to practice in 1891 or 1892, but did not file until July 
29th, 1896, more thau four years afterwards. McBerty, 
on the other hand, had actually reduced to practice in _ 

July, 1895, almost a year before the application of 
Cook was filed. The Court of Appeals refused to 
apply the doctrine of Jason vs. Hepburn on the 
ground that the delay of Cook in applying for a patent 
or in making commercial use of his invention was not 
such an intention to suppress or conceal his invention 
from the public as would subordinate his right to that 
of McBerty, who promptly applied for and obtained a 
patent. 
In Blood vs. Brown, 105 O. G., 496, Blood reduced 
-to practice in May, 1899, and Brown in the following 
month. Brown obtained his patent on February 26th, | 
1901, and Blood filed his application on April 27th, 
‘1901. Here was present apparently all the circum- ) 
stances of Juson vs. Hepburn except deliberate or in- 
tentional concealment. The Commissioner of Patents, 
: ; however, refused to follow the doctrine of that case, 
7 : because the evidence showed that Blood had made un- 
" successful efforts to obtain capital whereby he might 
file applications for his inventions. So far as the ab- 
sence of intent to conceal or suppress the invention is 
concerned, it is as clear in the present case as in Blood 
;: vs. Brown. Blood made efforts to file an application 
“2 a .and Edison believed be had filed an application. 
» In Brooks vs. Hilliard, 106 O. G., 1237, Brooks re- 
duced to practice in April, 1902, and filed his original 
‘application two years later, on April 26th, 1894, Hil- 
liard in the meantime, having filed lis original appli- 
cation on January 3d, 1893. The Commissioner held 


‘ . ° 
——=— ee 


me ‘that Brooks’ intention to file the patent application 
rebutted any presumption of abandonment or conceal- 
ment, and refused to follow Jlason vs. Hepburn. 
Seeberger vs. Lussel, 121 O. G., 2328, is another case yp 8 
where the Court of Appeals refused to follow the doc- 
~ trine of Wason vs. Hepburn. The syllabus reads : 
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— 
reduced “ Where the reduction to practice of the inven- 
itil July tion was clearly established, a delay of two and a 
[cBerty, half years in filing the application therefor is not 
ictice In sufficient to destroy the weight of proof of actual 
ition of reduction to practice, especially where 1t appears 
used to that drawings showing substantially the same 
on the construction as the original device were sent to 
t patent applicant’s attorneys more than a year before the 
vas not application was filed and before unyone else had 
vention entered the field.” 
tc that : 
‘ained a In Polfe vs. Hoffinan, supra, Hoffman’s patent was 
: issued November 17th, 1903. Rolfe filed his applica- 
reduced tion on December 29th, 1903, but reduced to practice 
llowing -in December 1901. Here was presented a case which 
ry 26th, -at first glance would appear to come within the 
1 ovth, doctrine of Jfason vs. Hepburn, because there was a 
circum- long delay on the part of the junior applicant, after his 
‘Or in- reduction to practice, and a patent to his opponent had 
atents, -already issued. Yet the Court again refused to apply 
it . case, ‘the doctrine of Mason vs. Hepburn, and said : 
ide un- . 
might “There is absolutely nothing in the record in 
he ab- this case to warrant a finding of abandonment by 
ution is Rolfe. It appears that Rolfe after making these 
1 Blood exhibits, submitted them to his patent attorney, 
lication with whom they were left to be patented in their 
, turn; that the American Electric Fuse Company 
aks re- had the right to obtain patents for Rolfe’s inven- 
original tions in the art to which the device in con- 
4, Hil- troversy relates, and exercised that right sub- 
| appli- sequent to December 1, 1901, to the extent of 
er held filing about twenty applications ; that Rolfe talked 
ication more or less about this invention with others, and 
oniceal- that he preserved the exhibits. These facts 
negative any idea of abandonment of the inven- 
er case tion.” 
ie doc- 
as Not only do the ‘facts in the present case show, we 
- think beyond any question, that there was no in- 


t 
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tent or desire on Edison’s part to suppress or con- 
ceal the invention, which is the first necessary con- 
sideration in a case in which the doctrine of Mason 
vs. Hepburn is to be applied, but it does not appear 
‘that Edison’s application was filed as a result of 
‘knowledge of Macdonald’s application or of his com- 
mercial manufacture. It is stipulated between the 
parties (M. R., pp. 30, 32) that the Macdonald applica- 
‘tion in this case was involved in a former interference, 
declared April 25th, 1905, with an application of one 
Pierman,.in which Edison’s attorney was also attorney 
and in which Mr. Edison was interested. Macdonald 
argues that this fact was the inciting cause for the 
Edison application, but no such inference can be drawn 
‘under the circumstances, even if it be admitted that 
the harsh doctrine of Mason vs. Hepburn could other- 
wise be applied. Edison testifies, without qualifica- 
tion, and he is fully corroborated by his attorney, 
‘that he supposed the application was filed, and 
“when it was found that it had not been, the over- 
sight was immediately rectified (E. R., p. 47). This 
was several months after the Macdonald-Pierman 
interference was declared. If Edison had deliber- 
-ately concealed or suppressed his invention, the 
human thing to have done would have been to file 
the application when knowledge of the Macdonald appli- 
cation was first obtained, assuming that Edison had 
‘personal knowledge of that fact, although no proof as to 
this point is offered. The fact that Edison did not 
file the application until the machine was called to his 
attention by his attorney negatives any possible pre- 
sumption that the inciting canse was the knowledge of 
‘Macdonald’s application or commercial work. We 
submit, therefore, as a result of this review of the 
authorities, that the present case contains none of the 
features that wonld warrant the application of the 
doctrine of Mason vs. Llepburu. When Edison’s 
invention was reduced to practice in 1902, 
‘the application for patent could have been 
‘filed, and Edison believed it. had been filed. 
The fact that he was in error as to this point, for 
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which an adequate explanation is made, cannot pos- 
sibly be taken either as an attempt to abandon the 
invention or to suppress or conceal it. On this point 
the Examiners-in-Chief say : | 


‘*In excuse for this delay of more than three 
years Edison alleges that he thought that he had 
filed an application covering this machine, and it 
was not until his attorney chanced to see the ma- 
chine where it had been laid aside and questioned 
him about it that he was aware that no patent had 
been applied for. This excuse is insufiicient. It, 
seems improbable that an inventor familiar as was 
Edison with the adyisability of proceeding with: 
diligence in applying for patents would have per- 
mitted an invention of which he recognized the 
importance to pass from his mind so completely 
as to permit a period of three years to expire with- 
out making any inquiry as to whether an applica- 
tion had been filed or not. His conduct of itself 
raises a suspicion that he did not believe that he 
had made a successful reduction to practice of the 
invention.” 


The sufficient answer to this, which is, of course, no 
more than a mere conjecture, is that save for excep- 
tional cases in which peculiar questions arise, when 
Mr. Edison files an application for a patent, he neither 
hears nor knows anything about it till it has become a 
patent or a patent has been finally denied. 

The Edison invention having once been made, the 
completeness of the inventive act being conceded and 
the record failing to disclose any attempt to conceal 
or suppress the same, then under no authority with 
which we are familiar can an estoppel arise against 
Edison, as a result of which Macdonald can rightfully 
claim priority of invention.] . 
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Conclusion. 
In conclusion we submit that Macdonald has no & 


a 


right to make the claim which is Count 1 of the issue, 
and that, therefore, Edison is entitled to an award of 
priority as to Count 1; that Macdonald, although pos- 
sibly the first to conceive, was not diligent, and in fact 
has made no attempt to show diligence in reducing 
the invention to practice; and that Edison having ac- 
tually reduced the invention to practice before Mac- 
donald, and having presented ample reasons in excuse 
for his subsequent delay in filing his application, must 
be regarded as the prior inventor. 
Respectfully submitted, 
Frank L. Dyer, 
For Edison. 


[33016] 
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